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the Due Process Clause).? As these cases
also make plain, however, “mere negli-
gence” ‘does not state a constitutional
claim. Estelle v. Gamblg, 429 U.S: at 106,
97 S.Ct. 285;. Weyant v. Okst. 101 :F.8d at
856. A prisoner must allege facts or omis-
sions. sufficient “to evidenee deliberate-in-
difference: to.serious medical needs:”. Es-
telle v. Gamble, 429 U.S. at 106, 87 S.Ct.
285, oo R YT
-[17] The pleadings in this case da not
evidence deliberate indifference by Dr.
Avellini to Webb's medigal condition.. To.
the contrary, Dr. Avellini plainly , recog-
Nized that Webb’s prior, surgery increased
his " risk of contractinig’ testf fulr’ cancer.
The doctor’s challenged actios' were un-
dertakén to ensure‘that no' evidence of
tmor: growth wiis' present. If, as Webb
asserts,’ Dr. Avéllini failed to° conduct thd
~Xamifigtion with a redsonable degree of
Plédic%]i care and theréby’ causdd him to
Sustain damages, plaintiff'may well ‘Have a
state action for malpiictice, biit “[mJedical

alpractice does not become a constitt-
tonal violation merely becaiise the Victim
8'a Prisoner.” 74, o S

.The court hereby dismisses plaintiffs
% 1688 claim aigainst Dr. Avellinf, " "

U Conclusion

ST

' St oot o

~Faor the reasons stated in this memerans
dln.n;“me' court hereby dismisses, all of
mm“@ffs* federal claims against --defen,
dante; Goldspein, Schwartz, Jaus, Bryffee,
i 2 Hymes, Johnson, .Gibbs, Avellini,
Mack, and: McCartney. To. the.-extant
%ese; fhaims  implicate the validity, of
ﬁmy prior convittion, the dimissal i
0U prejudice to refille if plaintiff
gy EeF sucteed th Having His cohvic-
il o oroed, vacatéd, or expuiged. 'To
€Kit the elaims challenge defefidAts

as;;;?it,fgif:?’r;dis“ck‘)sﬁi'é‘df'W@B’b’éi prich

Hiihtough plaintt also ciges the Foursh and

| endments in hi int, i
e s in his complaint, it seems
“lhrieg ﬁecause plaintiff thirks the state court
ih even ordering his ‘physical exarainé-

Pt

Hon. as already poted, this claim cannet be

medical  records, the :claim is dismissed
with prejudice. I -

The Clérk of the Court is directed to
fratisfer the remzinfng claims as follows:
(1) plaintiff's federal and state claims
against; any members -of the medical staff
of the Sullivan Correctional Facility.. are
hereby transferred to the Southern Dis-
trict of New York, where they are proper-
ly' wvenued;’ (2)plaintiff’s state law claims
against all other named defendants, as well
as any unnamed assistant district attor-
neys. . Correction employees and parole
officials, are to be transferred to the New
York Supreme Court for .Kings County.
The Clerk is then to mark the full case

cloged IR 1 g
SO ORDERED. N
ji#:' '  N :j ;f i i ‘ LR}

SHL IMAGING, INC,, Plaintiff,
ARTISAN HOUSE, INC., Max Munn,.

Interiors, Inc., and Photo-2-Art, -
Ltd., Defendants,

aFengn b deedtsatigige Beoo a2

No. 98 CIV. 1708(WHP).

i~ United States District Cowrt,:
i e S, New York. s

IR AR PRSI TR "";"’;. o 1

the viability,.of Webb's, ml%nel Tonviction.
*See Heck v'' Humplirey, 513'0.S. at 487- 114
GO Y364 1 HOLIIIIRY Mg o



302

117 FEDERAL SUPPLEMENT, 2d SERIES'




SHLAIMAGING, INC. v. ARTISAN HOUSE, INC.

303

Citeas 117 F.Supp.2d 301 (S.D.N.Y. 2000)

‘ Tedd Bleéiler, New York,kl‘& for Plam-
tiff,

Alfred R. Fabmcant, 0strolenk, Faber
Gerb & Soffen, LLP, New York, NY, for
Defendants.

MEMORANDUM AND ORDER
PAULEY District Judge

Tlps copyright action raises issues con-
cermng the = copyrightability of photo-
graphs, the work-for-hire doctrine, Jjoint
authorship, and the nature of derivative
works,. Plamtnff SHL, Imaging, Inc
(“SHL”) is owned by ,professxonal photog-
Tapher Steven H. Lindner (“Lindrier”),
Lindner's work has been published in The
New York Times and Sports Illust.rated
(indner ‘Aff. 46 The defendant. Max
Munn (“Munn”) is chairman and C.EO of
def‘%ndants Artisan House, Ine. (“Artisan”)
a4d Interiors, Ine, (“Interiors”). The de-
fandants design,  manufacture and. gell

ﬁ‘alfles for pictures and mirrors,!, (M,un.n
Aff. 3, )

:;\,I!‘ 1996 Munn hired Lmdner to (photo-
ph Mirrored. picture’ frames ma.npfac-
Lin 1 and offered for sale by defendants
Phptographed apprommabely 130

N frames with the understandmg
g‘?“ e hot.ographs would be uysed as
or slides by defendints’ sales, fox:ce
ere%ﬁer Munn used the photo graphs in
WOgue, reproduced them in 5.000 bro‘:
: and offered them as fnagamne
39. DS or pubhclty releases Defendants
graphs to

- Ltd. 80 they "could ’oe
Ry lnto a gomputer for mampulatlon

i ‘leph

yed to customers .

2 PhO0-2t, Lot s ot beent served with
f ons and has not appeared, therefere
agafnst it dre dlsmiSSed R

2 e
LRI PR 5.1

Defendants  move' for summary judg-
ment on plaintiffs copyright ‘claims? on
the grounds that the photographs are not
original, or alternatively, if they are, that
defendants‘were either joint authors or the
sole work-for-hire' author. On' July 20,
2000, this Court notified the parties that it
was considering a grant of summary judg-
ment to plaintiff ‘and afforded defendants
the Opportunity to make additional ‘argu-
ments - or submit additional - evidence.
Thereafter, defendants- Submlttzed ’a sup—
plemental memorandmn A

- For the reasons that follow, defendants’
motion for summary judgment. is denied,
and this Court grants summary Judgmen);
to plaintiff on the issue of liability under
the Copyright Act, 17 U. SC §'101, et seq.
At the outset, this Court observes that its
sua sponte grant of summary Judgment
rests on an analysis of issues raised by the
defendants in their motxon and supplemén-
tal subxmssion Thus, the deféendants have
not been preJudxced by & lack of notice or
any mablhty to offer ev1de See
Bﬁdqeway Co'rp r{§01 th
134, 140 (2d Clr 2000)

| BACKGROUND . ,

 Prior ito ‘photographing ' the -frames,
Lindner tisde a‘ number of creative ‘deci-
sions inchiding ‘seléction of '@ caméra (a
hdnderafted : Hasselblad 500:- EE),- lenses
(Zeiss: 50mm and -80 mm),film type (C-
Print megative ‘Fuji ASA: 160), paper type
(seamless), as well as diffusers, reflectors,
and  lighting -equipment. - .(Lindner Aff,
%13.)!*Lindner supplied all of the photo:
graphic eqmpment for t;he prmeut. (Lmd
nerAﬁ‘ 1[12) DG S

e photo shoot spanned fq{n- days ut
Intenor’s Yactory.” (Lmdnef- Aﬁ' ¥4) As-
sisted by his employee Ersellia’ Fefton
(“Ferron™," Lindner “arrangéd both ‘the
hghtmg and stagmg of ‘the fré.mes ‘fn-

2 The motmn lﬁ reqﬂ; o sum-
mary ]udgment since defendants did ‘not ad.
dress ;Siainﬁﬂ’s stite law bohtract c‘laims‘ fil

-} BEMIFR AT e
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stead of using “copy lighting” (two lights
set up at 45 degree angles in front of the
object being photographed), Lindner se-
lected a single light source with a reflector
in order to “fill out the shadows (but not
eliminate them) to give a chiaroscuro effect
that would wrap around the [frame] and
give it depth.” (Lindner Aff. 117.) While
Munn asserts that he “instructed Lindner
precisely how [he] wanted the photographs
taken, including the positioning and angle
and appropriate lighting,” he provides no
specifies. (Munn Aff. 112) Lindner and
Ferron alone set up the lighting, hung the
frames and took the photographs, while
Munn remained in his office. (Lindner
Aff. 113; Ferron Dep. at 16.)

Photographing the frames was compli-
cated by the reflection in the mirrors of
geveral frames. (Lindner Aff. 1 17)
Lindner overcame this obstacle by creat-
ing a unique lighting design so that the
mirrors would not reflect any part of the
factory or the photographer. (Lindner
Aff, 117) The lighting design also en-
hanced the luster of each frame’s gilt.
(Lindner Aff. 117.) As the shoot proceed-
ed, Lindner also took Polaroid instant pho-
tographs “to check [the] lighting, angles
and composition.” (Lindner Aff. 112)
Munn ¢laims that he ordered the Polaroids
to ensure Lindner was following his in-
structions. (Munn Reply Aff. 112.)

After the shoot concluded, plaintiff sub-
mitted:a preliminary invoice to Munn, who
rejected it. Thereafter, plaintiff submitted
a second bill in the amount of $3,700,
which was paid. (Lindner Aff. Ex. 2:
11/19/96 Invoice.) That bill bears Munn’s
initials and the remark “OK” on its first
page. (Lindner Aff. 120 & Ex. 2: 11/19/96
Invoice.) The invoice specifies: “Re: Pho-
tography of frames. Usage: For C-Prints
to be used by sales people.” “C-Prints” is
shorthand for negative color prints.

(Lindner Aff. 17)

Five months later, Lindner discovered
that Artisan had used sixty-four of the
photographs in 8 catalogue without secur-
ing his permission. After registering the
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photographs with . the Copyright Office,
plaintiff filed this infringement action.
(Lindner Aff. 19.) During discovery, de-
fendants revealed that they had made an
additional 3,000 copies of the photographs
for undisclosed purposes, reproduced them
in 5,000 brochures, scanned eighty-three of
them into a computer, and used the photo-
graphs as magazine “comps” or publicity
releases, all without plaintiff’s permission.
(Lindner Aff. 110.)

4 DISCUSSION

1. Summary Judgment Standards

Summary judgment may be granted
only when there is no genuine issue of
material fact remaining for trial, and the
moving party is entitled to judgment as a
matter of law. See Fed.R.Civ.P. 56(c).
The burdén of demonstrating the absence
of any genuine dispute as to a material fact
rests with the moving party. See Grady v.
Affiliated Cent., Inc., 130 F.3d 563, 559 (2d
Cir.1997). In determining whether the
movant has met this burden, the Court
must resolve all ambiguities and draw &l
permissible factual inferences in favor of
the party opposing the motion. See Lopez
v. S.B. Thomas, Inc., 831 F.2d 1184, 1187
(2d Cir.1987). ‘

If the moving party meets its initial
burden, the non-moving party must then
comé forward with “specifie facts showing
that there is a genuine issue for trial”
Fed.R.Civ.P. 56(e). The non-moving party
must “do more than simply show there i8
some metaphysical doubt as to the materi-
al facts” Matsushita Elec. Indus. Co. Y.
Zenith Radio Corp 05 :

enith ., 475 U.S. 574, 586, 1

S.Ct. 1348, 1365, 89 L.Ed.2d 538 (1986):
Where it is apparent that no rational find-
er of fact “could find in favor of the nop
moving party because the evidence to sup;
port its case is so slight,” summary judﬁ', |
ment should be granted. Gallo v. Prude

'sht

tial Residential Servs, Ltd. Par

22 F.8d 1219, 1223 (2d Cir.1994).
It is well established that courts ms

grant summary judgment sua sponte wh
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no’aterial issue-of faet:is in dispute and
the-ldsiAg party was on hotice: that it had
. toreome forward with all of ‘its: evidence:
8ea Calotex Corp. v. Catrett, 477 U.S. 314,
326,:106'8.Ct. 2548, 25564, 91" 1,;Ed.2d 265
€1986)-(“district courtsare widely acknowi-
edged topossess ‘the power to emter sum-
hary judgments sua‘sponde ™); ‘Bridgeway
Corp., 201 F.3d at 139 (“Distriet courts are
well advised to- give clear -and expresg no-
tice- before granting surmary- judgenent
sile' sponts, even against ‘patties' Whe hive
theriselves ' moved for - summary “jadg-
Mehli.”) This Cofirt- notified defendants
thiat it was considering a grant of summary
Judgment for plaintiff 'on liability and af-
fordéd defendarits additional tie to sub-
nilt further arguments ‘or evidénce, *Ac-
%fﬁngly, the absenc¢e ‘of & motion by
PlEinti® is inconsequential, See Bridge-
W 201 F 3(1 at 189 o

IL anm Case ofmfnngem

I Platntiff claims that defendants i
fl‘lngéd its copyrights in the photographs.
Copyright Act does not definé “in-
éﬁ’lﬁémeht,” but rather states in e¢tncluso-
ion that “anyone who violates btie of

ﬂ\e ﬁkclusive rights of the copyright ownler
an infringer of 'copyright.”' 17

Bc § 501(a)1996). Corigress left the
&W free to flésh ‘out the outlines of a
%8use of action. Fundarhentally, the' ele-
Wents:required to establish a. prima facie
%8eiof copyright infringement are: . “()
m erehip of -a-valid copyright, -and:{(2)
Ing of constituent. elements of the
War that are -original.! ~ Feist Publica-
Yionsy Ino, v. Rurat' Telophone Sers: Cos
ﬁ& 3. 840,.961, 111 B.Ct. 1282, 1296 118
"Bd2dgeq agon), . . .o

[2] ‘Plaintiff ‘obtained ‘a certificate of
tiot ‘frotn the Copyright Office

¥ five ‘yéars from'the ‘dite of“the
 (Lindrier-AfY;
w on No. VA 856-059:) . Tn-

MU&C §.410(c), the-certificate ¢on-

w { prima facie evidenceof the.'facts

mﬂm ‘and of the originality of the

" Have 'the certificate *'states “that

Dhomm )
phs’ publication. -
R Regiars

plaintiff is the sole author of ‘the ‘photo-
graphs, and therefore, the owner .of the
copyrights. ‘ Defendants bear the burden
of overcoming this statutory presumpﬁen.
See Langman Fabrics o Graff Caliﬁw
niawear; Inc., 160 F3d 106, 111 (24 Cir.
1998) (noting ‘that “[t]he statutory pre-
sumption is by no means irrebutable, but it
does order the burden of prool”) R

II1. - Denva,twe Works

[3] In e\faluatmg whether plamtxff has
estabhshed ownership of a valid copyright,
defendants argue that plaintiff's photo-
graphs are derivative works that must sat-
isfy a higher standard of substantial origi-
naﬁty » (See Defs.’ Reply Br. at 5—11)
The, nub of defendants’ argument is that
the photographs are derivative, works be-
cause they depict the defendant.s’ ﬁ'ames
(See, eg.. Defs ‘Br. at 4:18; Defs Reply
at1-9.)

The, Copynght Act defines a denvgtave
workas e
& work;,based upon one.Qr: more preex-
.-isting warks, such as g.translation, mugi-
.-cal arrangement, dramatization,, fiction-
.- alization, motion -pigture:version, soung,
. reeording, art. reproguction, abridgment,
- eondensation,.or.any ather form in which
a work may.be recast, transformed, or
. adapted. A work consisting-of editarial
revisions, annotations, . elaberations, or
other modificatigns; which, as-a whole,
regesent an; original wark; of author-
ship, 1s a “derivative work”. . Gt
17 US.C. § 101. Thus, a derwatzve work
must incorporate a substantiil elemént of
a preexisting: work of ‘authorship® and re-
cast, transform,: or-adapt those: elements,

41" 'Recehtly, the “Nihth Cieuit ad-
dbessedl the’ question’of Whethér's phivto-
ph xs & derivative work of the' 'object it
gm 80k Ets-Hokin v Skiyy Spirits.
I'nc., ‘225 ‘¥.8d 1068, ‘1077‘-1082 (ch L6
2000)) Althbligh the “Ninth * Cireuft éon=
cluded that a photograph of a vollka b6ttle
was inot & derivative: work of the bottlg,; it
reachéd that holding only after; détermin-
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ing that the bottle was not independently
copyrightable. Thus, the Ninth Circuit
reasoned that the bottle was not a preex-
isting work. Ets-Hokin, at 1077-1082.
This Court respectfully believes that the
Ets-Hokin court misconstrued the nature
of derivative works. While the Ets—H okin
court correctly noted that a derivative
work must be based on a “preexisting
work,” and that the term “work” refers to
a “work of authorship” as set forth in 17
U.S.C. § 102(a), it failed to appreciate that
any derivative work must recast, trans-
form or adopt the authorship contained in
the preexisting work. A photograph of
Jeff Koons’ “Puppy” sculpture in Manhat-
tan’s Rockefeller Center, merely depicts
that sculpture; it does not recast, trans-
form, or adapt Koons' sculptural author-
ship. In short, the authorship of the pho-
tographic work is entirely different and
separate from the authorship of the sculp-
ture.

This is not to suggest that photographs
are incapable of derivative authorship. A
cropped photograph of an earlier photo-
graph is a derivative work. Re-shooting
an earlier photographic work with some
alteration of the expressive elements is
another example. However, in both cases
the nature of photographic authorship
would have been recast, adapted, or trans-
formed. Since plaintiffs photographs
merely depict defendants’ frames and do
not recast, adapt or transform any author-
ship that may exist in the frames, they are
not derivative works.

IV. Originality

Since the photographs are not derivative
works, the next issue is whether they sat-
isfy the general constitutional requirement
of criginality. Defendants assert they do
not. Before addressing defendants’ argu-
ments, it is useful to review the nature of
copyright in photographs so that those
general principles can be applied to this
claim. w! ‘

Photographs did not receive federal
copyright protection until the Act of March
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3, 1865, 38th Cong., 2d Sess., 16 Stat. 198.
See also Cong. Globe 981 (Feb. 22, 1865);
William Patry, 1 Copyright Law & Prac-
tice 248-263 (1994) [hereinafter “Patry”].
However, photography had become an es-
tablished commercial endeavor as early as
1839, when the French government made
the daguerreotype process available and
William Talbot produced negative images
on paper through a process called, epony-
mously, “Talbottype.” See Naomi Rosen-
blum, A History of Women Photographers
42 (1994) [hereinafter “A. History of Wom-
en Photographers”); Naomi Rosenblum,
A World History of Phiotography 47 3d
¢d.1997) [hereinafter “A World History of
Photography ). The following year, Alex-
ander Wolcott and John Johnson estab-
lished the first commercial photography
studio in the United States here in New
York City. Four years later, Mathew Bra-
dy, whose subsequent photographs of the
Civil War would gain world wide recogni-
tion, established his studio in lower Man-
hattan. See A World History of Photagra-
phy at 47. By the 1850s, small cartes-de-
visite photographs were exchanged with all
the passion baseball cards would be traded
a century later. Even Queen Victoria is
reported to have collected more than one
hundred albums of photographs of Euro-
pean royalty. See A World History of
Photography at 64. ,

The reason for the delay in extending
federal copyright protection for photo- :
graphs will likely never be known, but the
increased post-Civil War commercial popu-
larity of portraiture photography by lead- :
ing figures such as Mathew Brady, Napo-
leon Sarony, and Julia Margaret Cameron
may have led to widespread piracy, and;
therefore, calls for protection.

Even though photography had been po
etically referred to as “drawing with the
aid of the sun,” R i

[i}t was not yet clear whether photogrd® &

phy could produce art or merely a re® ;

ord, whether it would be just a pastimé
or could fulfill more serious pt :
whether it- was limited by its current
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- technology or could be: expanded in un-
* foreseen ways. But from the start pho-
‘tography was perceived to be a diffarent
kind of pieture making—an ' easier ver-
f'sion of an activity [painting] that had
required a degree of talent and tmnnmg'
not gvailable to many. :
A World History of Photoyraphy at 89.
Painters, like many faced with the intro-
duetion of a new' techndlogy, fedred thé
end of public interest in'their art.: Crities
ided phdtography, declaring ‘that the
new " medium' “eopies 'everything and ex-
Plains nothing, ‘it is blind to ‘the realm of
the spirit.” A"World History of Photogra-
Phy at 210, 'Yet, some photographerd skill
inspired ‘high ptaise. Critic Phillipe Biir-
ty, reviewing an 1859 exhibition of photbg-
ravhy by Gaspard Feli% Tournachon (a/a
atlar), wiote, “his portraits are works ‘of
m ih _évery ' accepted 'sense ' of “the
word. ... fI}f photography ‘is by 'no mesns
a complet;e art, the photographer alwaiy$
" the ripht to be an-artist.™*A World
History of Photography-at 72;'" e
In thé United States, 'some photogra-
ers ‘quickly Selzed on the new medlum
'8 ‘means to expreﬁs artxstnc a8’ well as
Db]ftical and social sentimeénts.  See’ Mar-
ret Loke, In b Jokin' Brown Porirait,
8" Essence of d" Militant, 'N.Y. “Tiriies,
Jaly 7, 2000, at 130 (dedcribing & striking
18 *‘Bhotogragh - of abolitiorlist *John
BM by Aftiean-American photograptier
Qﬂstus Washmgtm who" toutéd his ar-
m and’ his’ intention of using'that
¥ conitribliteto the advancement of
“the oppressed and unfortunabe pedple
Mthwhom [ am identified”. - w0

'l'he ambivalence and occasional antago-
toward - photography expressed: iby
mﬂs and art, eritics spilled: into: the
% over: whether to extend copyright

. mon ‘to photograplis. It was nét-un-
‘that the Berne Convention for the
ehrﬁmﬁmﬁm of Literary and Artistic Works
St drated: photographs as a' mandatory
mﬁ mttel' Prior ‘ to that !‘eﬁmofh
n ‘Was ¢ither on a reciproenl basis
Stended anly 'to “artistic;” as opposed

to “ordinary” photographs.. See Patry at
254." -Even: for' “artistic” photographs, ‘a
minimum téfm of protection of twenty-five
years from the making of the photographic
work was not réquired until the 1971 Paris
Text of the Berne Convention.: ‘See Berne
Corivention for the Protection’ of Literary
and Artistic Works, July' 24, 1971, art.
4) -(Paris “text * 1971); - Patry 253-254.
The Universal' Copyright Convention still
doés’ not require proteetion ‘for photo-
graphs. See Universal Copyright Conven-
tion, July 24, 1971, 4¢t. TV(3) (Patis text
1971).. Article' 12 .of the: Trade-Related
Aspects of - Intelfectual- Property ‘Rights
Agreement (part of:the. 1994 Uruguay
Round of the General: Agreement on Tar-
iffs and Trade), allows ‘member -countries
to’ exelude: photographs from the general
vequirement of'a term of pratection of life
of -the author plus 60 years. See Agree-
ment on Trade«Related ' Aspects of*Intel-
lectual Property Rights; Ineluding Trade
in. Counterfeit Goods, MTN/FA -1I-A1C
(1994). Only 'recently 'has international
protection for. photographs: taken a signifi-
cant step forward; Artitle 9. of the 1998
World Intellectual! Property ‘Organization
Copyright Treaty forbids signatories. from
applying the Berne Convention’s Article
74). See WIPQ: Copyright Treaty,
CRNR/DC/84 (1998). The effect is to, ex-
;end the prqte;:t.mp for phobographs to .the
life of the author plys 50 years. -

2The dual standard-applied by the’ Beme
Convention—“artistic” -photographs eould
be' protected, but' “ordisiary” photographs
could not—stemmed ‘from deubts- over
wheéthet photographs' were ‘the result of
the ‘photographet’s creativity or were ‘in-
stssd the result of the technital proeess of
phetography.- Those: doubts took on eon-
stitutional dithensiorisiifi*a’ challenge to the
Att of Marcéh 8, 1865:in* Burvow-Giles
Lithographic Co. v. Sarony, 111 U8 58;4
S.Ct. 279, 28 L.BE4. 349-(1884):' In':Bur-
row-Giles, plaintiff Napoléon Savony was &
successful celebrity phetogmipheF who' pro-
duced “ihexpénsive ' bartes-de-isite ' and
larger -edbinét ‘cards favored by actors ag
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publicity shots. See In The Wa.kmg
Dream: Photography’s First Century 339~
40 (M. Hambourg, et al eds., Metropolitan
Museum of Art 1993). In 1882, twenty-
seven-year-old Oscar Wilde came to the
United States at the invitation of theater
producer Richard D’Oyle Carte as part of
the production of Gilbert & Sullivan’s op-
eretta “Patience,” ' satirizing Wilde’s
“gesthetics” movement. Eager to be in
the limelight, Wilde sought out Sarony for
a series of publicity photographs to use en
his tour of the United States: :
Wilde bppeared in - Sarony’s studlo
~dressed in the attire he would wear at
his lectures:: a-jacket and vest of velvet,
.gilk knee breeches and . stockings, and
 glippers adorned with grosgrain bows—
the costume he wore as a member of the
Apollo Lodge; a Freemason. seciety at
Oxford.. Sarony took many photographs
-of Wilde;in 4 variety of poses. Here,
. hisi features not- yet bloated by self-in-
“;dnlgence and high diving, Wilde leans
.zforward toward the:viewer as though
‘:engaging him -in -dialogue, the appear-
~gnce-and calealated pose of the dandy
seunndary*to thedntelligence and sponta»
:neous-charm of conversation.:
In' The Waking Dream: Photography’s
Firat Century at 339-340;
' all, Sarony took more than twenty
pHotographs of Wilde and registered thém
with the Copyright Office. Defendant
Burrow-Giles, a lithographer, sold a stag-
gering 85,000 copies of one of Sarony’s
photographs, “Oscar Wilde No. 18,” with-
oyt Sarony’s permission. See Burrow-
Giles, 111 US. at b4, 4 S.Ct. at 279. Be-
cause substantial similarity was not an is-
sue, Burrow-Giles mounted a direct consti-
tutional attack on Congress’s autharity to
proteet any photograph. Burrow-Giles as-
serted that “writings” under the Constitu-
tion were limited to literary productions
and that photographs did not involve au-
thorship sinee they were the result of a
mechanical progess. See Burrow-Giles,
111 US. at 66, 4 S.Ct. at 280. Only the
latter argument is:relevant to this case.
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: BurrmGﬂes.argued that photographs
were “the mere mechanical reproduction of
the physical features or,outlines of some
object, animate or inanimate, and involve[ ]
no originality of thought or any novelty in
the intellectual operation connected with
its visible reproduction in: {the] shape of a
picture.” Burrow-Giles, 111 U.S. at 569, 4
S.Ct. at 281. Once the image was cap-
tured on the photographic plate, the re-
sulting photograph followed mechanically
and inevitably. The Supreme Court, did
not reject Burrow-Giles’ attack entirely,
observing that a lack of originality may be
“true in regard to the ordinary production
of a photograph . [In such @ case a
copyright is no prot.ection ” Burmw—
Giles, 111 U.S. at §9, 4 S.Ct. at 282, How-
ever, the Court found that Sarony’s “Ogear
Wilde No. 18" was no_ “ordinary” photo-
graph and. that Saron;y was an author
based on the trial courts ﬁndings that thg

photograph v wasa .
- NEW, harmonious . and graceful pwr ;
ture, ... that plamtxﬁf made entarely .

_ from_ hJS own  mental concepnon, :
. which he gave, mibl form by posing the
~ said Oscar Wilde in front of the camers, |
selecting and arranging the costume,
draperies, and other various accessoriés
in said photograph, arranging the subr
. Ject 80 as to present graceful outlin
anranging and, disposing. the light 8
shade, suggesting and. evoking the ng
. sired expression, and from such djsposic
, tion, arrangement, o :representation;
made entirely by plaintiff, he produced,
the picture in suit.
Burmw—G'Lles, 111 U.S at 60, 4 SCt*Bﬁ
282, /
Two g;aneral princlples emerge fmmc
Burrow-Giles. . First, an-author is somet
one who creates the work himself, i
does: not copy it from someone else. - Sofi
ond, an author must imhue the work with
visible form that results from -creativé
choices. In the case of Oscar Wilde N
18, these creative choices included the pé
ticular pose (the unique features of Wi
are recounted above in the quotation: {10
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the .Hambourg book), selecting and ar-
rangmg the costume, draperies, and other

“accessories,” as well as the lighting and
shading. “The combination of these ‘choices
Was a “riew, harmonious, and graceful pie-
tire,” subject to proteetion. Burmw—
Giles, 111 U.S. at 60, 4 S.Ct. ‘at 282.

. Nineteen years later, the 'Supreme
Court reriouncéd the distinction between
the artistic’ and the ordinary in’Rleistein v.
Ddim&lson ‘Lithographing Co., 188 U.S.
239, 23 8.C't. 208, 47 L.Ed. 460 (1903), In
déscﬂbiﬁg the  circumstances when the
reuisite creativity may bé satisﬁéd Jus—
tice Holmes wrote:
The [w0rk] is always the persona.l read
 ton of gn individual upon natqre ' Per-
.. Songlity always containg  gomething
Ynique. It expresses it singularity
qven in handwntmg, and a very ‘modest
}%“ade of art has in it somethmg irreduci-
which 'is one’ mans alone.” ‘That
Something 'hé' fnay’ ¢o yng‘ht uriless
there is a rest:ﬁctioﬁ in e wbrds of the

“$: L

Bkismm 188 'U'S at 2sou23 sm at 800.
"Délptte the broad sweep of ‘this para-
gﬁp}? Justxce Holmes was ot sﬁggesting
é mere signature, ever one a distine:

B 85 John ‘Hancock’s, i by itself cdpy-
rightable, nor that all pictorial works are
Perge: protectible. Rather, he.noted that
“ay rejeet protection for works
w’ﬂﬁn “the narrowest and most obvious
hm‘tﬂ” ‘and that works are protectible
” 0 there -is a “very modest grade of

. ?éﬁ“’“”m 188 US. at 250, 251,28

“e ‘Supreme Court's most rosent atid
bw Wthiotitative pronouncernent on originaliey
Feigt augmented the Bleistein analysis.
ﬁo&*ﬁ& the Court rejected the proposi-
ﬁfeyﬂm works are protectible so long-as
el ere born from “swéat of the brow,”
i7" iing that “folriginality is a constitu-
i mqmrement.” 499, US. at 34647,
m@ 7868, : 111 .8.Ct. -at 1288,:1200-91,
&

e'Court also' cautioned ‘that it is

ult to satisfy the originality ve-
qnh!ement, an author need only indepen-

dently create the work .and imbue it with
“seme ; minimum. level of creativity,” a
“creative spark.” Feist, 499 US. at 345,
3568, 111 S.Ct. at 1290, 1294, The “spark
need not provide a shock, but it must at
least be perceptible to the touch.” . Patry
at 149, .

The: standards to be apphed in debermm-
ing whether the creative spark is present
can be elusive. -Although photography is a
species of pictorial work, see 17 US.C.
§§ 102(2)(6), 101 (definition of “pictorial,
graphic and -sculptural works”), .itis; not
defined in the Copyright Act. Thus, unlike
computer programs and audiovisual works,
which are defined in the Aect, courts are
left without congressional guidance as to
what -attributes of photographic works are

necessary to satmsfy the ongmahty require-
ment.

Judge Leamed Hand observed that “no
photograph, however :simple, can be unaf-
fected by the: personal influence of the
author, and no-two will be ‘absolutely
alike.” Jewelers’ Circular Publg Co. v.
Key--Stone .Publy Co., 274 E. 932, 984
(8:D.N.Y.1921);. aff’d, 281 F. 83 (2d Gir.
1922).. Although  often .quoted, this state-
ment should inot be read as a comment
that all photographs. are per:se copyrighta-
ble. . The, Supreme Court in Feist made

clea.r that e originality requirement. is
constitution: , and that’ no work is, pezr se
probechble,,‘. ot

There. i ho * miform best to ﬂetelmne
the copyrightability of ‘photographs. See,
ey., Burrow-Giles, 111 U.S. at 60, 4-S.Ct.
at 282 (eonsidering: pose, ‘selection and ar:
rangement of costumes; draperies and oth-
er accessories, lighting and shading); Rog;
ers w.. Koons, 960 F.2d 301, 307 (2d Cir.
1992) {emphasizing photographer’s “inven-
tive efforts” in posmg eotiple tiolding im-
probably numerous puppies between them,
and photographie printing); Gross ».:Selig-
than; 212 F.'930, 931 (2d Cir:1914) (consid-
ering pgse, background, light, and shade);
Bastern. Am.. Trio Prods; inc. v Tang
Blec. Corp., 97 ¥F.Supp.2d - 395, 419-18
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(S.D.N.Y.2000) (considering “lay-out”, an-
gles, lighting, and computer enhance-
ments); Kisch v. Ammirati & Puris, 6567
F.Supp. 380, 382 (S.D.N.Y.1987) (consider-
ing selection of lighting, shadmg, position-
ing, and timing).

The difficulty in identifying a common
set of protectible elements may be attrib-
utable to the 19th century - prejudice
against the creation of works by mechani-
cal ‘meéans. This prejudice is rooted in
unfounded suspicion that photographic
equipment restriets creativity. See Patry
at 252 (“As with other works created by
technological means, protection for photo-
graphs has been hampered by superficial
examination of the wide range of creative
options available to the photographers.”)

The technical aspects of photography
imbue the medium with almost limitless
creative potential. For instance, the selec-
tion of a camera format governs the film
size and ultimately the clarity of the nega-
tive. . Lenses affect the perspective. Film
can produce an array of visual effects.
Selection of a fast shutter speed freezes
motion while a slow speed blurs it. Filters
alter color, brightness, focus and reflec-
tion. Even the strength of the developing
solution can alter the grain of the negative.

‘The elements that combine to satisfy
Feist s minimal “spark of creativity” stan-
dard will necessarily vary depending on
the photographer’s creative choices. The
cumulative impact of these technical and
artistic . choices becomes manifest in re-
nowned portraits, such as ‘“Oscar Wilde
18.” The measure of originality becomes
more difficult to gauge as one moves from

3. Courts often cite Time, Inc. v. Bemard Geis
Assocs., 293 F.Supp. 130 (S.D.N.Y.1968), in-
volving the Zapruder film of President Kenne-
dy’s assassination, for the proposition that
even newsworthy photographs taken by sheer
happenstance are copyrightable. However,
the Zapruder case was decided before: Feist.
More importantly, the Zapruader case in-
volved the mfnngemem of an audiovisual
work by a photograph. The issue before the
court was whether the film .of Kennedy's as-
sassination was copyrightable. The copy-
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sublime expression to mmple reproduc-
tion.3

[51 Originality analysis in this case be-
gins with Lindner’s description of his crea-
tive process. Lindner carefully chose to
use single light source with a “reflector to
fill out the shadows” in order to “give a
chiaroscuro effect that would wrap around,
the [the frames] and give [them] depth.”
(Lindner Aff. 115.) He used this lighting
technique because “copy lighting” would
“wash out the shadows and impart a flat
look.” (Lindner Aff. 115.) Lindner alsp
employed artistic judgment in determining
the amount of shadowing for each individu-
al frame that would emphas1ze the detail
without obscurmg it. (Lindner 115.) Re-
ﬂectxons in the mirrors also complicated
the shoot and led to the creation of a
“unique hght, demgn on a ‘reflector that
would appear in the mirror without show-
ing any part of the room or [himself] in the
mirror.” (Lindner Aff. 116)

The digital reprints in defendants’ cata-
logue support Lindner’s assertion that he
exercised significant aesthetic judgment.
They show the’detail in the carvings, the
saturation of color and gﬂt and the ap-
pearance of attractive and well-deﬁned pie-
ture frames. -

The affidavits by defendants’ photogra-
phy experts do not.rebut plaintiff's sub-
stantial evidence concerning originality.
Those affidavits declare that “there i8 |
nothing unusual in the camera Mr. Lindv
ner used or in the film or exposure ...”
and that “the photographs reflect effort by
Mr. Lindner, but certainly .. .. no substan-
tial originality in the manner in which they:

rightability of an audiovisual work is analyze
“in accord with thé definition of audxovisuﬂi
works in the Copyright Act. See Atari Games
- Corp. v. Oman, 979 F.2d 242, 244—-45
(D.CCir.1992) (Ruth Bader Ginsburg, 1)
This analysis is not altered by the fact that the
audiovisual work is alleged to have been iﬁ‘
‘fringed by copying individual frames. .. ;
. the Zapruder case is not a proper point: Qf :
_reference in, determining the copynghwbﬂiﬁ
ofa photograph '
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were taken or in the result,” (Weiss Aff,
98; Mackiewicz Aff. 993-4;) However,
neither novelty nor “substanti ” originali-
ty are the tests for copyrightability. ~See
Feist, 499 U.S. at 345, 111 S.Ct. at 1287
(“lolriginality : does not, signify novelty”).
The works need only possesses some mini-
Mmal. degree of creativity. Seg Feist, 499
US. at 345, 111 S.Ct. at 1287. While
Lindner’s works may not be as creative as
a: portrait by Dianne Arbus, they show
artistic ,judgment and. therefore meet the
Feist standard. That the photographs
Were intended solely for commercial use
has no bearing on their protectlblhty See
Bleistez'n. 188 US. at 251-52 23 SCt. at

Defendants also seek to mlmmize plain-
8 creativity by descnlp.ng the phqto-
Braphs as “accurate and precise copies of
framed mirrors.” Thus, they assert that
the frames were “merely - photographed
Ore htay another, all'in the same straight-
forward manner faithfully to copy them to
the medium of film.” (Munn Af. 197,'9.)
The “master”.photographs of the frames
offered as an -exhibit to defendants’ ex-
pex-ts affidavit, present a compelling visual
%4sethat undermines defendants’: argu-
ents, (Oudit Harbhajan Aff. Ex. A)) The
“master” photographs have none of -the
3esthetic elements that - make plaintifPs
PMOtographs attractive. The gilded frames
Meiq ullandthedetaﬂsareobsctn‘edby
hadom or overexposed. - »

Mehe is'no legal significance to defen-

al'sument; that Lindner merely pho-
%END hied one frame after another.” ‘With-
wﬁh‘adiction, Lindner states ‘that
ﬁént,»' ame' required a differerit treat-
dbm‘ ﬂﬁnﬂner Aff ‘14,) Conttary* to
it it dssertion, there is no requisite
. urit af’txme necessary to create a copy-

‘Work; originality is the only re-
Wirtment, , og Gireuit Judgo Easterbrook
Med.

"’“Pm*lght laws protect the wotk, not
amount, of effort expended. A per-

0 produces a short new work or
8 a small improvement in a few

. the

hours gets a copyright for that contribu-

tion fully as effective as that on a novel

written -as a life’s work.. Perhaps the

smaller the effort the smaller the contri-

bution; if so, the copyright simply bes-

tows fewer rights. Others can expend

the same effort to the same end. - Copy-

right, covers, after all, only the incre-

. mental contribution and not the underly-
- ing information..

The input. is irvelevant. - A photograph

- may be copyrighted, although it is the

work of an instant and its significance

" may be accidenial. In 14 hours Mozart

could write a piano concerto, J.S. Bach a
‘-cantata, or Dickens a week’s installment

‘of Bleak House. The Laffer Curve, an
economic graph prominent in political

~debates, appeared on the back of a nap-
~kin after dinner, the work of a minute.

All of these are copyrightable.

Rockford Map Publishers, Ine. v. Directo-
ry Serv. Co., 768 F.2d 145, 148 (7th Cir.
1985) (citations omitted).

While plaintiff's photographs meet the
minimal originality requirements in Feist,
they are not entitled to broad ‘copyright
protection. Plaintiff cannot prevent others
from photographing the same frames, or
using the same lighting techniques and
blue sky reflection in the mirrors.” What
makes plaintiff's photographs original is
the totality of the precise lighting selec-
tion, angle ‘of the camera, lens and filter
selection.” 'In sum, plaintiff is granted
copyright ‘protection only for its “incre-
mental confribution.”’ ‘Rockford Map' Pub-
lishers, 768 F.2d at 148. Practically, the
plaintiffs works are: only ‘protected from
verbatim copying. - However, that is pre-
cxsely what defendants did. .

V. Work-for-Hire

" [6] - Defendants claim that even if ‘the
photographs- -are protectible, - they were
created for Interiors as works-for-hire. . If
this defense is proven, plaintiff's infringe-
ment claim fails because as authors, defen-
dants would own all capyrights in the pho-
tographs. See 17 U.S.C. §§ 101 (definition
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of “work made for hire”) * and 201(b) (“{iln
the cagse of a work made for hire, the
employer or other person for whom the
work was prepared is considered the au-
thor”).

There are two categories of work-for-
hire: (1) works created by employees; and
(2) works created by independent contrac-
tors under special order or commission.
See 17 U.S.C. § 101. Although defendants
have not specified which categories they
claim, only the first is relevant in this case.
The second category is  inapplicable be-
cause photographs are not included in the
§ 101 list of subject matters permitting a
work-for-hire agreement with independent
contractors. Even if these 'photographs
could be shoeherned into a § 101 subject
matter category, they will still not qualify
as a work-for-hire because there was no
written agreement between the parties.

Thus, the only relevant question is
whether defendants were plaintiff’s “em-
ployers” under the Copyright Act. Faced
with congressional silence concerning the
term “employer,” the Supreme Court cre-
ated a federal common law agency test to
evaluate work-for-hire claims. See Com-
munity far Creative Non-Violence v. Reid,
490 US. 730, 760-7561, 109 S.Ct. 2166,
2178, 104 L.Ed.2d 811 (1989); see also
Patry at 377 (“[While the Court referred
to the Restatement of Agency for factors
lower courts should apply in determining
whether an individual is an independent
contractor or an employee, [Reid ] adopted
a federal rule of agency patt,erned on the
common law.”).

The Reid Court identified thirteen fae-
tors to consider in determining whether a
party is an employer under agency princi-
ples:

the hiring party’s right to control the

manner and means by which the product

is accomplished . .. [;] the skill required;
the source of the instrumentalities and
tools; the location of the work; the du-

4. Although the statutory term is “work made
for hire,” it is common to shorten it to * work-
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ration of the relationship between the
parties; whether the hiring party has
"the right to assign additional projects to
the hired party; the extent of the hired
party’s discretion over when and how
long to work; the method of payment;
the hired party’s role in hiring and pay-
ing assistants; whether the work is part
of the regular business of the hiring
party; whether the hiring party is in
business; the provision of employee ben-
efits; and the tax treatnient of the hired
party. S
490 U.S. at 751-752, 109 S.Ct. at 2178-79
(footnotes omitted). None of these is dis-
positive; in fact they are not even the
universe of factors that can be considered.
Reid, 490 U.S. at 752, 109 S.Ct. at 2179.
Rather, it is the totality of the parties’
relationship that'is the focus of the inqui-
The Second Circuit has construed Reid
several times. See. Langman Fabrics, 160
F.8d at 110-113; Graham v. James, 144
F.3d 229, 234-35 (2d Cir.1998); Carter vi
Helmsley-Spear, Inc., 71 F.8d 77, 85-88
(2d Cir.1995); - Playboy Enters., Inc. v. Du-
mas, 63 F.3d 549 (2d Cir.1995); Aymes v.
Bonelli, 980 F.2d 857, 860-64 (2d Cir.
1992). The Aymes court’s analysis of
work-for-hire is the most extensives
There, the Second Circuit declined to treab
all thirteen of the Reid factors as equally.
important or even relevant in every case.
See 980 F.2d at 861, Instead of woodenly
tallying the factors, the Aymes court emr
phasized that each factor is to be welghed
according to the significance it played in
the work’s creation, Se¢ 980 F.2d at 861
Nonetheless, the Aymes court, 1dentlﬁ¢d
five of the Reid factors that are sxgmﬁ,canft
“in virtually every situation.” These ﬁY%
are:

(1) the hiring party’s right*bo control th?
manner and means of creation; (2) the
akill required; (8) the provision of €m”

for- hnre, a pracuce adopted here
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Ployee benefits; (4) the tax treatment of
the hired party; and (5) whether the
. hiring party has the right to assign addi-
tional projects to the hired party. :
Aymes, 980 F.2d at 861. Accord, e.g.
Langman Fabrics, 160 F.3d at 111; Car-
ter, 71 F.3d at 86; ¢f Graham, 144 F.3d
at 235 (“[w]e give greater weight to certain
of the Reid factors”). The Aymes court
indicated that these five factors should be
given more weight “because they will, usu-
ally be highly probative of the true nature
of the employment relationship.” 980 F.2d
at 861, o
A The Hiring Party’s Right to Conirol
the Manner and Means of Creation
The first factor identified by the Reid
Court—g general right of cantrol—ean be
indicative of both a work-for-hire emplayee
and an independent contractor. Seg, e.g.,
Patry 1998 Supp. at 59. Thus, in order to
determine whether the hired party is. an
€mployee rather than an independent con-
actor, there must be evidence. that the
hiring party. actually contributed to the
3esthetic chojces. o
Defendants do not claim that they in-
Structed  plgintiff to use -any particular
lera, film or -equipment.  Munn only
Yeviewed. Polaroid photographs ‘of the
Works:in progress to ensure plaintiff was
g°h§eving the’ ultimate result that Munn
M (See Munn Reply Aff. %12)
\N's. passive review is a far cry from
{0 assertions in Langman Fabrics. that
h;;hmz party literally stood -over. the
ban, Perty giving her instructions in “la-
Tibus detail” concerning exactly how to
Roe the work. Langman Fabrics, 160
ajm’ 8% 111-112. . Indeed, it is uncontra-
om"‘%that Munin remained closeted in his
‘%@‘ throughout the shoot. (Lindner Aff:
i tﬁe “A8 in Graham, Munn’s involvement
Creation - of the photographs “was
v elwlmh“ll, '‘and . ... his instructions ... were
general” Graham, 144 F.3d at 235;
ﬁ'g"”"wﬂ 1 Marco 4. Accent Publyy Co, .969
Yapher - 16162 (8d Cir.1992) (photog-
18 not work-for-hire employee

where hiring: party ‘“controlled only the
subject matter- and composition of the im-
ages” but not “most aspects of the work,
including the choice of light sources, fil-
ters, lenses, camera, film, perspective, ap-
erture setting, shutter speed, and process-
ing techniques”). oo
B. The Skill Required

Lindner had twenty-five years experi-
ence as a professional photographer when
defendants hired him and defendants “do
not question [plaintiff's] application of
technical skill, which was the reason he
was hired.” (Defs.’ Br. at 3; Munn Reply
Aff. 18,) The record is bereft of any evi-
dence that defendants possessed any tech-
nical photographic skills. See Marco, 969
F2d at 1861, (noting that defendant al-
thopgh. himself an art director had hired a
profesgional photographer because the
photographer is “the person who makes
the shot work,” and describing the photog-
rapher as “certainly skilled in the sense
that Reid, the sculptor in the Reid case,
was skilled”); ¢f. Morita v. Omni Publi-
cations, Intl, Ltd, 741 F.Supp. 1107
(S.D.N.Y.1990) (photographer is not; mere-
ly a “mechanical” extension of hiring par-
12 o

€. The Provision of Employee Benefits.

There s no claim in this case that, defen-
dants provided plaintiff with any employ-
ment benefits. Cf. Carter;, 71 F.3d at 86
(artists “given paid vacations and other
benefits such as '‘unemployment, " life,
health, and lisbility insurance, as well ‘as
worker’s compensstion). A

- -

Defendants -do not-claim that they with-
held any taxes or made any tax payments

on behalf of plaintiff. Cf. Carter, 71 F.8d -

at 86 (artists had income and social securi-
ty taxes deducted from their weekly sala-
ry). LI o

D. “The Tag Treatment of the Hired Par-
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E. The Hiring Party’s Right to Assign
Additional Projects to the Hired Par-

There is no claim in this case that the
defendants had the right to assign, or in
fact assigned additional projects to plain-
tiff after all the mirrors were photo-
graphed. Cf. Carter, 71 F.3d at 86 (hiring
party had and exercised the right to assign
artists to other projects without further
compensation).

F. The Other Eight Reid Factors

Although the Aymies eourt did not re-
quire that évery work-for-hire factor be
analyzed, that holding should not be con-
strued as precluding district courts from
continuing the inquiry under the remain-
ing eight Reid factors. Similarly, it need
not necessarily follow that the five factors
identified in Aymes will invariably be the
most significant. Indeed, some of the oth-
er eight Reid factors are helpful in analyz-
ing this case.

The source of the instrumentalities and
tools factor is significant because the
choice of equipment played a vital role that
affected the aesthetic appearance of the
photographs. (See Lindner Aff. 117.)
The duration of the relationship between
the parties also informs the analysis. In
contrast to a typical employee, plaintiff
was hired by defendants for the specific
photo shoot in question. Defendants did
not exercise any control over when and
how long plaintiff would work. So too,
defendants neither hired nor paid any of
Lindner’s assistants. It is noteworthy that
defendants are in the business of creating
and selling frames, while plaintiffs sole
business is creating photographic works.
Defendants have never suggested that
they regularly photographed their own
catalogues.

S. This assertion is the totality of defendants’

work-for-hire argument. The only case cited
in support of their argument is a 1988 district
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G. Work-For-Hire Conclusions

‘In sum, the Reid factors weigh heavily
in plaintiffs favor. Defendants’ argument
that plaintiff was a work-for-hire employee
because “SHL Imaging was given explicit
instructions and worked under the supervi-
sion of the defendants, at their premises,
photographing their property [and] ...
paid SHL Imaging’s expenses” is.unavail-
ing® (Defs.! Br. at 17.) Resolving all
ambiguities 'and drawing ' all permissible
factual inferences in favor of defendants, it
is clear that defendants’ instructions were
so general as to fall within the realm of
unprotectible ideas. . Thus, they cannot
substantiate a work-for-hlre authorship de-
fense. If 1nev1tab1e, routine participation
sufficed to transform the hiring party into .
a work-for-hire author, Reid would be evis-
cerated and the law would retrogress to
the “actual supervision and control” rule
established in' Aldon Accessories, Ltd. v.
Spiegel, Inc 738 F2d 548 (2d Cir.1984).

VI Jomt Authorsth

[7) Defendants also move for summary
judgment on the grounds that the photo-
graphs are joint works. : Since one joint
author may not sue another joint author
for copyright infringement, if the works .
are joint works, plaintiffs infringement
claim must fail. See, e.g, Weissmann. o
Freeman, 868 F.2d 1818, 1318 (2d Cir
1989) (“{Aln action for infringement ‘be~
tween joint owners will not lie because .ay
individual cannot infringe his own copy*
right. The only duty joint owners have
with -respect to their joint work is to a¢d
eount for profits from its use.”). Like
work-for-hire, joint authorship is an affir
mative defense. Plaintiff's certificate ‘of
registration indicating' SHL: is the autho?
is prima facie evidence of sole authorship-
See 17 US.C. § 410(c)(1978).: Defendants
bear the burden of overcoming this stati
tory presumption. See e.g., Laﬂlﬁ’m
Fabrics, 160 F.3d at 111.© R

court case which 1 was effectwely overruled b}{ k
Rezd

a1



SHL 'IMAGING, INC. v. ARTISAN HOUSE, INC.

315

Citeas 117 F.Supp.2d 301 (S.D.N.Y. 2000)

The starting point for any claim of joint
authorship is the definition of “joint wark”
inithe copyright statute.  Seq, eg.. Chil-
dress v. Taylor, 945 F.2d 500, 505 (2d
Cir,1991). 17 US.C. § 101 states: “A
Joint work’ is a work prepared by two.or
more authors with the intention that their
cqntributions be merged into inseparable
or interdependent parts of a unitary
Whole.” The leading case construing-this
definition is Childress v. Taylor, 945 F.2d
500 (2d Cir.1991). In Childress, defendant
Wertgd joint authorship of a play, despite

the fact that she had not contnhut.ed copy-

“Bhtable expression. ( The = defendant

claimed that one could be a joint author in
the absence of such a contribution so long
a8 the work as a whole was original. - The
Second Cireuit rejected that argument and
held that joint authors roust contribite
eﬂp ression. See Childress, 945 F.2d at
807. “Itie Childress court required that all
Joinii authors ' contribute expression to
Prevent ' some spunous claims by those
WhS' might otherwide ‘try to share 'the
ﬁ"ﬂts of the ‘efforts of a sole author of a
Work .. .45 F.2d at 507.
v ‘fia,ndants assert, that, they are joint
L ors by reason of their creation ‘of the
jiyaes.  Their argument continues that
@'9 ﬁ'amed nirrors “copstitute . . ‘insepa-
}’ e or mferdependeht parts ..." of the
£°2PQphs (Defs.’ Br. at 15) Hmyev-
l'-he co;}:m

yrighted works at issué are the

, not the frames. ‘If defen-
eory were credited, then any pho-
frap of any copynghted squI tu!‘al
Wwould autornatically be a 6‘i‘nt work

€en the photographef-and: eue seulp-
Btick: g i*éeuhz would be plainly ab—

ae Hiens g

Dot

top;s -

)

r ) °l}dants also st te 1n  their supplementaf
41, 2000 brief that plaintiff gave them
tim (Défs.' Supp. Br. at 8.) Defen-
xuot ‘¢ite'to ‘any sworrd statement in
Qf this allngatxon Sge: Fed.R.Civ.R,

..v. NLRB, 613 F2d 1328,

35?2 1980) ("$tatemems by counsel

s are ‘Aot evidence.”); Markowity Jéw-

)@ é V. Chapal/Zenray, Inc., 988 F,Supp.

7i& 1,18 (S.D.N.Y.1997) (same), In

SVent, transfer of the physical emhodi-

- In! their. supplemental submissions, de-
fendants assert that their selection of the
frames and their “right to control” the
photographs after they were developed ®
creates an issue of fact about the parties’
intent to be joint authors.” (Defs.” Supp.
Br. at 8, It is no surprise that defendants
selected the frames to be photographed
since that is why they hired SHL in the
first place. . Mere selection of the subject
matter. to be photographed does not create
joint, uthorship. Similarly, ownership of
the physical embodiment of a work does
not. ‘bear. on ownership. of the intellectual
property in that work. The Copyright Act
differentiates between ownership of the
physical embodiment of a work and owner-
shlp of theintellectual property in a work:

OWnershlp of a copyright or of any of
 the exclusive rights under a copyright, is
dlstmct ‘from ownershxp of any material
“object in ‘which ‘the Work is embodied.
, 'I‘ransfer of owners}up of any material
' ob;ect does not of itself convey any
rights in the copynghhed work embodied
in the obJect .

17 US.C, §202

To be & “joint work” ‘under the Copy-
right' Adt. the duthors must have "the in-
tention ' that ' ‘their contributions ' be
merged.” 17"US.C. '§ 101 (1978). The
requisite intent is “especially mipoﬁant ‘in

cirgumstanoes,. [such as. this casel, where
one person ... is undisputably the domi-
nant author of the work and the only issue
is whether that person is t.he sole .author
or she and another ... are Jomt aut.hoxs.

C’hildress, 945 F.2d at 508; ‘seealso Thom-

' tm;gt of a. work is not endence of Jomt au-
thorshlp = ,
7."! The- Court: notes 'that defendams’ advance
:uonly ithfee arguments regarding joint owners
;ship: authorship of the frames, selection of
“the frames and “right to.control” the photo-
graphs. Since deferidants have had what s
‘tgntamoynt to three separate opportunities to
,move for summary judgment, these are the
'only arguments that this Court will consider.
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son v. Larson, 147 F.3d 196,201-02(2d
Cn'1998) e

“The relevant inquiry in debermining the
parties’ intent to be joint authors is wheth-
er they entert.am[ed] in their minds the
concept of joint authorship, whether or not
they understood precisely the legal conse-
quences of their relationship.” Childress,
945 F2d at 508. Although “joint author-
ship does not require an understanding by
the co-authors of the legal consequences of
their relationship, ... some distingtnishing
characteristic of the relationship must be
uriderstood for it to be the subject of their
intent.” - Childress, 946 F.2d at 508. In
Childress, ‘the Second Circuit observed
that where there is no contractual agree-
ment concerning authorship, it is useful to
look for an understanding about author-
ship credit. See945F.2dat508 see also
Thomson, 147 F.3d at 202-204 (discussing
eom;ﬂbutor’s declsxon-malnng authority
over what changes are made i in the work
and whether pa.rt.ies believed t.hey could
enter into agreements w1t.h “outsiders”
cohcerning use of the work). =~

, Here, defendants have not oﬂ'ered any

evidence that they intended to share credit
for the photographs. Indeed, they possess
none of the indicia. of copyright ownership
such ag registering the photographs at the
time they were created, or affixing a copy-
right natice on the work. =~

Aeenrdhgly, defendants are not joint au-
thors

VII Tmnsfer af Rzght.s

Fmally, defendants assert, ﬁmt Lindner
agreed that Artisan would have the right
to use the photographs without limitation.
Defendants bear the burden of proving the
e!dstence of a license covering the activity

in question. - Seq, 6.g., Graham,-144 F.8d
at 236 (citing Bourne v. Walt D:.meyCo,
68 F.3d 621, 631 2d Cir.1995)). =~
8. This estimate was submitted as an appendix

to défendants’ suppl®mental brief. “Since it is
fiot ' attached to any sworn documient, the

‘117 FEDERAL SUPPLEMENT 2d SERIES

The Copyright Act prescribes a compre-
hensive scheme for the licensing of copy-
righted works. See, e.g.,, 17 U.S.C: §§ 101,
201(d), 204, 205 (defining “copyright own-
ér” and “transfer of copyright ownership”).
There are three possible types of licenses:
(1) written; (2) eral; (3) implied. See
Patry at 890. A written license may be
either exclusive or non-exclusive. An oral
license and an implied license can only be
non-exclusive. See 17 U:S.C. § 204(a) (“A
transfer of copyright ownership, otherwise
than by operation of law, is not valid un-
less an instrument of conveyance .. :"is in
writing and signed by the’ owner of the
rights conveyed ")

A E:cpr‘ess Litense

18] Defendants assert that the “mtrm-
sic evidence before the Court on the tem;s
and scope of the parties[] license is, conttq—
dictory” and therefore summary Judgment
should be demed (Defs. Supp. Br. at 4)
Defendants .observe that the initial esﬂ
mate Lindner provided to Munn slmply
provides prices for “8 days,” “film & pre;
cessing” and “no seam paper.” (Munn Aff
16 & Ex. B.) Thus, they maintain it
not, limit the use of the photographs
subsequent estimate limited the use of ths
prints to “(C—Pnnts) for retail point, . ﬁf
purchase.”® (Defs.’ Supp. Br. Appendi?K
3) The final invoice, which was initialed
Munn, states: “Usage: For C—Prmtsto
used by sales people.” (Lindner Aff.
1) Therefore, defendants contend that
parties’ license is unclear, S et

Defendmt,a“ argu.megt, as, without meyitd
In'espect.xveofanymnmgmtymmeesﬁs
mate or invoices, those documents dongb ;
purport to transfer ownership or non-e%x; .
clusive use of the ‘copytights in thé ph,, .
graphs. . Nong of them even allude, fo;
transfer of exclusive or non-exclusive
rights. “Rather, they simply rnemoﬁ#ﬁ”
the parties” bargain with respert i
transfér of the physxcal prints and,

Court does not rely o it. However, ég’eﬂ ;

was properly submnitted, it would rf
“this Court’s analysis.

J?
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Citeas 117 F.Supp.2d 301 (S.D.N.Y. 2000)

Price for plaintiffs services. The docu-
Mments therefore fail to comply with the
§ 204(8) requirements.
B. Implied License . .
[9] - Alternatively, . defendants argue
that they had an implied license to use the
Photographs in a catalogue.. (Defs.’ Br. at
8 Defs’ Reply Br. at 14-15; Defs’ Supp.
Br. gt 4) However,-given the externsive
reproduction of the photographs in various
Media, the implied license,would have to
be broader than limited use in a gatalogue.
Recently, the Second Circuit cattioned
that implied licenses will be found “only in
:narrow' circumstances where one party
Created a work at the [other’s] request
and handed it over, intending thst, [the
Other] copy and distribute it.’” Smith-
‘ine  Beecham Consumer Healthcare,
LP. v Watson Pharms, Inc. 211 F.34 21,
25(%6 Cir.2000). An implied license can
only exist where an author crestes a copy-
Hghted work with knovlédge and intent
t the work would be used by another
for a specific purpose. Thus, in Effects
“Assons, Ing. v, Cohen, 908 F-2d 555, 558
(th Cir.1990), the copyright owner created
2Pecial effects for a horror movie, Follow-
ing 4 Monetary disagireement and. distribu-
Hon of the movie, the copyright owner
Sed. for. infringement. Relying on. the
Parties’ course of dealing and the: copy-
D8kt owner’s registration which, stated
that, the special effects fogtage was to be
““ffi In the movie, the Ninth Circuit found
:}?“mphed license,. Thus, defendants had
m:hi‘ghtto use the special effects in the
intended by plaintiff, ie, in the
See 908 F.2d at 659 & n. 6
wio0Urts have also found iimplied liednises
m?'@)iﬂgles or songs were created’for
tea::y 4 specific radio station or a sports
ey 204 were. used in exactly the manner
lén Wed by the copyright owner over a
§ P;h;!penod In those cases, the pas-
Uk he cited cases, the Eleventh Circuit ap-
Tblg. a,',‘.?;:g;‘;‘;,, ir:xg:lied .&c&:ses ;]s anlequ;g;
H » w es! .
e, hgs been. rejoctod by the Ninth Circuit;

Movig,

sage of time afforded the copyright owner
ample opportunity,to terminate the implied
license. See Korman v. HBC Florida, 182
F.3d 1291, 1298 (11th .Cir.1999); Jacob
Moawell; Inc. v. Veeck,:110 F.3d 749, 751-
762 (11th Cir.1997),°

* However, no court has found an implied
Heense where' the- nature - of ‘the -use is
contested. - The 'absence of an implied li-
cense to reproduce the photographs  for
catalogues and computer generated images
does not render the C-prints useless; they
are useful a3 sales tools without implying a
licgnse. - . e

- Further, there is no evidence of a meet-
ing. of the minds betweenh plaintiff and
deféridants.  Defendants ‘do not maintain
that Lindner created the C-Prints with
the intention that defendants use them in
any manner they wished. Nor do defen-

‘dants suggest that plaintiff knew or in-

tended that the prints be scanned in a
computer; or ysed for “magazine comps.”
Rather, defendants merely .allege that
Lindner suspected defendants might use
the . photographs, for a catalogue, (See
Ferron Dep. at 656-56.) This is not,suffi-
cient evidence to establish an implied Li-
cense. As Judge Sweet observed, “an im-
plied license to use a copyrighted work
‘cannot arise qut of the unilateral expecta-
tions of one party” “There must be objec-
tive conduct that would permit a reason-
able person to conclude that ‘an agreement
had been reached.”” Design Options, Inc.
v. BellePoints, - Inc.,: 940 .F.Supp: 86, 92
(S.D.N.Y.1996) (quoting Allen~Myland ».
International Bus. Mach. Corp, 746
F:Bupp. 520, 649 (£.D.P4.1990)). - Bee also
N.A.D:A: Servs. Corp. v. Business Data of
Virginia, Inc., 651 F:Supp.i44, 49 (E.D.Va.
1986) (‘The creation. of ay implied.license,
as in the creation of any implied contract,
requires a meeting of the minds®).: Here,
the record shows only that plaintiff created
the photographs, sold them to defendants

see Effects Assocs., 908 F.2d at 559 n. 7,
which regards them as a variety of a legal,
implied-nifact contract. . = T

i
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for a price, and nevéer conveyed any rights
to reproduce the photographs directly or
by implication. Accordmgly, a lieense will
not be implied. See, a.g., Design Options,
940 F.Supp. at:- 92 (no implied license
where plaintiff sold sweater to defendant
for resale and there was no evidence that
there was anything more to the transac-
tion than the purchase of goods for an
agreed-upon price).

In summary, the uhdisputed evidence
shows that the photographs are entitled to
copyright protéction;’ that plaintiff is the
sole owner of the copyrights in those pho-
tographs; and defendants copied the pho-
tographs. verbatim without. the authority of
the copyright awner. Accordingly, defen-
dants are liable for infringing plaint:ﬁ’s
eopyrights

. CONGLUSION.
* Defendants’ motion for summary’judg-
ment'is dehied in its entirety. Partial sum-
mary jidgment is hereby granted to plain-
tiff on'the issue of copyright liability. A
pretrial conference will be held on Oetober
18, 2000 at 5:00 p.m. -

SO ORDERED:

- Rochelle SAKS, Plaintiff,

o A o o
FRANKLIN COVEY CO. and Franklin
Covey Co. Client Sales, Inc.,

i - Defendants,
No 99CIV.9588 (CM)(LMS).

United States District Court,
: S.D. New York..

~ Oct. 2, 2000.



