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of agency decisions and ensure that agen-
cies and affected parties can proceed free
from the uncertainty that an action may be
undone at any time. The petition for re-
view is dismissed.

So ordered.
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Appeals from the United States District
Court for the District of Columbia

(No. 1:13-¢v-01215)
(No. 1:14-cv-00857)

Corynne McSherry argued the cause for
appellant. With her on the briefs were
Andrew P. Bridges, Matthew B. Becker,
Mitchell L. Stoltz, and David Halperin.

Adina H. Rosenbaum and Allison M.
Zieve were on the brief for amici curiae
Public Citizen, Inc., et al in support of
appellant,

Charles Duan was on the brief for amici
curiae Sixty-Six Library Associations, et
al. in support of appellant.

Catherine R. Gellis was on the brief for

amici curiae Members of Congress in sup-
port of appellant. :

Samuel R. Bagenstos was on the brief
for amici curiae Intellectual Property Pro-
fessors in support of appellant.

Phillip R. Malone and Jeffrey T. Pearl-
man were on the brief for amicus curiae
Sina Bahram in support of appellant.

Donald B. Verrilli, Jr., argued the cause
for appellees. With him on the brief for
appellees American Society for Testing
and Materials, et al. were Allyson N. Ho,
Anne Voigts, Joseph R. Wetzel, J. Blake

Cunningham, Kelly M. Klaus, Rose L. Ehl-
er, and J. Kevin Fee,

John I. Stewart Jr. and Clifton S. Elgar-
ten were on the brief for appellees Ameri-
can  Edueationa] Research Association,
Ine., et al. Jeffrey S. Bucholtz and Michael
F. Clayton entered appearances,

V. Robert Denham, Jr,, was on the brief
for amicus curige American Insurance As-
sociation in support of appellees.
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Bonnie Y. Hochman Rothell was on the
brief- for amici curise American National
Standards Institute, Inc., and Ten Stan
dards Organizations in support of appel-
lees.

Anthony J. Dreyer was on the brief for
amicus curise International Trademark
Association in support of appellees.

Jack R. Bierig was on the brief for ami‘i'l
curiae American Medical Association, et al
in support of appellees.

Before: TATEL, WILKINS, and
KATSAS, Cireuit Judges.

Concurring opinion filed by Circuit
Judge KATSAS.

Opinion for the Court filed by Circuit
Judge TATEL.

TATEL, Circuit Judge: Across a diverse
array of commercial and industrial endeav-
ors, from paving roads to building _the
Internet of Things, private organizations
have developed written standards to ¢
solve technical problems, ensure compat}‘
bility across products, and promote public
safety. These technical works, which 81;:
thoring organizations copyright upon pu ]
lication, are typically distributed as volunl
tary guidelines for self-regulation. Federah
state, and local governments, howevel
have incorporated by reference thousaf}ds
of these standards into law. The quest.wn
in this case is whether private organiz®”
tions whose standards have been incof’PO;
rated by reference can invoke copyﬂgh
and trademark law to prevent the unauth®”
rized copying and distribution of the’
works. Answering yes, the district .CO‘; i
granted partial summary judgment 1 at
vor of the private organizations Fha
brought this suit and issued injuncm?ns'
prohibiting all unauthorized reproductl‘;n
of their works. In doing so, the eourt h
that, notwithstanding serious constitutlon‘:_
concerns, copyright persists in incorpord
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sda;tir;iirds and that the Copyright Act’s
sale copyindef:ense doe§ not permit whole-
also Conclug zin such situations. The court
Organizati e’ that the use of the private
Lanhay, an trade'marks ran afoul of the
cial “nomir?ttfmd dl.d not satisfy the judi-
Cause the dia t;\"e fair use” exception. Be-
fon of bothsf {ct court erred in its applica-
d remang E;Ir u.se doctrines, we reverse
ar thornier’ eaV}ng for another day the

question of whether standards

retain thej ;
porate;h:m copyright after they are incor-
Y reference into law.

L

Whgtel‘ated a tank barge and won-
or your carp;)‘:er ,Sou.rce. you would need
ton sygtepy fo ank’s 11q.u1d overfill protec-
1y not, Byt if comply with the law? Proba-
Wmbing you did, you might consider
Qulatings rough the Code of Federal
that. one o ’t' Wh(f.re you would discover
Brge facilP lon is to hook up to an.off-
hag «, 120“3)’, provided that your system
“volt, 20-ampere explosion-proof

5 anrgeets5(ji 1 415\IFPA 70, Articles
30 501145 46 CFR.
Would 0&?2(1)(111)(3)- Dig deeper and you
ObSeure ) that NFPA 70 is not some
ance dOcu:; or regulation or agency guid-
Name fo,. thee‘r‘l t b_Ut is instead another
U g National Electrical Code,” a
by the Np ’r' technical standard prepared
o (gh ational Fire Protection Associa-
est practiep(’nymous “NFPA”), detailing
Dlaint C;S for “electrical installations.”
Testing 66, American Society for
eOng | Materials v.  Public.Re-

, 01’3 ne. (ASTM), No. 1:13-cv-
213) (s WL 4007515 (D.D.C. Aug. 6,
Dhengs, (k. COmPL"), Dit. No. 1, Joint
"ave beey i(J'A-) 86. Parts of NFPA 70
N i0nsnc°1'porated into the statutes or

g, o w of at least forty-seven states
governme © have just seen, the federal

nt, ;
1eus By 5 American Insurance Assn

Ever o
dered

NFPA 70 is one of thousands of stan-
dards developed by so-called Standards
Developing Organizations (SDOs), six of
whom are plaintiffs-appellees: here. The
typical SDO operates through volunteer
.committees that focus on narrow technical
1§sues. Comprised of industry representa-
tives, academics, technical experts, and
government employees, these committees
meet regularly to debate best practices in
their areas of expertise and to issue new
technical standards or update existing
ones. Once a committee decides on a stan-
dard, the SDO publishes the standard and
secures a copyright registration.

Technical standards are as diverse as
they are many, addressing everything
from product specifications and installation
methods to testing protocols and safety
guidelines. Take, for instance, the more
than 12,000 standards developed by the
American Society for Testing and Materi-
als (ASTM), a plaintiff-appellee here. Its
standards establish best practices and
specifications in a wide variety of fields,
including consumer products, textiles,
medical services, electronics, construction,
aviation, and petroleum products. ASTM
Compl. 1 48, J.A. 81 Three other plain-
tiffs-appellees, the American Educational
Research Association, Inc, the American
Psychological Association, Inc., and the
National Council on Measurement in Edu-
cation, Inc. (collectively, “AERA”), have
collaborated to jointly produce a single
volume, “Standards for Educational and
Psychological Testing,” a collection of stan-
dards that aims “to promote the sound and
ethical use of tests and to provide a basis
for evaluating the quality of testing prac-
tices.” AERA, Standards for Educational
and Psychological Testing 1 (1999), J.A.

2245.

Industry compliance with technical
standards developed by private organiza-
tions is entirely voluntary. In some
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cases, however, federal, state, or local
governments have incorporated technical
standards into law. In fact, federal law
encourages precisely this practice. See
National Technology Transfer and Ad-
vancement Act of 1995, Pub. L. No. 14-
113, § 12, 110 Stat. 775, 782 (1996) (codi-
fied as amended at 15 U.S.C.
§ 272(b)(3)) (authorizing the National In-
stitute of Standards and Technology “to
coordinate the use by Federal agencies
of private sector standards, emphasizing
where possible the use of standards de-
veloped by private, consensus organiza-
tions”). As the Office of Management
and Budget has explained, incorporating
private standards “eliminate[s] the cost
to the Federal government of developing
its own standards” and “furtherfs] the
reliance upon private sector expertise to
supply the Federal government with
cost-efficient goods and services.” Office
of Mgmt. & Budget, Exec. Office of the
President, OMB Circular A-119: Federal
Participation in the Development and
Use of Voluntary Consensus Standards
and in Conformity Assessment Activities
14 (2016), 2016 WL 7664625,

When agencies or legislatures incorpo-
rate private standards into law, they often
do so by reference—that is, instead of
spelling out the requirements of a stan-
dard within legislative or regulatory text,
they reference the standard being incorpo-
rated and direct interested parties to con-
sult that standard in order to understand
their obligations. The process for incorpo-
ration by reference varies widely by juris-
diction. For example, consider the process
employed by the federal government, If an
agency wishes to incorporate a standard
into a final rule, it must submit a formal
request to the Director of the Federal
Register. 1 C.F.R. § 51.5(b). In that ye-
quest, the agency must, among other
things, “[dliscuss ... the ways: that the
[incorporated] materi Is ... are reason-
ably available to interested parties and
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how interested parties can obtain the ma-
terials,” id. § 51.5(b)(2), and “[e]nsure’ that
a copy of the incorporated material is ot’l’
file at the Office of the Federal Register,

td. § 51.5(b)5). Once the Director ap-
proves the incorporation, provided that the
“matter [is] reasonably available to the
class of persons affected,” it “is deerfled
published in the Federal Register,” b
U.S.C. § 552(a)1), and, “like any other
properly issued rule, has the force an

effect of law,” Nat'l Archives & Records
Admin., Code of Federal Regulations -
corporation by Reference, J.A. 1879. Other
jurisdictions have established similar 1?1‘0'
cedures but impose additional requiré
ments. For instance, the District of Colum-
bia limits incorporation by reference t0
circumstances where “[t]he publication of
the document would be impractical due t0
its unusual lengthiness,” D.C. Code § 2
552(c)(1), and requires that “[a] copy of the
document incorporated by reference'[b?]
available to the public at every pubhc. 11;
brary branch in the District of Columbis,
id. § 2-5652(c)(3).

Just as the incorporation process varies:
so too—and this is central to the issues
before us—do the legal consequences ©
any given incorporation. This is hardlz’
surprising, given that federal, state, an
local legislatures and agencies have 1n001:'
porated by reference thousands of technl-
cal standards. Indeed, by ASTM’s own
count, the Code of Federal Regulations
alone has incorporated by reference OV‘?;
1,200 of its standards, ASTM Compl. ¥ 5%
J.A. 83. This appeal, which concerns .ten
standards incorporated by reference lflto
law, reflects just a sliver of that diversity:

One way in which the incorporated Sw‘l"
dards vary is how readily they resemb!e
ordinary, binding law. At one end of th‘:
spectrum lie incorporated standards the
define one’s legal obligations just.as muct
as, say, a local building code—except that



AM
ERICAN SOC. FOR TESTING v. PUBLIC.RESOURCE.ORG

443

Cite as 896 F.3d 437 (D.C. Cir. 2018)

the spec
Outsié):c:gc legal requirements are found
he NFp z two covers of the codebook.
on diseys '20 tank-barge plug specifica-
egulation se a.bove, which the relevant
ompligy mentions by name in making
bl o, czﬁmandatory, is one such exam-
(orovig, o C.F.R. § 39.2009(a)(1)(iii)(B)
NFPA 75”) at the plug must “meet(] ...
of ASTY D-gAnother is the incorporation
Cation fop D’75-07’ the “Standard Specifi-
o, 1t 1gsel Fuel Oils,” into the U.S.
.io s nrxlwdes that a retailer of certain
5 fug] g, o not affix any special labels to
die ng as the fuel “meet{s] ASTM
§ 17021(1);81 specifications.” 42 U.S.C.
inding D). These laws impose legally
from, g0y Tequirements indistinguishable
ligation sexample, a cigarette-labeling ob-
hat th,e :9 15 US.C. § 1333(a), except
Batiop o ederal law imposing that obli-
ene ax?reSSIy Specifies, without refer-
alifig 5 external standard, exactly what
8 a cigarette, see id. § 1332(1).

At ¢
standa::s (;ther end of the spectrum lie
but haye hat Serve as mere references
Private No direct legal effect on any
the incoparty§ conduct. One example is
. ndair:ip?pra%n of ASTM D86-07, the
Petrjqqe, Rt Method for Disiltion of
tmospher oducts and Liquid Fuels at
gulationdc PrFSSUTE,” which a federal
Cedurgr escribes as a “[rleference pro-
Ction 4, ed by the Environmental Pro-
Cle anug:ntcy and regulated motor-vehi-
o 'ngc urers to determine whether
for “ austpomt for certain gasoline used
g ol m‘:}f:d evaporative emission test-
CRR. § 85 In a permissible range. 40
Createg only 113-04(a)(1).  The regulation
reg'ulate;ne relevant legal obligation:
Miggiong o COHLY, in testing vehicular
et Cati’o Must use gasoline that meets
"ogulgigr . CxPressly leid out within the
SXterng) st;:lsdelﬂ The incorporation of an
Eentity i d merely tells the regulat-
e i W 1t can ensure that the gaso-

7 Useg j .
I'eqlll!'emem,s:n fact satisfies the codified

Of course, between those two poles are
countless other varieties of incorporation
Some star}dards are incorporated for thé
purpose of triggering agency obligati
see, e.g., 42 US.C. § 6833(b)(g)(A) (g:::\)rxs-,
ing that “[wlhenever ...  [the American
Society of Heating, Refrigerating, and Air
Conditioning Engineers, Inc., (ASHRAE) ]
Standard 90.1-1989,” which provides ener-
gy-efficiency guidelines for commercial

buildings, “[is] revised, the Secretary [of

Engrgy] shall ... determine whether such
revision will improve energy efficiency in
commercial buildings”), or establishing
regulatory  floors, see, eg., id
§ 6833(b)(2)(B)(i) (“If the Secretary makes
an affirmative determination,” each state
shall have two years to “certify that it has
reviewed and updated the provisions of its
commercial building code regarding ener-
gy efficiency” such that its code “meet(s]
or exceed[s] [the] revised standard.”). Still
others, like the “Standards for Educational
and Psychological Testing” mentioned
above, establish criteria that determine
one’s eligibility to apply for federal edu-
cational grants. See 34 CFR.
§§ 668.141(a), 668.146(b)(6) (providing that
a student may be eligible for Higher Edu-
cation Act fund grants if he or she passes
a test that, among other things, “Im]eet[s]
all standards for test construction provided
in the 1999 edition of the Standards for
Educational and Psychological Testing”).

Put simply, the incorporated standards
at issue here vary considerably in form,
substance, and effect. Indeed, even this
limited effort to categorize them is surely
underinclusive given the dearth of record
evidence about all the places where even
the ten standards identified in this appeal
may have been incorporated by reference
into law at the federal, state, and local
levels. These ten standards, in turn, repre-
sent but a fraction of the heterogeneity of
the hundreds of other incorporated stan-
dards not at issue in this appeal.
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Defendant-Appellant Public.Re-
source.Org, Inc. (PRO), is a non-profit or-
ganization whose self-proclaimed mission
is “to make the law and other government
materials more widely available.” Malamud
Decl. 9 4, ASTM, No. 1:13-cv-01215
(D.D.C. Dec. 21, 2015), Dkt. No. 121-5, J.A.
1070. In furtherance of that goal, PRO
distributed on the internet technical stan-
dards that had been incorporated by refer-
ence into law. To do this, PRO purchased
copies of incorporated standards, which
the SDOs make available for between $25
and $200 per standard, scanned them into
digital files, appended cover sheets ex-
plaining PRO’s mission and the source of
the standards, and then posted the docu-
ments to a public website. In some cases,
PRO would modify a file so that the text of
the standard could more easily be en-
larged, searched, and read with text-to-
speech software.

Between 2012 and 2014, PRO uploaded
hundreds of technical standards, which,
collectively, were downloaded tens of thou-
sands of times. In mid-2013, several SDOs,
including ASTM, discovered that their
standards were freely available on PRO’s
website. After PRO refused to take their
standards off the internet, ASTM, along
with NFPA and ASHRAE (collectively,
“ASTM"), sued PRO, asserting claims of
copyright and trademark infringement,
contributory copyright infringement, un-
fair competition, and false designation of
origin as to nearly 300 technical standards.
Around the same time, AERA discovered
that the 1999 edition of the Standards for
Educational and Psychological Testing was
also available on PRO’s website, and so it
too filed suit against PRO for copyright
infringement and contributory copyright
infringement, See Complaint 1 1, Ameri-
can Educational Research Ass'n, Inc. v
Public.Resaurce.Org, Inc, No. 1:14-cv-
00857 (D.D.C. May 23, 2014) (“AERA
Compl.”), Dkt. No. 1, J.A. 2158.
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Both sets of plaintiffs moved for sum-
mary judgment in their respective cases:
AERA on both its claims as to the 1999
educational standard and ASTM on all .Of
its claims but contributory copyright in-
fringement as to nine standards (ASTM
D86-07, ASTM D975-07, ASTM D396-9,
ASTM DI1217-93(98), the 2011 and 2914
versions of NFPA’s National Electrical
Code, and the 2004, 2007, and 2010 ver-
sions of ASHRAE's Standard 90.0). A
though there are no obvious connections
among these standards—chosen from the
hundreds of standards ASTM identiﬁfed n
its complaint—ASTM explained that it s€-
lected “this subset of particularly impor
tant standards ... to streamline the 1%
sues.” Pls.” Mem. of Law in Supp. of Mot.
for Summ. J. 2, ASTM, No. 1:13-cv-01215
(D.D.C. Nov. 19, 2015), Dkt. No. 118-1.
PRO responded with cross-motions for
summary judgment, as well as motions
strike two expert reports submitted by the
SDOs.

The district court, after denying the m0-
tions to strike, issued a joint opinion '€
solving both cases. Granting Surflmm;
judgment to the SDOs on their claims 'Ot
direct copyright infringement, the distric
court found that they held valid and €™
forceable copyrights in the incorporate
standards that PRO had copied and di
tributed and that PRO had failed to cl’taflte
a triable issue of fact that its reproductl";l
qualified as “fair use,” 17 U.S.C. § 10 ’
under the Copyright Act. America®t 'SOC’—
ety for Testing & Materials v. Publw-Rle'5
source.ory, Inc. (ASTM), No. 1:13-cv-012C
(TSC), 2017 WL 473822, at *18 (D'D'(i
Feb. 2, 2017). The court also conclud®®
that ASTM was entitled to summary Ju_dgs
ment on its trademark infringement daivlm’s
because PRO had used copies of AST o
marks in commerce in a manner “likely
cause confusion,” 15 U.S.C. § 1114(1), 3"
because PRO’s reproduction of the 'mar .
did not qualify as a nominative fair use.
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Bas :

issueeg on these liability findings, the court
PR frpermanent injunctions prohibiting
Btandar:)jm'au u‘nauthorized use of the ten
et ost'ldentlﬁed in the summary judg-
tl‘ademarkl:_@ and of ASTM'’s registered

Or

[,
injunft]ionI;RO appeals the district court’s
Sy > and the underlying partial
order gTaJltlflgment 'orders. Although “[a]n
S usug] nting Ppartial summary judgment
POCuboy considered a nonappealable in-
gl‘anbedl;y .Or.der,”' because this “order
. entiren Injunction,” we may consider
§ 1292(8)(1339681 “pursuant to 28 U.S.C.
34 135 ).” Gomez v. Turner, 672 F.2d
n5 (D.C. Cir. 1982). “We review

the digtw
men(:ls;’:c;court’s grant of summary judg-
Gards 5 chvgf applying the same stan-

erences fr Istriet cou‘rt and drawing all
the non-moy om ”the evidence in favor of
Innep Poo, ant.” Estate of Coll-Monge v.
1348 D eC 'Movement, 524 F.3d 1341,
Mg Omi'tte(g. ;008) (internal quotation
Isueg { . We consider the copyright

np,
In Payt IIIMt I and the trademark issues

81 arg IL
C"nStitutiolde L, Section 8, Clause 8, of the
Mote, ¢, ; eémpowers Congress “To pro-
by POg'l'.ess of Science and useful
Authop a:scunng for limited Times to
0 theiy pg. In\jentors the exclusive Right
ies 1 CPeCtlve Writings and Discover-
on-gr::nst. art. I, § 8, cl. 8. The very
Dyrighs ASS took up that charge in the
thors et of 1790, which granted au-
lbeyy, ogertﬁln_works “the sole right and
d yeng: Printing, reprinting, publishing
foy en ng’ ﬂ’lose works “for the term of
1 Stgt. lzi.ears.’ Act of May 31, 1790, § 1,

N the .
the pmciensumg two centuries, although
thap, 8¢ contours of the Act have

Qonstant,- Ongress’s purpose has remained

The enactment of copyright legislation
by Congress under the terms of the
Constitution is not based upon any natu-
ral right that the author has in his writ-
ings ... but upon the ground that the
welfare of the public will be served and
progress of science and useful arts will
be promoted by securing to authors for
limited periods the exclusive rights to
their writings.
H.R. Rep. No. 60-2222, at 7 (1909); see also
Sony Corp. of America v. Universal City
Studios, Inc., 464 U.S. 417, 429, 104 S.Ct.
774, 78 L.Ed.2d 574 (1984) (This “limited
grant” is “intended to motivate the crea-
tive activity of authors and inventors by
the provision of a special reward, and to
allow the public access to the products of
their genius after the limited period of
exclusive control has expired.”). The chal-
lenge with each iteration of the Act, both
for its drafters and its interpreters, has
been to strike the “difficult balance be-
tween the interests of authors and inven-
tors in the control and exploitation of their
writings and discoveries on the one hand,
and society’s competing interest in the free
flow of ideas, information, and commerce
on the other hand.” Sony Corp., 464 U.S.
at 429, 104 S.Ct. 774

Under the current Act, “[clopyright pro-
tection subsists ... in original works of
authorship fixed in any tangible medium
of expression.” 17 U.S.C. § 102(a). This
copyright, which “vests initially in the au-
thor or authors of the work,” id. § 201(a),
and generally endures for at least “70
years after the author's death” td.
§ 302(a), endows authors with “exclusive
rights” to use or authorize the use of their
work in six statutorily specified ways, in-
cluding “peproducling) the copyrighted
work” and “distribut[ing] copies ... of the
copyrighted work to the public,” id. § 106.
“Anyone who violates any of the exclusive
rights of the copyright owner ... is an
infringer of the copyright,” id. § 501(a),
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and may be subject to a number of equita-
ble and legal remedies, id. §§ 502-505. Re-
flecting copyright's balance -between pri-
vate ownership and public welfare, the Act
has .long recognized that certain “fair
use[s]” of a copyrighted work do not con-
stitute infringement.- Id. § 107. Not all
uses of a copyrighted work are “within the
exclusive domain of the copyright .owner,”
the Supreme Court has explained, “some
are in the public domain.” Sony Corp., 464
U.S. at 433, 104 S.Ct. 774.

By its plain terms, the Copyright Act
says nothing about what, if anything, hap-
pens when a copyrighted work is incorpo-
rated by reference into federal, state, or
local statutes or regulations., The SDOs
take this statutory silence, along with the
fact that Congress enacted the current
version of the Act just years after it au-
thorized federal agencies to incorporate
works by reference into federal regula-
tions, see Act of June 5, 1967, Pub. L. No.
90-23, 81 Stat. 54, 54 (codified at 5 U.S.C,
§ 552(a)(1)) (providing that material “ig
deemed published in the Federa] Register
when incorporated by reference”), ag proof
positive that Congress intended to estab-
lish a comprehensive copyright regime
that contemplates no effect on copyright
when works are incorporated by reference
into law. Accordingly, the SDOs contend
that they have a straightforward claim of
copyright infringement; they registered
copyrights to ten ordinary works—the
standards at issue in this appeal—ang
PRO invaded their exclusive rights when it
reproduced and distributed copies of the
works on a public website, Case closed,
- Unsurprisingly, PRO sees it differently,
As an initial matter, PRO argues that
there is a triable question ag to whether
the standards at issue here were ever val-
idly copyrighted given the Act's prohibi-
tion on copyrighting “work(s] of the Uni-
ed States Government,” 17 US.C. § 105,
and the fact that government, employees

886 FEDERAL REPORTER, 3d SERIES

may have participated in drafting- certall
standards. PRO, however, failed tq Bd'e'
quately present this claim to the district
court and has thus forfeited it. See KeeP"
seagle v Perdue, 856 F.3d 1039, 1063 (D.C:
Cir. 2017) (explaining that “legal thezol'le‘8
not asserted” in the district court ‘ord:-
narily will not be heard on appeal” (quo*
ing District of Columbia v. Air Florida,
Inc., 750 F.2d 1077, 1084 (D.C. Cir. 1984)»(;
In any event, given PRO submitted f:)
evidence that specific language in any .
the works was “prepared by an officer 0-
employee of the United States Govef_’:ll
ment as part of that person’s ofﬁclf
duties,” 17 U.S.C, § 101 (defining “Work @
the United States Government”), the 8T8V
ment is meritless,

Aside from the government-work 1ss11:(;
PRO advances two primary Chauer?ges -
the SDOs’ copyright claim. First, I# cods
trast to the SDOs’ view that St,andar .
remain copyrighted even after mcol'?:n
ration, PRO contends that incorpomnof
by reference makes these works 8 pa™ ~
the “law,” and the law can never pe ct? f}}:e
righted. Allowing private ownership of "
law, PRO insists, is inconsistent mtﬁhzens
First Amendment principle that cith -
should be able to freely discuss the s
and a due process notion that citizen® “;lso

have free access to the law. PRtoitself,

f these
rts &
argueé®

maintaing that the Copyright AC
when viewed through the lens ©
constitutional concerns, also SUPPO
tinguishing copyright. Second, PRO gtal”
that, even assuming the incorpors ying
dards remain copyrighted, PRO’® cf)?taws
qualifies as a fair use because it facil e
public discussion sbout the law—®

within the “public domain.”

sohtr

PRO and the SDOs each seek 8 %rg}:)r

line rule either prohibiting (the SD°°'

permitting (PRO) all of PRO'S usience

every standard incorporated by T 'e this
into law. The distriet court, acceptin®
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:&Cﬁgferentiated view of the incorporated

refereards’ concluded that incorperation by

oy nee had no effect on the works’ copy-

.81t and that none of PRO's copying qual-
ed as fajr yge,

th?liist‘:,-iere we to conclude, contrary to
prevai] et court, that the SDOs do not
readin asfa matter of law on either their
faip usg of th'e scope of copyright or the
¢ t:uestwn, we would have to reverse
0 r:i of summm judgment. Although
cern withses 8 serious constitutional con-
Standangs Pemllt'tlng private ownership -of
Obligation essentla.l to understanding legal
tare t, ads(i Wwe think it best at this junc-
N ress only the statutory fair use
Some, if ncl)cth may provide a full defense to
claimg i th'au, of the SDO’s infringement
day the 18 case—and leave for another
tion penﬁ?tzstlon of whether the Constitu-
incorporated copyright to persist in works
4DProgeh by reference into law. This
aDpea) witrlll(')t only allows us to resolve the
but is lln the confines of the Copyright
sbiliy 1, also more faithful to our respon-
consﬁtutioav;)'ld Passing] on questions of
ion g unai:a'lty ... unless such adjudica-
 MeLq }fllfiable.” Spector Motor Service
182, g “g o 323 U.8. 101, 105, 65 S.Ct.
eonstitutioﬁald' 101 (1944). Avoiding the
pressing he Question is all the more
% litt] t:'e given that the record reveals
incgpr.. 200Ut the nature of any given

ing r:gs ?tlon Or what a constitutional rul-
darg, me&n. for any particular stan-
that «ypq . o' ¢ 18 one thing to declare
wholly an aw” cannot be copyrighted but
Ong of °th?1‘ to determine whether any
the legane %€ Incorporated standards—from
rey ?lnd1ng Prerequisite to a label-
g et see 42 USC.
Tefo D), to the purely discretionary
Procedure, see 40 C.F.R.

b 86115,
113.
lay » g 04(3)(1)~actually constitutes “the

0

Ur
use, Rary

oW/ i i
b €r approach, focusing on fair

0 additional virtues. First, it

limits the economic consequences that
might result from the SDOs losing copy-
right—which they repeatedly emphasize
would jeopardize the continued develop-
ment of high-quality standards, see ASTM
Br. 6-8, 22, AERA Br. 6, 13—by allowing
copying only where it serves a public end
rather than permitting competitors to
merely sell duplicates at a lower cost. Sec-
ond, it avoids creating a number of sui
generis caveats to copyright law for incor-
porated standards. For instance, we need
not determine what happens when a regu-
lation or statute is revised to incorporate
newer versions of a particular standard.
Do the older, now unincorporated versions
regain the copyright they might have lost
with the initial incorporation? Likewise, we
need not resolve what happens when only
part of a standard is incorporated by refer-
ence into law. Although copyright law
speaks of “works,” see 17 US.C. § 102
(“Copyright protection subsists ... in
original works ...." (emphasis added)),
does a partial incorporation cause the en-
tire work to lose copyright or just the
relevant portions?

'To be sure, it may later turn out that
PRO and others use incorporated stan-
dards in 8 manner not encompassed by the
fair use doctrine, thereby again raising the
qﬁestion of whether the authors of such
works can maintain their copyright at all.
Ih our view, however, we ought exhaust all
remaining statutory options and only re-
turn to that question, if we must, on a
fuller record. See Communist Party of
U.S. v Subversive. Activities Control
Boand, 351 U.S. 115, 122-25, 76 S.Ct. 663,
100 L.Ed. 1003 (1956) (remanding case
raising constitutional challenges to a feder-
al statute for failure to consider certain
“new evidence” because the “non-constitu-
tional issue must be met at the outset” and
«the case must be decided on a non-consti-
tutional issue, if the record calls for it,

without reaching constitutional problems,”
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id. at 122, 76 S.Ct. 663); see also Comma-
nist Party of U.S. v. Subversive Activities
Control Board, 367 U.S. 1, 70-72, 81 S.Ct.
1357, 6 L.Ed.2d 625 (1961) (returning, af-
ter remand, to only those constitutiona)
issues “properly before” the Court, id. at
72, 81 S.Ct. 1357).

[51 We turn, then, to the fair use de-
fense, which provides that “the fair use of
a copyrighted work, including such use by
reproduction in copies ... fop purposes
such as eriticism, comment, news report-
ing, teaching (including multiple copies for
classroom use), scholarship, or research, is
not an infringement of copyright.” 17
US.C. § 107. When considering whether 3
particular use is fair, courts must consider
the following factors: :

(1) the purpose and character of the use,

including whether such use is of a com-

mercial nature or is for nonprofit edu-
cational purposes; '

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the

portion used in relation to the copyright-

ed work as a whole; and ’

(4) the effect of the use upon the poten-

tial market for or value of the copyright-

ed work.
Id. “The factors enumerated in the section
are not meant to be exclusive: Slince the
doctrine is an equitable rule of reason, no
generally applicable definition is possible,
and each cage raising the question must be
decided on its own facts.”” Harper & Row
Publishers, Ine. v, Nation Ente'rprises, 471
U.S. 539, 560, 105 S.Ct. 2218, 85 L.Ed.2d

588 (1985) (alteration in original) (quoting

H.R. Rep. No. 94-1476, at 65 (1976), qas
reprinted in 1976 US.C.CAN, 5659,
5678). The end of this quotation bears
repeating: each cage raising a fajp use
defense must be decided on its owy facts.

In the district court, PRO argueq that
its distribution of the incorporateq stan-
dards was in pursuit of the Act’s enumer-
ated fair yge Purposes—to facilitate criti-
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cism and comment—and explained Ytel}?i,
the statutory fair use factors SUPPOWBS
the conclusion that its reproduction ce
fair use, especially because the repr Odu.nto
works were incorporated by l'fz‘ferenceRlO’s
the law. The distriet court rejected PRO3
claimed purpose. Instead, it flatly 'conct'
ed that PRO's “distribution of iden lthe
copies of copyrighted works [was] foI;OS’]
direct purpose of undermining [thff 8 ing
ability to raise revenue” and that nodent"
in the Copyright Act or court prece nted
suggests that such use of cogyzlgTM’
works “can ever be a fair use. added)
2017 WL 473822, at *18 (emphasis 800
Reviewing de novo, however, we Sefi'strict
ing in the record that supports the (; dis-
court’s blanket conclusion that PIfi stan-
tributed copies of the incorporate $D0s
dards solely to “undermin[e] [the b
ability to raise revenue.” Id. Rather, er s
accounts, PRO distributed these stal bl
for the purpose of educating the P
about the specifics of governing laWi 5 10
PRO Br. 43 (explaining that “[tlhere Jble
better way to teach the law to the z} )
than to provide the public Wiﬂf the nable
ASTM Br. 34 (“PRO's purpose i 10 ei o5 0
members of the public to obtain cOI; Iy,
[the standards]”), More fundamior ¢
the district court failed to account [
variation among the standards at 155 e
afford due consideration to the pzrtwork
legal status of each incorporawf ir
That is, it failed to consider each & )
claim “on its own facts.” Harper .
471 US. at 560, 105 S.Ct. 2218 (n

quotations and citations omitted)- h of the

In this section, we review eac Jaimh
fair use factors, and, as we Shéu ex‘?as
though there is reason to believe tion of
matter of law” that PRO’s rep rOdufa'
certain standards “qualiffies] as 2 o
of the copyrighted work,” id. (inteﬂlltimﬂw'
tations and citations omitted), we U nd the
ly think the better course is to rema deVel'
case for the district court to further

pernt!
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ZS ;he 1f:actual record and weigh the factors
in t}?é);;fl to PRO’s use of each standard
sz 1} 8t instance. As we have empha-
eir’in e Standé}rds here and the modes of
uBivelcorporatlon vary too widely to con-
] recg 3811 goose apart from gander, and
intg g1 T'd 18 just too thin to tell what went
court W(“;Hsauce. On. remand, the district
regardis nﬁed to develop a fuller record
avds atg' the nature of each of the stan-
incorpoy 18sue, the way in which they are
whis }i:ted, and the manner and extent
order 1, they were copied by PRO in
W ang fres?’lve this “mixed question of
e disty at‘ft- Id. This is not to say that
darg indijidcourt must analyze each stan-
er direetip ually. In§tead, it might consid-
the coqpq § the parties, who poorly served
changeap] Y treating the standards inter-
Whethep Y, to file briefs addressing
the standards are susceptible to

at are relevant to the fair use

cl

Eroupings th
Ralysi,
(6
Sideg “;I‘ he first factor asks courts to con-
Use, inchfd'purpose and character of the
cmnmerciallng Whether such use is of a
Cationg hature or is for nonprofit edu-
Mingy) g p0%es” 17 US.C. § 107(D).
Ct suh « the statute’s stated goal to pro-
Commey ,,p}n'pOSes such as criticism [and]
hag expla,i . § 107, the Supreme Court
ing g oo that the fact that an infring-
Poseq 4, ication was commercial as op-
Againgt 4 ?Onproﬁt ... tends to weigh
o, m Umdlng of fair use,” Harper &
istrioy o, 2 562, 105 S.Ct. 2218, The
“did urt found that even though PRO
disp_lay Ofeé:m revenue directly from the
%ars ‘aom he S'ta,ndards, its activity still
Actively enmerma_l' elements given that it
Sangrge oo€ed in distributing identieal
Market » online in the same consumer
5, in oy TM, 2017 WL 473822, at *16.
a uge IVI W, takes too broad a view of
Profyy, To § commerecial rather than non-
‘ Use jp, N .Sur?, one consideration of the
®rve g uiry is whether the copy “may
4 Market substitute for the origi-

nal,” Campbell v. Acuff-Rose Music, Inc.,
510 U.S. 569, 587, 114 S.Ct. 1164, 127
L.Ed.2d 500 (1994) (discussing the fourth
fair use factor, i.e. market effect), but
“[t]he crux of the profit/nonprofit distinec-
tion is ... whether the user stands to
profit from exploitation of the copyrighted
material without paying the customary
price,” Harper & Row, 471 U.S. at 562, 105
S.Ct. 2218. Although PRO’s copies of the
technical standards may, in some cases,
serve as a substitute for the SDOs’ ver-
sions, little, if anything, in the record indi-
cates that PRO stands to profit from its
reproduction. Moreover, the district court
discounted PRO’s claimed purpose, re-
flected in the organization’s mission state-
ment and summary-judgment submissions
to the court, that it was distributing the
standards to facilitate public debate. On
appeal, the SDOs suggest in passing that
distributing the standards is part of PRO’s
fundraising appeal, but that hardly rises to
the level of making this a “commercial”
use. Thus, at least as a general matter,
PRO’s attempt to freely distribute stan-
dards incorporated by reference into law
qualified as a use that furthered the pur-
poses of the fair use defense.

[7-9] Of course, “the mere fact that a
use is educational and not for profit does
not insulate it from a finding of infringe-
ment, any more than the commerecial char-
acter of a use bars a finding of fairness.”
Campbell, 510 U.S. at 584, 114 S.Ct. 1164.
Thus, another facet of the “purpose and
character” factor that courts consider is
whether the use “adds something new,
with a further purpose,” or, put different-
ly, “whether and to what extent the new
work is ‘“transformative’” Id. at 578-79,
114 S.Ct. 1164 (quoting Pierre N. Leval,
Toward a Fair Use Standard, 103 Harv.
L. Rev. 1105, 1111 (1990)). Although
stransformative use is not absolutely nec-
essary for a finding of fair use, the goal of
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copyright, to promote science and the arts,
is generally furthered by the creation of
transformative works.” Id. at 579, 114
S.Ct. 1164 (citations and footnotes omit-
ted). On this point, the district court prop-
erly rejected some of PRO’s arguments as
to its transformative use—for instance,
that PRO was converting the works into a
format more accessible for the visually im-
paired or that it was producing a central-
ized database of all incorporated stan-
dards. See ASTM, 2017 WL 473822, at *16;
see also American Geophysical Union v,
Texaco Inc., 60 F.3d 913, 923-24 (2d Cir.
1994) (holding that photocopying articles
“into a form more easily used in a labora-
tory” does not constitute transformative
use but acknowledging “the benefit of a
more usable format”).

[10] The distriet court, however, failed
to adequately consider whether, in certain
circumstances, distributing copies of the
law for purposes of facilitating public ac-
cess could constitute transformative use,
Indeed, in various circumstances, courts
have recognized that a secondary work
“can be transformative in function or pur-
pose without altering or actually adding to
the original work.” A.V, ey rel. Vanderhye
v. iParadigms, LLC, 562 F.3d 630, 639
(4th Cir. 2009). For instance, “[i]n the con-
text of news reporting and analogous activ-
ities ... the need to convey information to
the publie accurately may in some instanc-
es make it desirable and consonant with
copyright law for a defendant to faithfully
reproduce an original work withqut altera-
tion.” Swatch Group Management Ser-
vices Ltd, v, Bloomberg L.P., 756 F.8d 73,
8 (2d Cir. 2014); see also, e.g., iPara-
digms, 562 F.3d at 639 (producing a digital
copy of a student’s thesis for the purpose
of assessing plagiarism).

PRO makes Precisely this argument:
“[p]araphrases, summaries, and descrip-
tions,” it explains, “do not capture the
precision that is necessary to understand
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the legal obligations that governments im-
pose and enforce.” PRO Br. 43. This may
well be the case. Where an incorporafﬂd
standard provides information essential to
comprehending one’s legal duties, fO}' ex-
ample, this factor would weigh heavily 1n
favor of permitting a nonprofit seeking t0
inform the public about the law to repro-
duce in full the relevant portions of that
particular standard. Of the incorpol‘ldlf'e,d
standards at issue here, federal statute .S
incorporation of ASTM D975's diesel sprCI'
fications to dictate whether a retailer
needs to provide additional fuel labels, 8¢¢
42 US.C. § 17021(b)1), likely supports
PRO’s copying. By contrast, the incorpo-
ration of ASTM DS86-07 as a referencé
procedure for determining whether gaso-
line without ethanol has an “[e]vaporated
initial boiling point” of “75-95[°F1,” see 40
C.F.R. § 86.113-04(a)(1), likely does not

Homing in on this inquiry may also illu-
minate which particular version of a stal
dard may fairly be reproduced. Recall that
a qualifying power source for tank barges
must meet “[National Electrical Code], A
ticles 4069 and 501-145” 46 C.F-B-
§ 39.2009(a)(1)(iii)(B). This incor'po_'l’atlon
might justify reproducing that portion ©
the 2011 National Electrical Code, the 0né
incorporated in the power source regulé"
tion, see id. § 89.1005(h)(1), but not the
2014 edition, also at issue in this appeé
but not so incorporated.

By contrast, where knowing the content
of an incorporated standard might hell:
inform one’s understanding of the law DU
is not essential to complying with any le
duty, the nature of PRO’s use might P
less transformative and its wholesale copY”
ing, in turn, less justified. For instanc®
ASHRAE Standard 90.1 provides impo””
tant context for assessing provisions 0
state commercial building codes regardiné
energy efficiency. See 42 U.S.C. § 6833(0)-
At the same time, unless a particular P'”



AMERICAN SOC. FOR TESTING v. PUBLIC.RESOURCE.ORG

451

Cite as 896 F.3d 437 (D.C. Cir. 2018)

Vision of Standard 90.1 has been incorpo-
iy tll:;t: state building codes, PRO’s
T & paraphrase or summary would
Seemg lesmadequatg to serve its purposes
Might gy 8 persuasive. Of course, PRO
o info gue.that Standard 90.1 provides
x‘equirink'manon for debating the virtues of
teny ﬂiostates to meet the energy effi-
at justi; set by that standard but even
Version of lscatlon would apply only to a
Buch 5 g, tandar:d 90.1 that actually sets
Whethep ;1‘, and it raises the question of

RO can fairly copy the 2004,

7) an e
issye hefef%m editions, all of which are at

11 .
Just a] e‘EVan our brief consideration of
4ppeg] revo the standards at issue in this
easy tg 44 eals that it will not always be
Bcter of e:t;’hether the purpose and char-
of fingsy Cf of PRO’s uses weigh in favor
Court hai alr use but, as the Supreme

simpliﬁer:mﬁrked,' “[t]he task is not to
Statute, lik Wwith bright-line rules, for the
Calls fop cae the doctrine it recognizes,
510 7 g atse‘by-case analysis.” Campbell,
l‘eprodu.cin 5t'}717’ 114 8.Ct. 1164. Faithfully
Standapq 1g e relevant text of a technical
Purpogeg 0: corporated by reference for
b obvioy, 11nf0rm1ng the public about the
PROYg spes,y has great value, but whether
be a8se cific use serves that value must

38e
by Use, d standard by standard and use

Th
of eeS@ond fair use factor, “the nature
$ o7y colp yrighted work” 17 US.C.
Prajgy) (;fa 80 demands an individual ap-
Tation, « hP:ach Standard and its incorpo-
8 explainls faftor,”' the Supreme Court
© Worl ed, “calls for recognition that
tendeq o 8.are closer to the core of in-
With gy, OTi8t protection than others,
difﬁcult fonsequence that fair use is more
Work are e§mblish when the former
86, 114 o oPied” Campbell, 510 U.S. at
thig Inqu; ‘Ct. 1164. Courts often reduce
Work i ;ry % the question of whether the
actual or fictional, as “[t]he law

generally recognizes a greater need to dis-
seminate factual works than works of fic-
tion or fantasy.” Harper & Row, 471 U.S.
at 563, 105 S.Ct. 2218.

[12,13] All of the works at issue here
fall at the factual end of the fact-fiction
spectrum, which counsels in favor of find-
ing fair use. But, of course, the factual or
fictional nature of a work is just one heu-
ristic for assessing whether the work “falls
within the core of ... copyright’s protec-
tive purposes.” Campbell, 510 U.S. at 586,
114 S.Ct. 1164. Focusing on that deeper
question, the district court concluded that
because technical standards “are vital to
the advancement of scientific progress in
the U.S.” they are “exactly the type of
expressive work that warrants full protec-
tion under . .. the Copyright Act.” ASTM,
2017 WL 473822, at *17. Were these ordi-
nary technical standards used for no public
purpose, the district court might well be
correct. But the standards at issue here
have all, in some capacity, been incorporat-
ed by reference into law, and, as the cases
PRO relies on for its constitutional argu-
ment make clear, the express text of the
law falls plainly outside the realm of copy-
right protection. See, e.g., Banks v. Man-
chester, 128 U.S. 244, 253, 9 S.Ct. 36, 32
L.Ed. 425 (1888) (holding that the state
court judges may not copyright their judi-
cial opinions because the “exposition and
interpretation of the law, which, binding
every citizen, is free for publication to
all"): Howell v. Miller, 91 F. 129, 137 (Bth
Cir. 1898) (Harlan, J.) (“{Alny person de-
siring to publish the statutes of a state
may use any copy of such statutes to be

found in any printed book, whether such

book be the property of the state or the
property of an individual.”). Given this, we
think that standards incorporated by ref-
erence into law are, at best, at the outef’
edge of “copyright’s protective purposes.
Campbell, 510 U.S. at 586, 114 S.Ct. 1164.
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Of course, just how close to the edge will,
again, vary standard by staqdard. Where
the consequence of the incorporation by
reference is virtually indistinguishable
from a situation in which the standard had
been expressly copied into law, this factor
weighs heavily in favor of fair use. But
where the incorporation does not lend to
such easy substitution, fair use is harder to
Jjustify.

The third fair use factor asks about “the
amount and substantiality of the portion
used in relation to the copyrighted work as
awhole.” 17 U.S.C. § 107(3). The Supreme
Court has explained that “the extent of
permissible copying varies with the pur-
pose and character of the use” and charac-
terized the relevant inquiry as whether
“‘the amount and substantiality of the por-
tion used['] ... are reasonable in relation
to the purpose of the copying.” Campbell,
510 U.S. at 586-87, 114 S.Ct. 1164 (quoting
17 US.C. § 107(3)). As this language
makes clear, this inquiry is ill-suited to
wholesale resolution. Rather, PRO’s copy-
ing must be considered standard by stan-
dard in light of its purpose of informing
the public about the specific incorporation
at issue. If PRO limits its copying to only
what is required to fairly describe the
standard’s legal import, this factor would
weigh strongly in favor of finding fair use
here, especially given that precision is ten-
tenths of the law.

To see why this is so, consider once
more the power source specification re-
ferred to in 46 C.F.R. § 39.2009(a). It re-
quires compliance with “Article 406.9 and
501-145” of the 2011 National Electrical
Code. Id. § 39.2009(a)(1)(iii)(B). This incor-
poration would likely Justify posting the
specific text of only those two provisions of
that version of the National Electrical
Code but not, as might have been the case
here, multiple versions of the entire code.
By contrast, the labeling requirement for
biodiese! refers more generally to biodiesel
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“that meets ASTM D975 diesel specifica-
tions,” see 42 U.S.C. § 17021(b)(1), Sug-
gesting, in that case, that a greater
amount of the standard’s text might be
fairly reproduced. And where the incorpo-
ration merely makes reference to an exter-
nal standard, but that standard does‘n‘ft
govern any conduct, perhaps the copiers
purpose could be achieved with 0{11}’"1
paraphrase or a summary. The distric
court engaged in no such analysis, and We
lack a sufficient record to do so in the first
instance.

[14,15] The fourth fair use factor—
“the effect of the use upon the potential
market for or value of the copyl'ig}fwd
work,” 17 US.C. § 107(4)__“requ11'e;
courts to consider not only the extent ©
market harm caused by the particular ac
tions of the alleged infringer, but alsO
‘whether unrestricted and widespread con
duct of the sort engaged in by the defer
dant ... would result in a Substantlallbj
adverse impact on the potential mal'l‘ett
for the original.” Campbell, 510 US g
590, 114 S.Ct. 1164 (alteration in origm%g
(quoting 3 Melville B. Nimmer & DfW‘t
Nimmer, Nimmer on  Copyrigh
§ 13.05[A)4], at 13-102.61 (1993) (foot-
notes omitted)). In evaluating this facto’
the court “must take account not only ©
harm to the original but also of harm ¥
the market for derivative works.” Harpe"
& Row, 471 U.S. at 568, 105 S.Ct. 2218

Letting this factor carry the day, th?
district court inferred that “[wlhen [PRO
engages in ‘mere duplication for commer”
cial purposes,’ as here, a harm to the P*
tential market for the copyrighted workéti
may be inferred,” and concluded th?
PRO’s commercial use precluded its fa“t'
use defense. ASTM, 2017 WL 473822, 2
*18 (quoting Campbell, 510 U.S. at 59%,
114 8.Ct. 1164). For the reasons sta
above, however, PRO’s use was not t:ol;
“commercial purposes,” and so the distrc
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°°2r:‘s§nference cannot be sustained on
St 18 .Of undisputed evidence in the
D S“g Judgment record. That said, the
Somee;ght t(? suggest that there may

e cop & Zerse impact on the market for
its Web};?tg ted wprks PRO reproduced on
s regn But it remains unclear from
cord just how serious that impact is.

In .
0ur view, when developing a fuller

re .
coi(;:dsﬁn this issu_e on remand, the district
tions F‘Ould consider at least three ques-
sion, m:;t’ thg SDOs, by their own admis-
avalgbjy e coples o.f their standards freely
Noomg, Seonlme in controlled reading
DOs bre : ASTM Br. 9. Because the
Canibgig umably do so without entirely
how muchng S.al.es of their standards, just
Productjg, additional harm does PRO's re-
standard;}, Cause to the market for these
Renerg]]y Second, it appears that PRO
e aVeyerepr.Oduces entire standards. As
may be | }fpla%ned, such wholesale copying
fel‘encemusuﬁed if a law incorporates by
Much 1o, only a few select provisions of a
Stanceg ifg;;{ standard. In such circum-
incol.po’rat’ed 0 We_l‘t} to reproduce only the
€ & Vibpgnt Provisions, would there still
theip entin r;larket for the standards in
Unclagy Whety, And third, it is entirely
duetio, hasat consequences PRQ’s repro-
Works, ¢ ) on the market for derivative
Udate gy PRears that the SDOs routinely
Cageg, theeSE.s.tandards and that, in many
’eb\and e-dltlon PRO posts to the inter-
nto the iam(‘iged’ ‘the one incorporated
Posting of -~ long outdated. Is PRO’s
m oL outdated standards harming the
tiong of :}f updgted, unincorporated edi-
e, 4 ® standards? If, as the SDOs
chnical‘ Ztsmmary purpose in developing
Y Private < ndards is “to have them used
€ Industry and other non-govern-

Menta)
u
Proble Sers to address technical issues or

m t1] i

Somg re:’ ASTM Br. 4, there is at least
Mang forson to think that the market de-
Woy], . th!? .most up-to-date standards
the § Tesilient. Along these lines, can

s \
continue to make money on de-

rivative goods such that they have an ade-
quate incentive to continue producing
these standards? As one amici notes, even
after a sister circuit ruled that an organi-
zation that drafted a model building code
adopted into law lost its copyright, see
Veeck v. Southern Building Code Congress
International, Inc., 293 ¥.8d 791 (5th Cir.
2002), its successor organization remains
profitable both through sales of codes and
of “program services, including consulting,
certification, and training.” 66 Libraries
Amicus Br. 22 (citing Int'l Code Council,
Annual Report 52 (2015)). In remanding
these questions, we decline PRO’s passing
request, to reverse the district court’s ad-
mission of expert testimony on economic
harm, as we see no abuse of discretion in
the district court’s careful consideration of
the relevant factors. See Kumho Tire Co.
. Carmichael, 526 U.S. 137, 152, 119 S.Ct.
1167, 143 L.Ed.2d 238 (1999) (directing
courts of appeals to apply an abuse-of-
discretion standard when reviewing admis-
sion of expert testimony).

Considering the four fair use factors
together, then, we find that the novel and
complex issues raised by this case resolve
in a manner entirely ordinary for our
court: reviewing the record afresh, as our
standard of review requires, we conclude—
unlike the district court—that, as to the
fair use defense, genuine issues of material
fact preclude summary judgment for ei-
ther party. To be sure, as we have ex-
plained, a proper accounting of the varia-
tion among these incorporated ‘standards
and of the fact that several are essential to
understanding one’s legal obligations sug-
gests that, in many cases, it may be fair
ase for PRO to reproduce part or all of a
technical standard in order to inform the
public about the law. In the end, however,
whether PRO’s use as to each standard at
issue in this appeal qualifies as a fair use
for the district court to determine.

remains
F.8d 902, 906

Rodriguez v. Penrod, 857
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(D.C. Cir. 2017) (“[Flederal courts of ap-
peals generally are courts of review, not
first view.”).

IIL

[16-19] The Lanham Act, 15 U.S.C.
88 1051 et seq., “provide[s] national protec-
tion for trademarks used in interstate and
foreign commerce,” Park 'N Fly, Inc. .
Dollar Park & Fly, Inc., 469 U.S. 189, 193,
105.8.Ct. 658, 83 L.Ed.2d 582 (1985). Un-
der the Act, the seller or producer of a
good has the exclusive right to “register” a
trademark, 15 U.S,C. § 1052, and to pre-
vent competitors from using the mark, see
i. § 1114. The basic premise of trade-
mark law, the Supreme Court has ex-
plained, is that, “by preventing others
from copying a source-identifying mark,” a
trademark “‘reduces] the customer’s
costs of shopping and making purchasing
decisions,’ for it quickly and easily assures
a potential customer that this item—the
item with this mark—is made by the same
producer as other similarly marked items
that he or she liked (or disliked) in the
past.” Qualitex Co. v. Jacobson Products
Co., 514 U.S. 159, 163-64, 115 S.Ct. 1300,
131 L.Ed.2d 248 (1995) (alteration in origi-
nal) (quoting 1 J. Thomas. McCarthy,
McCarthy on Trademarks and Unfair
Competition -§ 2.01[2] (3d ed. 1994)
(McCarthy)). “At the same time, the law
helps assure a produger that it (and not an
imitating competitor) will reap the finan-
cial, reputation-related rewards associated
with & desirable product.” Id, at 164, 115
S.Ct. 1300.. Put simply, trademarks “‘en-
courage[ ] the production of quality prod-
ucts, and simultaneously discourage[ ]
those who hope to sell inferior products by
capitalizing on a consumer's inability
quickly to evaluate the quality of ‘an item
offered for sale” Id. (quoting McCarthy
§ 2.01[2]). - '

The SDOs who brought the ASTM i,
gation have registered numerous trade-
marks, including the “ASTM word. mark,”

“the ASTM INTERNATIONAL word
mark,” and two stylized ASTM logos,
which they place on the cover pages of
their technical standards. ASTM Compl
161, J.A. 84-85. Take, for example, ASTM
D86-07, referenced in 40 CFR
§ 80.47(h)(1). The first page of that stan-
dard, part of which we reproduce belfJW:
introduces the name of the work by depict-
ing the “ASTM International” logo and
placing it next to the text “Designation D
86-07.” ASTM International, Designation
D 86-07 Standard Test Method for Distil-
lation of Petrolewm Products at Atmo-
8spheric Pressure 1 (2007), J.A. 278. '
Tabular or graphical material not dis-
playable at this time.

Each subsequent page of the work I
cludes a header that again displays the
ASTM logo and places it next to the text
“D86-07.” See id. at 2-28, J.A. 279-305
This is typical of the technical standards &t
issue in this appeal. - ‘
ASTM plaintiffs contend that PRO i
fringed on their registered marks when it
distributed its copies of the technical stan-
dards because it also reproduced' th'e
ASTM marks in connection with the dist’”
bution of those goods. ASTM camp'L
19 123-24, J.A. 102, ASTM objects to this
use of its mark not simply because PR
copied the marks when it copied the wqus
as a whole, but because PRO affixed th.e
marks to versions of the standards t%‘at i
had modified and, in the process, intro”
duced errors into. Id. T 130, J.A. 193'
Acknowledging that PRO included di¥"
claimers with its version of the Standau‘dds ’
ASTM reiterates the district court’s ﬁn' i
ing that they “‘can hardly be'called.qls'
claimers at all’” ASTM Br. 58 (quoti®8
ASTM, 2017 WL 473822, at *23), be,"a“se
they “do not mention [PRO’s) creation O_
the reproductions, [the SDOs'] lack of 88
sociation or authorization, or that they ar?
even reproductions or transcription®
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A?Z’g T2017 WL 473822, at *23. Given
o C’onfu M COnt,ends, consumers are likely
thentic se PRO’s modified version for au-
though chplef of ASTM’s works, even
qualit 0 “did not undertake the same
: 130y ;0ntrol procedures,” ASTM Compl.
oy 103, which, in turn, will harm

M's brand identity and goodwill, id.
AL 104, |

Ag
tha :Sthreshold matter, PRO contends

call an"l“hg,s trademark claims, which it
ci"CUmVe:t tempt to use trademark law to
right A gq the limitations of the Copy-
e Sur PRO Br: 52, are precluded by
Corp greme Court’s decision in Dastar
Corp, 5-39quntzeth Century .Fox Film
L-Ed.,2d e US. 23, 123 S.Ct. 2041, 156
urt. e (2008). In Dustar; the Supreme
Filny cla?ldered Twentieth Century Fox
43(a) of thm that Dastar violated section
(Prohi; e I:anham Act, 16 US.C. § 1125
When it ‘ng “false designation of origin”),
sion eriCOpled large portions of a televi-
mpaigne's about General Eisenhower’s
the pubie ‘3 Europe, which had fallen into
sion ppg Omain, in Dastar’s own televi-
Dustgy 851‘39311 about a similar subject. See
Rejoctiy US. at 31, 123 S.Ct. 2041
iy this claim, the Court declined to

0 actioi i‘:;n}}am Act “as creating a cause
Of othepyy » In effect, plagiarism—the use
tiong Withse unprotected works and inven-
8.0t 204 out attribution” Id. at 36, 123
ourt Wa:n T°‘ permit such claims, the
Mutgng o ed, “would create a species of
lics foq Pyright, law that limits the pub-
Pirg coeral' right to copy and to use ex-
ey, o BIS." 1d, at 34, 123 S.Ct. 2041
Quotations and citations omitted).

(intey
ticale:: PRO accused of reproducing iden-
; gples of ASTM's standards, and as-
copyrightth at- ASTM lacked an enforceable
tragey,, [ those standards, ASTM's
.cluded u claim might well have been pre-
is nder Dagtay. Here, however, PRO
A3 accused of faithfully copying
Work without attribution but in-

stead of “creat[ing] reproductions through
scanning and re-typing, with resultant er-
rors and differences,” ASTM, 2017 WL
473822, at *21, to which it affixes ASTM’s
marks. Consumers who download copies of
the standards from PRO’s website may not
only be misled into thinking that ASTM
produced the digital files but also may
attribute any errors to ASTM. This risks
precisely the sort of confusion as to “the
producer of the tangible product sold in
the marketplace” that the Supreme Court
in Dastar deemed a cognizable injury un-
der the Lanham Act. Dastar, 539 U.S. at
31, 123 S.Ct. 2041. It is perhaps unsurpris-
ing, then, that the post-Dastar cases where
courts have found trademark claims fore-
closed involved instances of virtually iden-
tical copies. See, e.g., Phoenix Entertain-
ment Partners, LLC v. Rumsey, 829 F.3d
817, 831 (7th Cir. 2016) (noting that the
trademark owner’s claim failed because,
among other things, they “[did] not affir-
matively allege that the defendants’ copies
are noticeably inferior to their patrons”);
see also Slep-Tone Entertainment Corp. v.
Wired for Sound Karaoke & DJ Services,
LLC, 845 F.3d 1246, 1250 (Sth Cir. 2017)
(per curiam) (finding no “gllegfation ' of}
consumer confusion over the origin of a
good properly cognizable in a claim of
trademark infringement”). )

Given that ASTM alleges that PRO is
distributing meaningfully inferior versions
of the technical standards under ASTM's
trademark and given trademark law’s con-
cern for “discourag(ing] those who hope to
gell inferior products by capitalizing on a
consumer’s inability quickly to evaluate the
quality of an item offered for sale,” Quali-
tex, 514 U.S. at 164, 115 S.Ct. 1300, Dastar
does not bar ASTM’s trademark claims.

[20] This leaves, then, the merits of
the trademark claim. To establish a trade-
mark infringement claim under the Lan-
ham Act, ASTM must show that PRO used
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in commerce, without ASTM’s consent, a
“reproduction, counterfeit, copy, or color-
able imitation of a registered mark in con-
nection with the sale, offering for sale,
distribution, or advertising of any goods or
services on or in connection with which
such use is likely to cause confusion.” 15
US.C. § 1114(1)@a). This inquiry boils
down to two questions: (1) does ASTM own
“a valid mark entitled to protection” and
(2) is PRO’s “use of it ... likely to cause
confusion.” Gruner + Jahr USA Publish-
ing v. Meredith Corp., 991 F.2d 1072, 1075
(2d Cir. 1993).

PRO never challenges the validity of
ASTM’s marks, so this case involves only
the second question. Although our court
has yet to opine on the precise factors
courts should consider when assessing
likelihood of confusion, our sister cirenits
have adopted similar multi-factor tests, all
of which “owe their origin to the 1938
Restatement of Torts” 4 J. Thomas
MecCarthy, McCarthy on Trademarks and
Unfair Competition § 24:30 (5th ed. 2018);
See id. (noting that “[t]he [vlarious [clircuit
[m]ulti-[flactor [tlests are [nlot [flunda-
mentally [dlifferent”). Factors considered
include the strength of the mark, the simi-
larity of the marks, the proximity of the
goods, the similarity of the parties’ mar-
keting channels, evidence of actual confu-
sion, the defendant’s intent in adopting the
mark, the quality of the defendant’s prod-
uct, and the sophistication of the buyers.
See id. §§ 24:31-24:43 (cataloging the fac-
tors used by each circuit and citing, inter
alia, AMF, Inc. v, Sleekcraft Boats, 599
F.2d 341, 348-49 (9th Cir, 1979); Polaroid
Corp. v. Polarad Electronics Corp., 287
F.2d 492, 495 (24 Cir. 1961)).

[21-23] Just as some uses of a copy-
righted work do not violate the Copyright
Act, certain uses of a trademark do not
run afoul of the Lanham Act. One such
use, known as the “nominative” fair use of
a mark, occurs when “the defendant uses

.896 FEDERAL REPORTER, 3d SERIES

the plaintiff's trademark to identify the
plaintiff's own goods and ‘makes it clear to
consumers that the plaintiff, not the defen-
dant, is the source of the trademarked
product or service.’” Rosetta Stone Ltd. .v.
Google, Inc., 676 F.3d 144, 154 (4th Cir
2012) (internal citations omitted) (quoting
Century 21 Real Estate Corp. v. Lending-
tree, Inc., 425 F.3d 211, 220 (3d Cir.’2005)')-
A prototypical example of nominative fafl'
use would be where “an automobile repalr
shop specializing in foreign vehicles ruﬂ;
an advertisement using the trademarke
names of various makes and mc?de}? 2’
highlight the kind of cars it repairs. 1
(citing New Kids on the Block v. News
America Publishing, Inc., 971 F.2d 302,
306-07 (9th Cir. 1992)). Permitting such
use accommodates situations . where it
would be “virtually impossible to refer to
particular produet for purposes of compar
ison, criticism, point of reference or any
other such purpose without using the
mark” New Kids, 971 F.2d at 306. I
order for a use to qualify as nominative
fair use, courts require that “f1] the prod-
uct or service in question must be one 10
readily identifiable without use of th}‘i
trademark; [2] only so much of the mar
or marks may be used as is 'reasonabbi
necessary to identify the product or sel‘t
vice; and [3] the user must-do nothing thd
would, in-conjunction with the mark, »suf'
gest sponsorship or endorsement by tt:
trademark holder.” Id. at 308 (footno
omitted).

PRO contests neither the enforceability
of ASTM’s trademarks nor 'the difltnc;
court’s analysis of the ordinary likehho‘;
of confusion factors. Rather, it argues on?’
that its use of ASTM’s trademarks qualr
fied as a nominative use that should Pe
allowed under the Lanham Act. The di¥"
trict court rejected this claim, finding 1n:
stead that because it had “already detefe
mined that consumer confusion as to t.
source of the trademarked standards ¥*
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i‘::ly,ﬁ the nominative fair use defense is
eaclflpogable and the court need not assess
s the*[] factors.” ASTM, 2017 WL
" ,.at 23. The district court’s failure
hsider the three nominative fair use

rs i
» 88 we shall explain, was error.

ogoggs ;) f appeals have disagreed about
claimg ch}f' o e‘.’aluabe nominative fair use
Teats .no e Third Circuit, for instance,
efenge ;n lr‘lat“.,e fair use as an affirmative
125 F3d0 infringement. See Century 21,
ireuite bat 222. The Second and Ninth
Use ag » DY contrast, treat nominative fair
Poseg 0; dmeans. fjor evaluating, for pur-
Ment, wh etermining trademark infringe-
COnfusion ether there is any likelihood of
otion, Sat all. See International Infor-
Consortiy, ystems Security Certification
LLc, 823mF Inc. v. Security University,
1580y 34 158, 167 (2d Cir. 2016)
even t}; ew Kids, 971 F.2d at 308. And,
aboyt Wi courts of appeals that agree
Isagrea aet? to test nominative fair use
factorg On 1?;: X how precisely to apply the
has helq th e one hand, the Ninth Circuit
ctorg gy at the three nominative fair use
likelihggq Pplant the ordinary multi-factor
F2q g 3%f confusion test. New Kids, 971
Cireyjt alth& On‘ the other, the Second
the ’[lik 1.0 ugh “recogniz[ing] that many

ad fit” : thood .Of confusion) factors are
held ot t‘;lr nominative fair use cases, has
Sidereq ; € tbf'ee factors should be con-
In addition to the ordinary likeli-

ood .
a1 68(_)f confusion factors. 71SSC, 823 F.3d

we[ it]e:d'flh: parties have not briefed, and
0Ur oy °h resolve today, which approach
un de: ould adopt. What we can say is
ore th no formulation can a court ig-
8ether, Ominative fair use factors alto-
Tomingtiye ?r?’ as here, there is a claim of
Son ang] talr uSt%',’the likelihood of confu-
&t logg sySlS remains incomplete without
Ndeeq t}‘:me d1§Cussion of these factors.
Jugt O;V © particulars of this case show
Consideration of these factors can

provide valuable insight both into whether
trademark infringement has occurred and,
if so, how broad a remedy is needed to
address the injury.

Consider the first factor, whether the
work is readily identifiable without use of
the mark. Assuming that PRO may repro-
duce some of the technical standards un-
der copyright’s fair use doctrine for the
purpose of informing the public about the
law, it is hard to see how PRO could fulfill
that goal without identifying the standard
by its name—the very name also used in
the incorporating law. '

Likewise, as to the second factor—
whether only so much of the mark is used
as is reasonably necessary to identify the
product—it may well be that PRO over-
stepped when it reproduced both ASTM’s
logo and its word marks but, as it told the
district court, it is not wedded to using the
logo. See Transcript of 9/12/16 Motions
Hearing at 116, ASTM, No. 13-cv-1215
(TSC) (D.D.C. Oct. 13, 2016), Dkt. No. 173,
J.A. 3374 (“Public.Resource would take di-
rection from this Court. Logos: yes or no?
[PRO] doesn'’t care.”). Thus, accounting for
this factor may suggest ways of crafting a
narrower remedy that better balances the
parties’ competing interests here.

Finally, as to the third factor—whether
the user has suggested sponsorship or en-
dorsement by the trademark holder—the
disclaimers PRO appends to many of its
copies of the standards may well fail to
adequately eliminate the possibility a con-
sumer would assume sponsorship or en-
dorsement by ASTM, but that hardly
means that no disclaimer could cure that
risk. Indeed, at oral argument, PRO sug-
gested that it would be “more than happy
to modify the disclaimers.” Oral Arg.
24:06-19. And although the disclaimers ini-
tially used by PRO were quite barebones,
the record contains examples of more ful-
some disclaimers it later appended to at
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least some standards. See, e.g., Declaration
of Thomas O’Brien, Jr. and Exhibits ex.
18, ASTM, No. 13-cv-1215 (TSC) (D.D.C.
Nov. 19, 2015), Dkt. No. 118-7, J.A. 345
(disclaiming, among other things, that
PRO “has transformed this specification
into [HTML],” that “[alny errors in the
transformation of thfe] specification should
be reported to [PRO],” and that PRO “is
not affiliated in any way with any of the
organizations named herein”),

As with the copyright fair use issue, it
remains for the district court to consider
in the first instance whether PRO’s use of
ASTM’s marks constitutes trademark in-
fringement in light of the nominative fair
use factors. And even if the district court
ultimately concludes that the record sup-
ports an infringement finding, it should
consider whether its previous grant of an
injunction barring all unauthorized use is
still warranted or whether it “may order
defendants to modify their use of the mark
so that all three factors are satisfied” and
a narrower remedy would suffice. Toyota
Motor Sales, US.A., Inc. v. Tabari, 610
F.3d 1171, 1176 (9th Cir. 2010),

IV.

For the foregoing reasons, We vacate the
permanent injunctions, reverse the district
court’s partial grant of summary judgment
against PRO, and remand for further pro-
ceedings consistent with this opinion,

So ordered, ‘

KATSAS, Cireuit Judge, concurring:

The plaintiffs here claim & copyright
over binding legal texts, which would en-
able them to prevent anyone from gaining
access to that law or copying it for the
public. See 17 US.C, § 106. Moreover,
saying what that law is, without plaintiffs’
permission, would expose an individual to
injunctive relief, impoundment, damages,
attorneys’ fees, and potentially even crimi-
nal liability. See id, §§ 502-506, As a mat-
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ter of common-sense, this cannot be right:
access to the law cannot be conditioned Ofl
the consent of a private party, just as it
cannot be conditioned on the ability to
read fine print posted on high walls. See
Suetonius, Gaius Caligula 1 XLI, in The
Lives of the Caesars (J.C. Rolfe trans.,
Macmillan Co. 1914) (“he ... had the law
posted up, but in a very narrow place and
in excessively small letters, to prevent the
making of a copy”). :

Not surprisingly, precedent confirms
this instinet. In Banks v. Manchester, 128
U.S. 244, 9 S.Ct. 36, 32 L.Ed. 425 (1888),
the Supreme Court held that judges can-
not copyright their opinions, in part b‘?’
cause their work “constitutes the authentic
expression and interpretation of the law
which, binding every citizen, is free for
publication to all” Id. at 253, 9 S.Ct. 36
Moreover, two courts of appeals have con-
firmed that Banks remains good law under
the modern Copyright Act of 1976. I
Building Officials & Code Administrators
v. Code Technology, Inc., 628 F.2d 730 (18t
Cir. 1980), the First Circuit vacated a pre-
liminary injunction that would have e
forced the copyright of a model building
code as enacted into Massachusetts l&W:
While not definitively deciding the ques”
tion, the court reasoned that enforcemen;
of the copyright could not be “squaré
with the right of the public to know the
law to which it is subject.” Id. at. 7?5'
Similarly, in Veeck v Southern Buildid
Code Congress International, 293 F .3fi 791
(5th Cir. 2002) (en bane), the Fifth CircW!
held that “as law,” model rules adopted tfy
a legislative body “enter the public dorm‘(lin
and are not subject to the copyright hol 3'
er's exclusive prerogatives” Id. at 7%

Today, the Banks rule might rest on az
least four possible grounds: the Flrsf
Amendment; the Due Process Clause ° ¢
the Fifth Amendment; Section 102(b) °t
the Copyright Act, which denies copyrigh
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S:::eztl::; to “any idea, procedure, pro- event that disseminating “the law” might
DI'in,cip);e m, method of operation, concept, be held not to be fair use, I join the
§ 10200y or discovery,” 17 'US.C.  Court's opinion.
st fort,h or Sect.lon 107 of the Act, which
o the fair-use doctrine, id. § 107.
COrrectll‘lrt today reasonably avoids what it
tong] c(})’ Pega:ds as “a serious constitu-
endmncem under the First and Fifth
rsely I‘ents. Antfa, a‘t’ 446-47. And it ex-
eserves, in substance though not

1%,2(23'"8’- the question whether Section
dard) extends protection to private stan- NATURAL RESOURCES DEFENSE
i > 8 enacted into law. Ante, at 446-47. COUNCIL and Sierra Club,
b o : ",
PeCit:s SOurts fair-use analysis faithfully Petitioners
he governing four-factor balancing v.

8t, ; . h
Pute Yet, in conducting the balancing, it

8 heavy thumb on the seals 1 favar of  ENVIRONMENTAL PROTECTION

an \

i l,lrr;]rl‘::trallrlled abili'ty to say what the law AGENCY;:;) (‘::iir::: Wheeler,
Sets foréhwbier?diin ‘lncoxiporl':;ted s’canda.x‘:ii

W g legal obligations, an . .
le::rlht:s gf’feﬂd:_ant does 1o more and no American ;::tel:}::;: Institute,
three op 1sseminate an exact copy of it,

. arae four relevant factors—purpose No. 16-1413
°°Dyrightefiter of the use, nature of the ' Court of Appeal
Mantiait work, and amount and sub- Urut:ed Stgws ou bf’ C'ppe?‘ 8,
Weigh “hia\?iﬁy’?he copying—are said to District of Columbia Circuit.
faip " or “strongly” in favor of
cIOSelll;e- Ante, at 450, 452 . This analysis Argued March 22, 2018
explicitlparallels Banks, which the Court Decided July 20, 2018

o Ani’eanOkes in its discussion of factor
. inné at 451. The Court acknowledges
it appPOpriss of the record in this case, and
i Qest] ately flags potentially complicat-
dargs s ons a.bout how particular stan-
Whether Sy be incorporated into law, and
’ aCtuauuch Star}dards, as so incorporat-
446 4 By constitute “the law.” Ante, at
is inc()'rp(?t’ Wwhere a particular standard
Bation, 5, ;‘ ated as a binding legal obli-
Nothip where the defendant has done
More than disseminate it, the

Natioy teaves little doubt that the dissemi-
amounts to fair use.

Wity ing.
ing ¢ that understanding, and recogniz-

tong) i: the Section 102(b) and constitu-
Sues remain open in the unlikely
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