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counter-defendant,  Urapg,

Joseph D. Lewis of Cleary & Komey
Washington, DC, for defendant and r:ounte;:
claimant, Kristen Maaherra,

MEMORANDUM AND ORDER ON
PLAINTIFF'S MOTION TO
DISMISS

URBOM, Senior Distriet Judge.

This cause is belore the court on the plaip.
tiff's motion to dismiss for lack of standing
pursuant to Rule 12(b)}1) of the Federal
Rules of Civil Procedure. The plaintiff, Ur-
antia Foundation, contends that the defen-
dant lacks standing to assert any claims
based upon the foundation’s alleged viola-
tions of its governing declaration of trust

1. FACTUAL BACKGROUND

The Urantia Foundation was established
pursuant to a charitable trust and exists
under the laws of the State of Illinois. The
plaintiff brought this action in part to enjoin
the defendant, Kristen Maaherrs, from in-
fringing upon its copyright to The Urantic
Book and infringing upen its registered
trademarks to the name “Urantia” and the
three blue concentrie cireles assoviated with
the foundation. The defendant seeks to jus-
tify her actions by claiming that she, and not
the Urantia Foundation, is acting in a way
required by the foundation's declaration of
trust. Furthermore, the defendant initially
sought to place the foundation under the
supervision of the court and enjoin it from
administering the trust in what she helieved
was an inappropriate manner. The defen-
dant has recently deleted these two prayers
for relief from her current answer and cout
terclaim, See (Revised) Def.'s Substitute 200
Am. Answer and Counterel. at 25.

II. STANDARD OF REVIEW

[1] When confronted with a motion 10
dismiss for want of standing, the court mist
aceept each material allegation in the com-
plaint as true and construe the complait
favor of the complainant. Maetrapolitan
Washington Airports Auth v. Citizens /%
the Abatement of Aireraft Noise, Iy G01
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7S 252, 264, 111 SCL 2208, 2306, 115
LLEd2d 236 (1991) (quoting Wasth v Seldin,
(22 US. 490, 501, 95 S.Ct, 2197, 2206, 45
LLEd2d 343 (1975)); see McMichael v. Coun-
ty of Napo, 708 F2d 1268 (9th Cir.1983)
(discussing general principles of standing).
«Essentially, the standing question in such
cases is whether the constitutional or statuto-
1y provision on which the claim rests proper-
ly can be understood as granting persons in
the plaintiffs position & right to judicial re-
lef” Warth 422 U.B. at 500, 95 8.0t at
2206

I, LEGAL DISCUSSION

[2] Although the defendant has deleted
the aforementioned prayers for relief from
fler most recent counterclaim, Count 1 of
the counterclaim continues to allege viola-
tions of the plaintiff's declaration of trust.
Furthermore, the defendant appears ada-
mant in her belief that [ should endeavor to
interpret certain provisions of the trust and
determine “to [what] extent ... the man-
dates in the Declaration of Trust are consis-
tent with [her] study aid project.”” (Def's
Mem. in Opp'n to Pl's Mot. to Dismiss for
Lack of Standing at 4.) [hereinafter Def's
Br.] This T cannot do.

The Urantia Foundation is a charitable
trust and was ereated under and is subject to
the laws of the State of Illinois. (Bondi Aff.
at &)

Article V, § 15 of the Illinois Constitu-
tion of 1970 provides that “The Attorney
General shall be the legal officer of the
State, and zhall have the duties and pow-
ers that may be prescribed by law. In-
deed, the right of ... the Attorney Gener-
al to interfere in the handling of a public
charity to prevent or correct abuses cannot
be denied. . . [Bloth the Illinois Consti-
ttion and the supreme court have recog-
nized the common law authority of the
Attorney General to protect the rights of
the people of [linojs. This responsibility
neludes the duty to protect, supervise and
enforce charitable trusts.

Feople v. National Anti-Drug Coalition, 124
WApp2d 269, 79 11l Dee. 786, 791 & n. 3, 464
NE2d 690, 695 & n. 3 (1984) (citations omit-
%l see also fn re Estate of Stern, 240

1329

HlApp.3d 834, 181 10.Dee, 461, 608 N.E.2d
534 (1992) (holding Illinois Charitable Trust
Act provides Attorney General with authority
to supervise and enforee charitable trusts):
Moloney . Newberry Library, 150 11l 228,
3T N.E. 236 (18%4) (explaining Attorney Gen-
eral is proper party to bring action if doubt
exists 45 to the meaning of & trust).

The defendant claims the plaintiff “seeks
to have this Court strike all of Defendant
Maaherra’s references to the Foundation’s
Declaration of Trust” (Def’s Br. at 1.)
Moreover, she fears that if T grant the plain-
tiff's motion to dismiss, she may be barred
from “utilizling] the Declaration of Trust as
evidence relating to the other claims asserted
in the pleadings.” Jd. at 2, Neither state-
ment is totally aceurate.

In finding that the defendant lacks stand-
ing to request this court's assistance in the
interpretation, administration, or enforce-
ment of the declaration of trust, T am not
prohibiting any reference to the instrument.
The Federal Rules of Evidenee remain in
effect, and therefore relevant evidence will
generally be admissible. FED.R.EVID. 402,
Evidenee concerning the plaintiff's declara-
tion of trust will be considered relevant, if it
has “any tendency to make the existence of
any fact that is of consequence to the deter-
mination of the action more probable or less
probable than it would be without the evi-
dence.” [Id. 401

IT IS THEREFORE ORDERED that the
plaintiff's motion to dismiss, filing 188, is
granted.

URANTIA FOUNDATION, Plaintiff,
V.
Kristen MAAHERRA, Defendant.
Civ. No. 91-0325 PHX WKLU.

United States Distriet Court,
D. Arizona.

Jan. 27, 1995
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.. Dale Owens and Seott A. Wharton, of
Booth, Wade & Campbell, Atlanta, GA, for
plaintiff.

Joseph D). Lewis, of Cleary & Komen,
Washington, DC, for defendant.

MEMORANDUM AND ORDER ON
PLAINTIFF'S MOTION FOR PAR-
TIAL SUMMARY JUDGMENT

URBOM, Senior Distriet Judge.

This cause is before the court on the plain-
{iff's motion for partial summary judgment
pursuant to Rule 56(d) of the Federal Rules
of Civil Procedure. The plaintiff, Urantia
Foundation, asserts that neither the free
speech nor the religion clauses of the First
Amendment to the United States Constitu-
tion provide the defendant, Kristen Maaher-
ra, a vishle defense to the plaintiff's copy:
right and trademark infringement elaims.

1. FACTUAL BACKGROUND

The plaintiff initially brought this actin
enjoin the defendant from, among Oter
things, infringing upon its copyright to The
IIRANTIA Book and infringing upon its re&-
istered trademarks to the name “Urantid’
and the three concentric circles assoviated
with the Urantia Foundation, The defendant
seeks to avoid the plaintiffs claims in part by
relying on the First Amendment 85 & de-

J——
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fense,  In pavticular, the defendant states
that “[e]ach of the purported claims infringes
the Defendant’s rights to religious freedom
ynder the First Amendment to the Constitu-
tion of the United States and the prohibition
placed upon the Congress of the United
States in making laws respecting the estab-
lishment of religion or the free exercise
thereof”  ((Revised) Def's Substitute 2nd
Ami. Answer & Countercl. at 5, 11.) [herein-
after Def's Answer] The defendant also
claims that this court is barred from granting
any of the plaintiff's requested relief “be-
canse the granting of such relief would con-
stitute a violation of the Defendant’s right of
freedom of speech.” [d at 12

Il. STANDARD OF REVIEW

The standard applied to a motion for par-
tial summary judgment is identical to the
standard applied to adjudicate a case fully by
summary judgment. The motion shall be
granted when, viewing the facts and reason-
able inferences in the light most favorable to
the nonmoving party, “there is no genuine
issue as to any material faet and ... the
moving party is entitled to a judgment as a
matter of law." FepR.CrvP. 56le); Calnet-
s Corp o Volkswagen of Am., [ne, 532
F2d 674, 683 n. 11 (9th Cir.), cert. denied,
429 U8, M0, 97 5.Ct. 355, 50 L.Ed.2d 309
11976). A genuine issue of material fact ex-
izts when there is sufficient evidence favoring
the nonmaoving party for a jury to return a
verdiet for that party. Andersom v Liberty
Lablry, Inc., 477 U.8. 242, 249, 106 8.Ct. 2505,
Bl0-11, 91 L.Ed.2d 202 (1986) (eiting First
Not Bank of Avizena v Cities Sern. (o, 381
U8 253, 88 S.Ct 1575, 20 L.Ed2d 569
\I968)).  If the moving party meets the initial
burden of establishing the nonexistence of a
genuing issue, then the burden shifts to the
opposing party to produce evidence of the
existence of a penuine issue for trial. Celo-
tex Corp. v Catrett, 477 U.S. 317, 106 S.Ct.
#48, 91 LEd.2d 265 (1986). “If the evi-
dence ig merely colorable or is not signifi-
tntly probative, summary judgment may be
kranted ™ Anderson, 477 U.S. at 249-50, 106
S0 at 2510-11 (citations omitted).

.

. LEGAL DISCUSSION

[1,2] Particular facts upon which I have
relied heavily must be initially emphasized.
First, the plaintiff possesses certificates of
copyright and trademark registration for the
property at issue. (PL's Compl. at Ex, A-F.)
The certificates alone constitute prima facie
evidence of the validity of the registration,
ownership of the property, and the exclusive
right to its nse. Remick Music Corp. w
Interstate Hotel Co. of Neb, 58 F.Supp. 523,
531 (D.Neb.1%44), affid 157 F.2d 744 (5th
Cir1946), cert. denied, 329 U.S. 809, 67 8.Ct.
622, 91 L.Ed. 691 (1947); 17 US.C. § 410(c}
(1988); Curtis-Stephens—Embry Co. v Fro-
Tek-Toe Skate Stop Cn, 199 F.2d 407, 413
(8th Cir1952); 15 U.B.C. §§ 1057, 1115(a)
{1988), Therefore, the defendant, claiming
that the copyright and trademarks are inval-
id, has the burden of overcoming this pre-
sumption. Apple Computer, Ine. v Formule
Iatl Ine, 725 F.2d 521, 523 (9th Cir.1984);
Sylvania Elec, Prods, Imc. v Dura Elec
Lawp Co, 247 F.2d 730, 732 (3d Cir.1957).
Seecond, although the defendant argues that
enforeing the copyright and trademark laws
will violate her econstitutional rights to free
speech and religion, she does not in any way
question the laws' constitutionality, Third,
the defendant “does not dispute the proposi-
tion that religious organizations can hold val-
id trademarks; she does not dispute that
religious organizations ecan hold valid copy-
rights, or that works on the subject of reli-
gion can be the subject of a valid copyright.”
(Def’s Mem. in Opp'n to PL's Mot. for Par-
tial Summ.J, on First Amendment Defense at
1-2.) [hereinafter Def's Br.]

Upon reviewing the record before me, [
glean two basic assertions by the defendant.
One, the copyright to The URANTIA Book
and each of the trademarks at issue are
invalid; and two, if the court rules in favor of
enforeing an invalid copyright or trademark,
the court, not the plaintiff, will be violating
her constitutional rights to freedom of reli-
gion and speech. The first contention has
yet to be proven, and the second is prema-
ture and more properly an issue for any
future appeal rather than an affirmative de-
fense in the instant case.
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A The First Amendment

[3] The ultimate issue before me is
whether the plaintiff's copyright and trade-
marks are valid. The defendant argues that
the eourt should abstain from deciding the
issue hecause the dispute over this matter is
an ecclesiastical one, 1 am confident, howev-
er, that the issue can be decided through the
interpretation of statutes, not seriptures.

[Thhe First Amendment severely circum-

seribes the role that civil courts may play

in resolving church property disputes. It
is obvious, however, that not every civil

eourt decision as to property claimed by a

religions organization jeopardizes values

protected by the First Amendment. Civil.

courts do not inhibit free exercise of reli-

gion merely by opening their doors to dis-

putes involving church property. And

there are neutral principles of law, devel-

oped for use in all property disputes, which

ean be applied without ‘establishing’

churches to which property is awarded. . ..

[The Amendment therefore commands

civil courts to decide church property dis-

putes without resolving underlying contro-

versies over religious doctrine,
Preshyterian Church in the United States 1
Mary Elizabeth Blue Hull Memorial Pres-
byterian Church, 393 T8, 440, 449, 89 8.Ct.
601, 606, 21 L.Ed2d 658 (1969) (eitation
omitted); see Serbion £, Orthodox Diovese v.
Milivojevich, 426 U.S. 696, 96 S.Ct. 2372, 48
LEd2d 151 (1976). I am convinced that
neutral prineiples of law are applicable to the
instant case and may be relied upon to deter-
mine whether the plaintiffs copyright and
trademarks are valid.

1. Freedom of Religion
a. The Free Exercise Clause

The defendant’s desire is to propagate the
message of The URANTIA Book, and nei-
ther the Urantia Foundation nor this court
can constitutionally prohibit that endeavor.
The defendant, however, has chosen as one
means of accomplishing this tagk the verba-
tim copying of the entire text of The [/RAN-
TIA Book coupled with the free distribution
of that eopied text to all who are interested.
In addition, the defendant has used the plain-
tiff's registered trademarks on various mate-
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rials sent along with the distributed tey
The defendant attempts to justify her megp,
by peinting to the First Amendment's Fre,
Exercise of Religion Clause.

The Free Exereise Clause absolutely pry.
hibits any governmental attempt to repulate
religious beliefs per se. Cantwell v. Connet.
ient, 310 U.S. 296, 303, 60 S.CL. 900, %03, 84
L.Ed. 1213 (1840}

Government may neither compel affirma

tion of & repugnant belief, nor penalize o

diseriminate against individuals or groups

hecause they hold religious views abhor-
rent to the authorities; nor employ the
taxing power to inhibit the dissemination
of particular religions views.
Sherbert v. Verner, 374 1.8, 398, 402, 8
8.0t 1790, 1793, 10 L.Ed.2d 965 (1963) (cita-
tions omitted), The freedom to act, however,
even when such action is based upon one's
religious convictions, remains tethered to
certain legislative restrictions. As the Unit-
ad States Supreme Court declared over fifty
years ago:

The religious liberty which the Constitu-

tion protects has never excluded legislation

of general scope not directed against doc-
trinal loyalties of particular sects...

Conscientious seruples have not, in the

course of the long struggle for religios

toleration, relicved the individual from obe-
dience to a general law not aimed at the
promotion or restriction of religious be-
liefs. The mere possession of religious
convictions which contradiet the relevant
concerns of a political society does not
relieve the citizen from the discharge of
political responsibilities.

Minersville Seh. Dist, Bd of Educ. v, Gobi

tis, 310 U.S. 586, 594-95, 60 8.CL 1010, 1013,

84 L.Ed. 1375 (1940) (footnote omitted).

The copyright and trademark laws ar
such neutral laws of general applicability ©
which the defendant must adhere for the
betterment of the public good, regardiess of
her religious convietions to the contrary.
Nevertheless, she “admits copying the text of
The Urantis Book ... and admits distt'ibllt;
ing [it] ... throughout the United States.
(Def's Answer at 3, 113.) Furthermore, the
defendant “admits to usze of the coneentic
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circles mark and the name Urantia." fd. at
q14, Therefore, assuming, as 1 must, that
the p]aint_jﬂ"s copyright and trademarks are
yalid, I find that the Free Exercise Clause is
ot a proper defense to the defendant’s ae-
tions.

b, The Establishment Clause

[4] The First Amendment ecommands
that *Congress shall make no law respecting
an establishment of religion” U8, Const,

(Def’s Br. at 2.) The plaintiff, however, is
not attempting to prevent the defendant
from “spreading the gospel of The URAN-
TIA Book” Id. at 5. Nor does the plaintiff
seek to prohibit the defendant from uttering
the word “Urantia,” or enjoin the defendant
from ever displaying the three blue coneen-
tric circles. The plaintiff merely requests
that the court protect its property interests
in what are presumed to be a valid copyright
and trad k

gmend. I The defendant does not contend
{hat either the copyright or the trademark
laws, as written, run afoul of this amend-
ment.  Therefore, if the defendant iz unable
to refute the plaintiff’s presumptions of valid-
ity eoncerning the copyright and trademarks
gt issue, 1 am satisfied that this court may
enforee the aforementioned laws without vio-
lating the Constitution, If the plaintiff is
found to have a valid copyright or trademark,
the enforeement of such cannot be said to be
fostering the “establishment” of the Urantia
Foundation as a religion. The recognition of
copyright or trademark protection for the
Urantia Foundation in common with all other
entities that comply with statotory formali-
fies “reflects nothing more than the govern-
mental obligation of neutrality in the face of
religious differences, and does not represent
that involvement of religious with secular
institutions which it is the object of the Es-
tablishment Clause to forestall.” Sherbert v
Verner, 374 U.B. 398, 409, 83 S.Ct. 1790,
197, 10 L.Ed2d 965 (1963); see Bridge
Pub, Ine. v Vien, 827 F.Supp. 6529 (S.D.Cal.
1993} (holding the enforcement of valid copy-
rights violates neither the establishment
thinse nor the free exercise elause); United
Christion.  Scientists v First Church of
Christ, 829 F2d 1152, 1159 (D.C.Cir.1987)
("Normally, a grant of copyright on a reli-
gious work poses no constitutional diffieul-
Wl Purcell v Summers, 145 F.2d 979 (4th
Uir1844) (holding freedom of religion no de-
fense to the misleading and injurious use of
trade name),

2. Freedom of Speech

4. The General Rule

[5] The defendant claims that enforeing
e plintiffs copyright and trademarks
would violate her right to freedom of speech.

The defendant does not dispute that eopy-
rights and trademarks and the right to their
exclusive use are property. Therefore, as-
suming, as I must, the validity of the plain-
tiff's copyright and trademarks, “[ilt would
be an unwarranted infringement of property
rights to require them to yield to the exer-
cise of First Amendment rights under cir-
cumstances where adequate alternative ave-
nues of communication exist, Such an ae-
commodation would diminish property rights
without significantly enhaneing the asserted
right of free speech.” Lioyd Corp. v Tan-
ner, 407 1.8, 551, 567, 92 8.Ct. 2219, 2228, 33
L.Ed.2d 131 (1972). The alternative avenues
of ecommunication available to the defendant
are numerous, There are, however, two ave-
nues that must not be ventured down, The
defendant may not copy and distribute the
text of The URANTIA Book, if the copyright
is valid, and the defendant may not use the
plaintiff's trademarks in a4 manner that is
confuging to the public and injurious to the
Urantia Foundation, if the trademarks are
valid. “The first amendment is not a license
to trammel on legally recognized rights in
ntellectual  property.”  Dalles  Cowboys
Cheerleaders, Ime. v Scoveboard Posters,
Ine, 600 F.2d 1184, 1188 (5th Cir.1979).

b. The Zapruder Exception

[6] The defendant has pone to great
length to eonvinee the court that the instant
case calls for the application of a pure First
Amendment defense, similar to that which
has been hypothesized by Professor Nimmer,
See (Def's Br. at 11-13); 1 MewviLLe B.
NimMeR & Davip Nimmegr, Nimmer on Copy-
right § 1.10[CI[2] (1994} [hereinafter Nim.
MER]. The defendant offers a list of cases in
which other courts although “not faced with
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cireumstances sufficient to sustain [such] a
First Amendment defense have noted the
possibility of such a defense.” (Def's Br. at
12 1, too, find that such a defense is inap-
plicable to the facts before me.

Professor Nimmer advocates sueh a de-
fense in the situation where an entity owns
the copyright to a graphic expression of
‘news,” but refuses to disseminate it. Nim-
MER, supro, at 1-89. First, The URANTIA
Book is not a graphic expression like the film
of the Kennedy assassination or the photo-
graphs of the My Lai massacre. Second, the
contents of The URANTIA Book do not fit
Professor Nimmer's definition of “news.”
According to Professor Nimmer, a graphie
expression of “news"” exists only if the event
captured has been the subjeet of news stories
throughout the nation. [Id. at 1-91. Third,
The URANTIA Book is not being withheld
from the publie. The plaintiff suggests there
are a quarter million books in print, and
assures the court that the book remains
“available for sale to the public” (PL's Re-
ply Mem. in Supp. of its Mot. for Partial
Summ.J. on First Amendment Defense at 2,
14} “The fact that the words [with which]
the author has chosen to clothe his narrative
may of themselves be ‘newsworthy’ is net an
independent justifieation for unasuthorized
copying." Harper & Row, Pub, Ine. v Nao-
tion Enters., 471 U.S. 539, 557, 105 8.Ct.
2218, 2229, 85 L.Ed.2d 588 (1985).

B.  Reconciliation of an Apparent Covnflict

Neither Congress nor the courts have been
ohlivioug to the inevitable conflict between
the First Amendment and copyright and
trademark law. Under the idea-expression
dichotomy “[elopyright law incorporates
First Amendment goals by ensuring that
eopyright protection extends only to the
forms in which idess and information are
expressed and not to the ideas and informa-
tion themselves.” Los Angeles News Serv, v
Tulle, 878 F.2d 791, 795 (9th Cir.1992). Fur-
thermore, First Amendment concerns are ad-
dressed through the “fair use” doctring,
which recognizes “a privilege in others than
the owner of the copyright to use the copy-
righted material in a reasonable manner
without his consent.” Harper & Row, 471
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U.S. at 549, 106 S.CL at 2224 (quoting H,
BavL, Low of Copyright and Liternry Prop.
erty 260 (1944)).

date:

Trad ko law ae the Firgt
Amendment in a way similar to copyright
law, Analogous to the ides-expression di-
chotomy, a trademark cannot be obtained in
generic words or symbols. A word or sym-
hol is generic if it is not an expression that
relates exclusively to the potential trademark
owner's property. New Kids on the Block o
News Am, Pub, Ine, 971 F2d 302, 306 (9th
Gir.1992); see Kellogg Co. v. National Bis.
cuit Co, 305 1.8, 111, 59 S.Ct. 109, 83 L.E(,
73 (1938} (holding the term “shredded wheat”
generic and unable to be a trademark}.  Fur.
thermore, there are numerous statutory de-
fenses in trademark law, including a “fair
use” defense. See 15 U.S.C. § 1115(h). The
defendant, however, has not chosen to assert
any of the recognized defenses, and, instead,
relies on a pure First Amendment defense.

I find that the aforementioned prineiples
and defenses adequately serve to accomme-
date the competing interests of the First
Amendment and the laws of copyright and
trademark. T do not believe that expansion
in this area would be judicially prudent.
Consequently, the defendant’s proffered
First Amendment defense to the plaintiffs
claims of copyright and trademark infringe-
ment must be rejected.

IT IS THEREFORE ORDERED that the
plaintiffs motion for partial summary judg-
ment on the defendant’s First A iment
defense, filing 179, is granted.
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Civ. No. 91-0325 PHX WKU. MEMORANDUM AND ORDER ON

PLAINTIFF'S MOTION FOR PAR-
TIAL SUMMARY JUDGMENT

URBOM, Senior District Judge.

This cause is before the court on the plain-
tiff's motion for partial summary judgment
pursuant to Rule 56(d) of the Federal Rules
of Civil Proeedure, The plaintiff, Urantia
Foundation, asserts that the Religious Free-
dom Restoration Act of 1993 (“RFRA"), 42
U.BC. §% 2000bb—2000bb—4 (Supp. V 1993)
is not applicable to the instant case and does
not afford the defendant, Kristen Maaherrs,
a proper basis for an affirmative defense.

United States Distriet Court,
D, Arizona.

Jan. 27, 1995,

I. FACTUAL BACKGROUND

The plaintiff initially brought thiz action to
enjoin the defendant from, among other
things, infringing upon its copyright to The
Urantin Book and infringing upon its regis-
tered trademarks to the name “Urantia™ and
the three concentric cireles associated with
the Urantia Foundation. The defendant
seeks to avoid the plaintiffs claims in part by
relying on the RFRA as a defense. In par-
tieular, the defendant states that the court's
enforcement of either the copyright or trade-
marks “would substantially burden Defen-
dant's exercise of her religion in violation of
the [RFRAL" ((Revised) Def's Substitute
2Znd Am. Answer & Countercl at 5, 13)

1. STANDARD OF REVIEW

The standard applied to a motion for par-
tial summary judgment iz identical to the
standard applied to adjudieate a case fully by
summaty judgment. The motion shall be
granted when, viewing the facts and reason-
able inferences in the light most favorable to
the nonmoving party, “there is no genuine
issue as to any material fact and .., the
moving party is entitled to a judgment as a
matter of law." FepR.Crv.P. 56(c); Calnet-
ics Corp. v Volkswoegen of Am., Inc, 532
F.2d 674, 683 (9th Cir.), cert, denied, 429 U.S,
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940, 97 S.Ct. 355, 50 L.Ed.2d 309 (1976). A
genuine issue of material fact exists when
there is sufficient evidence favoring the non-
moving party for a jury to return a verdiet
for that party. Anderson u Liberty Lobby,
Tne., 477 1.8, 242, 249, 106 5.Ct. 2505, 25610~
11, 91 L.Ed2d 202 (1986) (citing First Nat.
Bank of Arizona v. Cities Serv. Co,, 391 US.
253, 88 8.Ct. 1575, 20 L.Ed.2d 569 (1968)). If
the moving party meets the initial burden of
establishing the nonexistence of 4 penuine
issue, then the burden shifts to the opposing
party to produce evidence of the existence of
a genuine igsue for trial. Celoter Corp. o
Cadrett, 477 U.S. 817, 322, 106 S.Ct. 2548,
2552, 91 L.Ed2d 266 (1986). “If the evi-
dence is merely colorable or is not signifi-
cantly probative, summary judgment may he
granted” Andersom, 477 U8, at 249-50, 108
8.0t at 2511 (citations omitted).

Il LEGAL DISCUSSION

Congress enacted the RFRA for three
very specific purposes: “to restore the com-
pelling interest test ... to guarantee its ap-
plication in all cases where free exercise of
religion is substantially burdened; and . .. to
provide a elaim or defense to persons whose
religious exercise is substantially burdened
by government” 42 U.S.C. § 2000bb(h).
Furthermore, it is undeniable that the RFRA
“applies to all Federal and State law, and the
implementation of that law, whether statuto-
ry or otherwise” 42 U.8.C. § 2000bb-3(a).
Therefore, 1 would have no recourse but to
adhere to the RFRA and apply the compel-
ling interest test if the defendant requested
relief from a federal or state law that sub-
stantially burdened her exercise of religion.
That, however, is not the situation before me.

[1] The defendant admits that she “does
not seek any affirmative relief under. this
Act (Det’s Mem. in Opp'n to PL's Mot. for
Partial Summ. J. on RFRA Defense at 18,
Pursuant to the RFRA, the only judicial
relief authorized allows “[a] person whose
religious exercise has been burdened in viola-
tion of this section [to] assert that viclation
as a clpim or defense in a judicial proceeding
and obtain appropriate relicf against a gov-
ernment.” 42 U.B.C. § 2000bb-1(c) (empha-
sis added). 1 interpret this language to
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mean that if a court finds that a person’s free
exercise of religion has been substantiaily
burdened by a federal or state law and the
government fails to demonstrate that the
burden “is in furtherance of a compelling
governmental interest; and ... is the least
restrictive means of furthering that compel-
ling governmental interest” 42 USC,
§ 2000bb-1(h}, then the court must either
rule that the law is unconstitutional in tots,
or grant an exemption from the law because
the law, as applied to the aforementioned
individual, is unconstitutional. See eg,
Murdoek v Penngylvanio, 319 1.8, 105, 63
8.Ct. 870, 87 L.Ed. 1292 (1943) (holding mu-
nieipal ordinance unconstitutional which, in
application, required religious colportenrs to
pay a tax in order to pursue their religions
convictions); Sherbert v Verner, 374 1S
298, 83 S.Ct. 1790, 10 L.Ed2d 965 (1963)
(holding South Carolina may not constitution-
ally apply the eligibility provisions of its un-
employment compensation law so as lo
coerce a worker to abandon religious convie-
tions), Wisconsin v Yoder, 406 U.5. 205, 92
S.Ct. 1526, 32 L.Kd.2d 15 (1972) (holding Old
Order Amish are exempt from Wisconsin's
compulsory school-attendance laws because
adherence would compel the abandonment of
religious beliefs).

[2] The defendant, however, does not
contend that the copyright and trademark
laws of the United States are uncenstitution-
al, or that the laws are unconstitutional as
applied to her. Moreover, she “does not
dispute that religious organizations can hold
valid copyrights, or that works on the subject
of religion can be the subject of a valid
copyright” (Defs Mem, in Opp'n to Ple
Mat, for Partial Summ. J. on RFRA Defense
at 1-2) Furthermore, she correctly states
that the RFRA “makes clear that enforee-
ment of a law of general applicability, such a5
the trademark or copyright laws, must fu-
ther a compelling governmental interest.”
Td. at 18 (citing 42 U.S.C. § 2000bb-1(b}
see also 42 U.S.C. § 2000bb(a)(2). However,
I sineerely doubt that the defendant would
dizagree with the proposition thal eourts fur-
ther a eompelling governmental interest by
enforeing laws that are constitutional Vet
even though the defendant does not question
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the econstitutionality of the ecopyright and
trademark laws, she contends that in the
instant ease they should not be enforced.
She bases her position on the contention that
enforeement would not further a compelling
guvemmental interest or “(elven the wusual
governmental interests”  Id.  (emphasis
added).

1 there is any doubt as to the constitution-
ality of the copyright or trademark laws,
sither as wrilten or as applied, the govern-
ment should be notified and put to the task
of proving that the laws and their enforce-
ment do, in {act, further a compelling govern-
mental interest in the least restrictive man-
ner.! The defendant, however, suggests that
it iz the Urantia Foundation that has the
purden of establishing that the protection of
The Urantia Book and the mark of three
concentric circles under the copyright and
trademark laws serves a compelling govern-
mental interest. fd. at 19. 1 disagree, Itis
the government as ereator of laws that must
act ag their defender if their validity is ques-
tioned. In the absence of any argument that
the copyright and trademark laws are uncon-
stitutional, I find that the RFRA is inapplica-
ble to the instant ecase.

IT IS THEREFORE ORDERED that the
plaintiff's motion for partial summary judg-
ment on the Religious Freedom Hestoration
Act of 1993 defense, filing 185, is granted.

URANTIA FOUNDATION, Plaintiff,
Y.

Kristen MAAHERRA, Defendant.
Civ. No. 91-0325 PHX WKU.
United States Distriet Court,

D Arizona,

Feb. 3, 1995,

L 28 US.C. § 2403(a) (1988) requires the court
t give notice to the Attorney General and allow
ntervention whenever “the constitutionality of

L. Dale Owens and Seott A Wharton, of
Booth, Wade & Campbell, Atlanta, GA, for
Urantia Foundation.

Joseph D. Lewis of Cleary & Komen,
Washington, DC, for Kristen Maaherra.

MEMORANDUM AND ORDER ON MO-
TION FOR PARTIAL SUMMARY
JUDGMENT ON DEFENDANTS
SECTION 102 COUNTERCLAIM

URBOM, Senior Distriet Judge.

The plaintiff’s motion for partial summary
judgment on defendant's seetion 102 counter-
claim is aimed at paragraph 96 of the (Re-
vised)  Defendant’s  Substitute  Second
Amended Answer and Counterclaim., That
paragraph states:

“17 U.8.C, 102 lists works of authorship
as a) literary works, b) musical works,
including accompanying word [sie], ¢) dra-
matic works, including any aecompanying
music, d) pantomimes and choreographic
works, e) pictorial, graphie and sealptural
works, f) motion pictures and other audio-
visual works, and g) sound recordings,
an Act of Congress affecting the public interest is
drawn in gquestion.” Id.
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The Urantia Book, published, promoted
and disseminated as a divine revelation,
does not meet the requirements of any of
these categories, Plaintiff attempted to
cireumvent this requirement when it stated
it was the author of The Urantia Book in
its applications for copyright registration
to the Library of Congress.”

The plaintiffs position is that the book is
within the category “literary works.” On the
other hand, the defendant argues that:

“To meet the requirements of section

102, a work must be the result of indepen-

dent creation and must have a modieum of

creativity, Feist Publications, Inc. v Ru-

ral Telephone Service Company, Inc, (499

T7.5. 840, 111 8.Ct. 1282, 113 L.Ed.2d 358

(1991) . The Foundation cannot meet

these requirements since it did not ereate

the text of The Urantin Hook, The text
originated with the spiritual entities de-
seribed in the book such as the Divine

Counselor, the Chief of the Corps of Su-

peruniverse Personalities, and the Chief of

the Archangels of Nebadon. Thus, the

text of The Urantia Book was neither orig-

inal to the Foundation, nor was it the

effort of any human creativity."
Defendant's Brief in Opposition to “Plaintiff's
Motien for Partial Summary Judgment on
Defendant's Seetion 102 Counterclaim,” pp.
2-3.

1 find that the uncontroverted evidence is
that The Urantic Book iz a “literary work.”
The work itself “possesses at least some
minimal degree of creativity,” as required by
Feist Publications, Inc. v, Ruwral Telephone
Service Co., Inc, 499 1.8, 340, 345, 111 S.Ct,
1282, 1287, 113 L.Ed.2d 358 (1991). There is
no hint that the work was not “independently
ereated by the author (as opposed to copied
from other works),” within the meaning of
Feist Publications Ine, supra. It is not
necessary that the Foundation have created
the text of the book, Title 17, section 408(5)
clearly anticipates that a copyright may be
held by one who is not the author.

Nor is it necessary that the authorship
stem from human effort.  Whether The Ur-
antie Book is a divine revelation dictated by
divine beings is a matter of faith, not of proof
in a court of law. As a judge, I cannot—I

895 FEDERAL SUPPLEMENT

must not—declare for anyone the truth o
nontriuth of an article of faith. If T werp 14
declare The Urantia Book to be a divipe
revelation dictated by divine beings, T would
be trampling upon someone’s religious faith
If I declared the oppesite, 1 would be tram.
pling upon someone else’s religious faith, |
shall do neither. Whether The Urnntia
Bool i a divine revelation dictated by divine
beings is irrelevant to the issue of whethey
the hook is a literary work within the mean-
ing of 17 US.C. § 102

The foregoing conclusions essentially end
the life of paragraph 96 of Count TI of the
(Revised) Defendant's Substitute Second
Amended Answer and Counterclaim. While
Count 11 is labeled “FRAUDULENT AND
DECEPTIVE PRACTICES, VIOLATION
OF TRUST, AND COPYRIGHT MISUSE"
paragraph 96 is premised upon the idea that
heeause The Urantic Book was not a work of
authorship, the plaintiff “attempted to eir-
cumvent” the requirement that it be & work
of authorship “when it stated it was the
author of The Urantia Book in its applica-
tions for copyright registration to the Li-
brary of Congress.” Inasmuch as the book
is a literary work and therefore a work of
authorship, any “attempt to circumvent” is
without significance,

IT IS ORDERED that the plaintiff's mo-
tion for partial summary judgment on defen-
dant's section 102 counterclaim, filing 193, s
granted.

URANTIA FOUNDATION, Plaintiff,
Y.

Kristen MAAHERRA, Defendant.
Civ. No. 91-0325 PHX WKU.
United States District Court,

D. Arizona,
Feb. 27, 1995.
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L. Dale Owens and Scott A, Wharton, of
Booth, Wade & Campbell, Atlanta, GA, for
plaintiff and counter-defendant, Urantia
Foundation,

Joseph D. Lewis, of Cleary & Komen,
Washington, DC, for d it and eounter-
claimant, Kristen Maaherra.

1. Inmy Memorandum and Order dated February
10, 1995, 895 F.Supp. 1347, 1 found that the
copyright renewsl in the book was invalid and
the book had therefore entered the public do-
tmain.

895 FEDERAL SUPPLEMENT

MEMORANDUM AND ORDER qy
PLAINTIFF'S MOTION FOR PAR.
TIAL SUMMARY JUDGMENT (N
TRADEMARK ISSUES

URBOM, Senior District Judge,

This cavse is before me on the plaintiffs
motion for partial summary judgment pursy.
ant to Rule 56(d) of the Federal Rules of
Civil Procedure. The plaintiff, Urantiy
Foundation, alleges that the defendant, Kris-
ten Maaherra, has infringed two of its regis-
tered trad e, The defendant denies the
allegation of infringement and contends that
the plaintiff's marks are generic and were
obtained fraudulently, Upon review of the
record, I find that the plaintiff's motion shall
be granted in part and denied in part,

I. FACTUAL BACKGROUND

The Urantia Foundation was created in
1950 with an objective of educating the peo-
ples of the world in an attempt to increase
and enhance their comfort, happiness, and
well being. The plaintiff employs various
means to accomplish this goal, one of which
is the sale of The URANTIA Book! snd
related publications. In 1971, the plaintiff
registered “URANTIA” and the symbol of
three blue coneentric circles as trademarks®
for books manufactured, printed, or distrib-
uted by the Urantia Foundation. (Pl
Compl. at Exs, C, D) In 1979, the plaintiff
expanded its trademark protection to include
printed publications in general. /d. at E, F.

The defendant has been an avid reader of
The URANTIA Book since 1969, and “lolver
the years, she has given away many study
aids for [the bookl” (Def’s Statement of
Facts in Opp'n to Pl's Mot. for Partial
Summ.J on Trademark Issues T120.) [here-
inafter Def’s Facts], In 1990, the defendant
prepared & study aid that ineluded the text of
The URANTIA Book, (Def’s Facts T3L)
Thereafter, the defendant distributed the

2. The term “trademark’ is defined as “any WD_"l-
name, symbol, or device, or any combinafion
thereof . used by a person .., to idenify and
distinguish his or her goods ... [rom those man-
ufactured or sold by others and to indicate the
source of the goods.” 15 U.S.C. § 1127 (198E].
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aforementioned study aid to various individu-
als free of eharge. Id 732

In September, 1990, the Urantia Founda-
tion was notified that an unidentified souree
was distributing computer disks that eon-
tained the entire text of The URANTIA
Book. (Second AflL of Wharton Ex. A, 116,
In November, 1990, the plaintiff discovered a
seeond set of computer disks that not only
contained the entire text of The URANTIA
Book but bore the plaintiff's trademarks:
S[JRANTIA™ and the symbol of three blue
concentric circles.  fd. 922 In January,
1691, the plaintiff surmised that the defen-
dant was the source of the eomputer disks
and, shortly thereafter, filed the instant ac-
tjon against her. The defendant admits she
had full kmowledge of the plaintiffs use and
registration of its trademarks when she dis-
tribated the computer disks but denies that
her actions constitute infringement. ({Re-
vised) Def.'s Substitute Znd Am. Answer and
Counterel. for Caneellation of Federal Trade-
mark Registrations at 4, 9924-25.) [herein-
after Def's Answer].

II. STANDARD OF REVIEW

A motion for summary judgment is proper-
ly granted if the pleadings and evidence sub-
mitted in support of the motion show that
“there iz no genuine issue as to any material
fact and ., .. the moving party is entitled to a
judgment as a matter of law." Fed.R.Civ.P.
Se); Calnetics Corp. v Violk of Am.,
Ine, 532 F.2d 674, 683 n. 11 (9th Cir.), cert,
denied, 429 1.5, 940, 97 8.Ct. 355, 50
LEd.2d 309 (1976), The moving party has
the burden of demonstrating the absence of a
genuine issue of material fact. Blair Foods,
Tie. v Ranchers Cotton Ol 610 F.2d 665,
668 (9th Cir.1980). A genuine issue of mate-
rial fact exists when there is sufficient evi-
dence favoring the party opposing the motion
for a jury to return a verdiet for that party.
Anderson v Liberty Lobby, Ine, 477 US
242, 248, 106 8.Ct. 2505, 2510, 91 L.Ed.2d 202
(1986); Fivst Nat. Bank of Avizona v. Cities
Serw. Co, 391 U8, 253, 2R8-89, 88 B.Ct. 1575,
1592-95, 20 L.Ed.2d 569 (1968). If the mov-

3. The Trademark (Lanham) Act, ch. 540, 60 Stat.
427, as amended, 15 U.5.C. & 1051-1127 (1988

ing party meets its initial burden, then the
burden shifts to the opposing party to pro-
duee evidence of the existence of a genuine
issue for trial. Celoter Corp. v Catretf, 477
U.S. 317, 106 5.Ct. 2548, 91 L.Ed2d 265
(1986). In deciding a motion for summary
judgment, all evidence is considered in a
light most favorable to the party opposing
the motion. Blair Foods, 610 F.2d at 668
{citations omitted). “If the evidence is mere-
ly colorable or is not significantly probative,
summary judgment may be pranted.”
Anderson, 477 U8, at 249-50, 106 2.Ct. at
2510-11 (citations omitted).

1. LEGAL DISCUSSION
Trademark Claim

The plaintiff brings this action pursuant to
the Trademark Act of 19463 Section 1114 of
the Act requires that the plaintiff in a trade-
mark infringement action show that the de-
fendant (1) without consent, (2) used in com-
meree, (3) a reproduction, copy or colorable
imitation of the plaintiff's registered mark in
connection with a sale or distribution of
goods or services, and {4) that such a use is
likely to cause eonfusion, See 15 US.C.
§ 1114(11a) (1988); Gruner + Jahr USA
Publishing v. Mevedith Corp, 991 F.2d 1072,
1075 (2d Cir.1998); Kelley Blue Book v Car-
Smarts, Inc, 802 F.Supp. 278, 284 (C.D.Cal.
1992). Ms. Maaherra admits that she did not
have the plaintiff's consent to reproduce ex-
act copies of the plaintif’s marks on her
computer disks before she distributed the
disks throughout the United States. (Def’s
Answer at 34, 1113, 25-27.) Therefore, to
prevail on its claim of trademark infringe-
ment, the plaintiff must overcome only two
obstacles. The plaintiff must prove that it
hag a valid mark entitled to proteetion and
that the defendant’s use of the mark is likely
to canse eonfusion in the minds of the public.

1. Trademark Validity
a. Certificates as Evidence

[1] The defendant admits that the plain-
tiff has ohtained trademark registration cer-
tificates for both "UTRANTIA" and the sym-

& Supp. V 1993},
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bol of thres blue concentrie eircles. (Def’s
Answer at 3, 110.) “Federal registration of
a trademark endows it with a strong pre-
sumption of validity," Coca-Cola Co. v Ov-
erland, Inc, 692 F.2d 1250, 1254 (9th Cir.
1982) (citing Miss Universe, Ine. v. Podricel-
[, 408 F.2d 506, 509 (2d Cir.1969)), accord
Park N Fly, Inc v Dollar Park and Fly,
Ine, 469 U.8. 189, 196, 106 8.Ct. 658, 662-63,
83 L.Ed.2d 582 (1985) (citation omitted); see
15 T.8.C. § 1057(b) (1988). In addition to
being prime facie evidence of the registered
mark’s validity, the certificates of registra-
tion are prima facie evidence of the regis-
trant’s ownership of the mark and the regis-
trant's exclusive right to use the mark. Pa-
cific Telesis Group v Internationel Telesis
Communications, 795 F.Supp. 979, 982
(2.D.Cal.1991), affd, 994 F.2d 1364 (9th Cir.
1993), The defendant attempts to rebut this
presumption by claiming that the plaintiff's
trademarks are generic and were obtained
fraudulently, The plaintiff responds by ar-
guing that its tx ks are | testable

b. Presumption of Incontestability
[2] The plaintiff claims that “since the
Foundation's marks all have been registered
and continuously used for more than five
years .., they have b i testable.”

SUPPLEMENT

U.B.C. § 1116(b)1) (1988) (declaring incop.
testability subject to a defemse of fraud)
Gruner, 991 F.2d at 1078 (explaining Trade.
mark Law Revision Act of 1988 ' “made cleay
that incontestability does not relieve the
trademark owner from the reguirement of
proving likelihood of confusion”).

¢. The Fraud Defense

[31 The defendant elaims that the plain.
tiff engaged in “fraudulent activities in oh-
taining federal trademark registrations of the
coneentric eireles symbol and the names Ur-
antia and Urantian." {(Def’s Answer at 5,
14) The alleged fraudulent activities in-
clude the plaintiff's failure to disclose to the
United States Patent and Trademark Office
the possible religious significance of the
plaintiff’s marks, [Jd at 20-21.  However,
“Inothing in the Constitution prohibits a reli-
gious organization from owning property—
and a trademark is a property right” No-
tiomal Bd. of YWCA v YWCA of Charleston,
335 F.Supp. 615, 625 (D.S.C1971).

In support of her claim, the defendant
offers numerous broad and unsubstantiated
allegations but only one piece of evidence, a
letter from a Trademark Examiner. See
(Def.’s Facts at App. 1A) The letter ad-
dresses the inconsistencies in the plaintiffs

(Br. in Support of PL's Mot for Partial
Summ. [J.] on Trademark Issues at 4.)
[hereinafter Pl's Br]. However, before a
registered mark may be deemed incontesta-
ble “an affidavit [shall be] filed with the
Commissioner within one year after the expi-
ration of any such five-year period setting
forth those goods or services stated in the
registration.” 15 U.S.C. 4 1065(3) (1988).
No zuch affidavit is in the record.

Moreover, whether the plaintiff's marks
have acquired incontestable status is relative-
ly unimportant. The defendant alleges the
defenses of generieness, fraud, and “no likeli-
hood of confusion.” Each of these allega-
tions, if proven, overcomes a mark's incon-
testable status. See 15 1LS.C. § 1085(4)
(1988) (“[Nlo incontestable right shall be ae-
quired in a mark which is ... generic."); 15

4, Trademark Law Revision Act of 1988, Pub L.
MNo. 100-667, 102 Stat. 3946 (codified as amend-

pplication to register a mark identified by
Serial No, 398,004. The trademarks at issue
are identified by Serial Nos, 157177, 157-
234 372,049; and 372,060, See (PL’s Compl,
at Exs. C-F.) Therefore, any statements
made by the plaintiff that prompted the lel-
ter or were in response to the letter is not
shown to have been a deliberate attempt to
mislead the Patent and Trademark Office
into registering the trademarks af issue, Sse
Robi v, Five Platters, Ine, 918 F.2d 1439,
1444 (9th Cir,1990) (deseribing elements of
suecessful fraud claim); Official Airling
Guides, Ine. v Churchfield Publications,
Inc., 756 F.Supp. 1393, 1399400 (D.0r.1990)
{holding scienter required to prevail on fraud
claim), affd sub mom, Officiel Atriing
Guides, Inc, v Goss, 6 F.3d 1385 (9th Cir.
1998). Accordingly, 1 find no merit in the
defendant’s allegation of fraud.

ed in scanered seetions of 15 IL5.C.).



URANTIA FOUNDATION v. MAAHERRA

1343

Cite as 895 F.Supp. 1338 (D Ariz. 1995)

d. The Generieness Defense

[41 “The general presumption of validity
pesulting from federal registration includes
the specific presumption that the trad k
is ot generic.” Coco—Cole, 692 F.2d at 1254,
Furthermore, the plaintiff is entitled to bene-
fit from any relevant presumptions that sup-
port its motion for summary judgment. [d,
(citing Umited States v General Motors
Corp, 518 F.2d 420, 44142 (D.C.Cir.1975)).
Therefore, the plaintiff, relying on the afore-
mentioned presumptions, has met its burden
of demonstrating that the genericness of its
trademarks does not raise a genuine izsue of
material fact,

The defendant attempts to rebut the plain-
tiff's presumption against penericness by
misrepresenting cages and selectively quot-
ing statutes, Section 1064 of the Lanham
Aet states in pertinent part:

A registered mark shall not be deemed to

be the generic name of goods or services

solely because such mark is also used as a

name of or to identify a unigue product or

service. The primary significance of the
registered mark to the relevant publie
rather than purchaser motivation shall be
the test for determining whether the regis-
tered mark has become ... generie
15 TL.8.C, § 1064(3) (1988). The defendant
argues that it is impossible to convey the
principles espoused in The URANTIA Book
without using “URANTIA" or the symbol of
three blue concentric cireles, (Def’s Answer
at 18,) As the first sentence guoted above
clearly indicates, 1 mark does not become
generic simply because it identifiez a unique
product,

The defendant corvectly states that the
“relevant public” for determining genericness
is “the pool of potential purchasers of Uran-
tia boeks." (Def’s Br. at 8. She then inap-
proprintely drains the pool of all but the
established “adherents to the Urantia teach-
ings." Jd. 'The pool, however, must include
ll potential purchasers: the avid, the novice,
and the not yet aequainted. Seq eg,
Porke ‘N Fly, Ine. v. Dollar Park and Fly,
Ine, TI8 F.2d 327, 330 (9th Cir.1983) (holding
televant publie includes not only busi
Uperators and participants but also consum-
ers at large), rev'd on other grounds, 469

U.5. 189, 106 B.Ct. 658, 83 L.Ed.2d 582
(1986); Surgicenfers of Am., Ine. v. Medieal
Dental Swurgeries, Co, 601 F2d 1011, 1017
(9th Cir.1979) (finding relevant public in-
cludes both medieal community and potential
patients); Berner Intl Corp. v Mars Sales
Co., 987 F.2d 975, 983 (3d Cir.1993) (holding
relevant public for “air curtain” includes
manufacturers, architects, construction com-
panies, building managers, and others);
Murphy Door Bed Co. v, Interior Sleep Sy,
Ine, 874 F.2d 95, 101 (2d Cir.1989) (finding
substantial majority of public considers
“Murphy bed” to be generic); Magic Wand,
Ine. v. RDE, Ine., 940 F.2d 638, 640 (Fed.Cir.
1991) (defining relevant public as “publie
which does or may purchase the goods™); see
alzo S.Rep. No. 627, 98th Cong., 2d Sess. 24
{1984), T.5.Code Cong. & Admin News 1954,
p. B708 (explaining relevant public ineludes
both actual and potential purchasers of
gonds).

The defendant makes the bold stutement
that “[tlhe evidence of dictionaries that do
not contain the word Urantia is completely
irrelevant,” (Def's Br. at 9.) It strains my
imagination to think of a product name “that
over time the public adopted, or, rather, ex-
propriated, ... as a synonym for any [prod-
uet of that genus],” Murphy Bed, 874 F.2d at
101, but which does not appear in any known
dictionary. “There is no real issue as to the
generic nature of the words Urantis and

Jrantian,” (Del.’s Br. at 9.) “The plain fact
is that the public at large has no awareness
of either the word[s] or symbol” Jd. at 9 n.
T

Although “"URANTIA™ and the symbol of
three blue concentric circles may be consid-
ered generic by a segment of the public that
has previously purchased The URANTIA
Buook, the segment is but a fraction of the
relevant public. Therefore, I find insufficient
evidenee to support the defendant's defense
of genericness.  Henee, | find that the plain-
Lifl has overcome the first obstacle to proving
infringement by showing its trademarks to
be valid.

2. Likelihood of Confusion

4. The Eight Factors

[6-71 Proving one has a valid trademark
entitled to protection is rather elementary
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when compared to the task of proving that
another's use of the trademark is likely to
cauge confusion to consumers. To conclude
that a lkelihood of confusion exists, the evi-
dence must show “that numerous ordinary
prudent purchasers are likely to be misled or
confused as to the source of the product in
question because of the entrance in the mar-
ketplace of defendant's [use of the] mark.”
Gruner, 991 F.2d at 1077; eccord Alpha
Indus., Inc v Alpha Steel Tube & Shapes,
Ine., 616 F.2d 440, 443 (9th Cir1980). At the
time of the alleged infringement, the Urantia
Foundation did not have a product that was
comparable to the defendant's computer
disks. Therefore, the plaintiff's produet, The
UURANTIA Book, and the defendant's prod-
uet, & computerized version thereof with a
coneordance, are considered to be “related
goods” ® not “competitive goods."® To deter-
mine whether a likelihood of confusion exsts
between related goods, the following eight
factors are evaluated:

i strength of the plaintiff's mark;

ii. proximity of the goods;
similavity of the marks;
iv. evidence of aetual eonfusion;
v. marketing channels employed;

ii.

vi. type of goods and degree of care likely
to be exercised by the purchaser;
vil. defendant’s intent in selecting the
mark; and
vifi, likelihood of expansion in the product
lines.

AMF Ine. v. Sleekeraft Boats, 589 F.2d 341,
348349 (9th Cir.1979). The eight factors,
however, are not exhaustive, and if the case
warrants, other variables may be considered.
Id. at 348 n. 11 {citations omitted),

i strength of mark

[8]1 The strength of a mark and the de-
gree of protection it will he afforded are
determined by the mark's distinctiveness,
There are four categories of distinctiveness:
generie, deseriptive, suggestive, and arbi-

5. Related goods are those goods that would be
reasonably perceived by the consuming public o
have come from the same source if sold under
the sarme wrademark. See AMF Ine. v Sleekeraft
Boars, 599 F.2d 341, 348 n. 10 (9th Cir.1973),

SUPPLEMENT

trary or fanciful. As discussed, the plaintiffs
trademarks are not generic. Therefore, they
must fall into one of the three remaining
eategories. The plaintiff's produet iz a bool;
it’s trademarks are “URANTIA” and the
symbol of three blue concentric eircles, Nej.
ther trademark, in and of itself, deseribes or
suggests a book, nor is there any evidence
that “URANTIA” is a word in any known
language. Furthermore, the defendant ad-
mits that each of the marks is derived solely
from The URANTIA Book. (Def's Answer
at 10-11, 1938, 42.) “A fanciful mark is a
name that is made-up to identify the trade-
mark owner's produet like EXXON for of
products and KODAK for photography prod-
uets.”  Gruner, 991 F.2d at 1076; see also
Pacific Telesis, 795 F.Bupp. at 981-82 (find-
ing STELESIS does not deseribe any charae-
teristies, functions, uses or qualities of tele-
communications services. As applied to such
services, it is arbitrary.”).

Whether the plaintiffs marks are consid-
ered “arbitrary” or “fanciful” iz of little im-
portance, because under either label they are
deemed to be & strong mark, and “will be
afforded the widesl ambil of protection from
infringing uses” AMF, 599 F2d at 349

ii. proximity of the goods

[9] “For related goods, the danger pre-
sented is that the public will mistakenly as-
sume there is an association between the
producers of the related goods, though no
such association exists™ [Id. at 350. In dis-
cussing the proximity of the goods, it is not
the physical distance between the goods
which is evaluated but how elosely the goods
approximate each other. The use and fune-
tion of the two products at issue are similar;
using either, & consumer would be able to
read the entire Urantia book. Apart from
the mode of conveyance, the only significant
difference in the two produets is the inclusion
of a concordanee with the defendant’s prod-
uct. These differences, however, do not dis-
suade me from finding that the two products

6. An alleged infringer’s gonds will be deemed
“campetitive goods” when they directly compete
for sales with the trademark owner's goods. [d.
al 348,
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approximate each other. See Russel! Chem.
o v Wyandotte Chems. Corp, 337 F.2d 660,
61 (C.C.P.A.1964) (holding when marks are
nearly identieal, produets must be substan-
tially different for confusion to be unlikely).

i, similarity of marks

The defendant admitz she used “UURAN-
TIA" and deseribes her reproductions of the
plaintiffs symbol of three blue concentric
circles as “exact replications or as near
thereto ag practicable” (Def’s Answer at 4,
q25.) Consequently, I find that the two
marks are not only similar but identical,

iv. actual confusion

[10] “Evidence that use of the two marks
has already led to confusion is persuasive
proof that future confusion is Hkely." AMF,
599 F2d at 352 (citing Plough, Ine. v Kreis
Laboratories, 314 F.2d 635, 639 (9th Cir,
1963)), The plaintiff relies on two letters,
written by consumers who had allegedly re-
ceived the defendant's product, to support its
claim of actual confusion. (Third Aff. of Bon-
diat Ex. C.) The plaintiff, however, does not
show that the computer disks to which the
aforementioned letters refer originated with
the defendant. I find that the existence of
only two letters after allegedly five years of
infringement is not sufficient proof of actual
confusion to weigh this factor in favor of the
plaintiff,

v. marketing channels

[11] Tf convergent marketing channels
are employed in the distribution of related
products, an inereased likelihood of confusion
may result. There is seant evidence of such
asituation in the instant ease. “The Founda-
tion generally offers The [TRANTIA Book to
the general public through retail bookstores.”
(Third Aff. of Bondi at 2, 13.) In 1994,
ninety-six pereent of all the English language
Books sold by the plaintiff were sold to hook-
stores for resale to the public. Jd. 4. The
plaintiff ulso uses other marketing channels
typically associated with book distribution:
adverti \ and book fairs.
Id at 3, 15. The defendant, however, is
alleged to have distributed free of charge a
limited number of computer disks to individ-
uals who had not even solicited the produet.

convention

{Second Aff. of Wharton Ex, A at 88, 122,)
I find that the marketing channels do not
converge and, therefore, this factor weighs in
favor of the defendant.

vi. type of goods and degree of care

If a purchaser has expertise in the field in
which the goods fall, or if the goods are
expensive or of a highly technical nature,
then it is more likely that the purchaser will
exercise a higher degree of care in choosing
the product. Consequently, the more care
one uses in selecting a product, the less likely
one is to confuse it with another produet.
See AMF, 599 F.2d at 353, Bul see Ohmego
Importing Corp. v Petri-Kine Camera Co,
4561 F.2d 1190, 1195 (2d Cir.1971) (warning
against undue reliance on “supposed sophisti-
cation” of consumers), The plaintiff's book is
neither expensive nor highly technical, and
its purchasers are not generally bibliophiles.
These facts tend to support a finding that
confusion is likely.

[12] However, at least two facts weigh in
the defendant’s favor., First, the manner in
whirh the rconsnmers reesived the defen-
dant’s product may have prompted increased
suspicion as to its origin and authentiecity.
Usnally, a publisher does not give away its
product, especially when the produet is a two
thousand page book. Second, the plaintiff
states that a comparison of the two products
revealed only “minor differences™ (Second
Aff. of Wharton Ex. A at 15, 139.) If the
differences had been substantial, they may
have fostered doubt as to the product’s legiti-
macy, but they were simply “typographical
errors, resulting in some missing punctuation
and extra space, and the absence of any use

of italies.” Id. at 8, 720

Courts have adopted two separate ap-
proaches to evaluate the significance of the
quality of a second comer's product. A prod-
uet of inferior quality is more likely to injure
the trademark owner's reputation, if confu-
sion oceurs. Conversely, a product of equal
quality may be more apt to promote confu-
sion because eonsumers are more inelined to
assume that similar produets come from the
same source.  Nekon Ine v fhon Corp, 987
F2d 91, 95 (2d Cir.1993) (citation omitted).
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1 shall adhere to the rationale set forth in
Nikon and conclude that “unless the junior's
product is inferior, the quality factor does not
weigh in favor of the senior user” Jd
Moreaver, T find that the “minor differences”
in the defendant’s product do not render it
inferior,

The evidence shows that the recipients of
the ecomputer disks were no more likely to
exercise a high depree of care in retaining
the defendant’s product than they were a low
degree of care. The factor is therefore neu-
tral,

vii, defendant’s intent

[13,14] The plaintiff claims that “Maah-
erra's admission that she used exact copies of
the Foundation's marks with knowledge of
the Foundation's use and registration creates
a presumption of intentional infringement.”
{PL’s Br. at 4.) The plaintiff's claim, howev-
er, is an overstatement, More accurately
stated, a presumption of intentional infringe-
ment arises when one party deliberately
adopts another's trademark “to obtain advan-
tage from the other’s good will." Academy
of Motion Picture Arts & Sei. v Creative
Houge Promotions, fac, 844 F.2d 1446, 1456
(9th Cir.1991) (citing Fleischmann Distilling
Corp. v. Maier Brewing Co, 314 F.2d 149,
157-58 (9th Cir.), cert. denied, 374 1.8, 830,
83 5.0t. 1870, 10 L.Ed.2d 1053 (1963)); ac-
cord Toho Co. v Sears, Roebuck & Co., 645
F.2d 788, 791 n, 2 (%th Cir.1981) (explaining
it would be error to recognize presumption
absent a showing of defendant’s intent to
“profit. by confusing consumers ") Kelley
Blue Book, 802 F.Supp. at 287 (raising pre-
sumption upon the showing of defendant’s
intent to capitalize on plaintiffs reputation);
Pocific Telesis, 795 F.Supp. at 982 (finding
defendant selected “TELESIS with the in-
tent to benefit from the [plaintiffs] goodwill
and reputation™).

There iz no evidence to suggest that the
defendant reproduced the plaintiff's marks
with an intent to capitalize on the Founda-
tion's reputation.  In the absence of showing
such an intent, I find this factor to weigh
heavily in the defendant’s favor,

SUPPLEMENT

viil, likelihood of expansion

“{A] ‘strong possibility’ that either party
may expand [its] business to compete with
the other will weigh in favor of finding that
the present use is infringing.” AMF 501
F.2d at 354 (citation omitted). The defen-
dant does not refute the plaintiff’s contention
that it “has devoted substantial money and
effort to the preparation of an electronic text
and concordance of The URANTIA Book”
(Second Aff. of Wharton Ex. A at 2 14)
Moreover, the plaintiff admits she knew of
the plaintiff's plans. (Masherra Dep. (3-10-
91) at 77-78.) Therefore, I find this factor to
weigh in lavor of the plaintiff.

b. Balaneing the Factors

[15] The first three factors weigh in the
plaintiff's favor, as does the last. The defen-
dant, however, has three factors that weigh
in her favor. More important, the plaintiff
does not prove a likelihood of confusion sim-
ply by garnering the benefit of a majority of
the factors evaluated.

A trademark is, of course, a form of busi-

ness property. But the ‘property right' or

protection accorded a trademark owner
can only be understood in the context of
trademark law and its purposes. A trade-
mark owner has a property right only inso-
far as is necessary to prevent consumer
confusion as to who produced the goods
and to facilitate differentiation of the
trademark owner's goods.
International COrder of Job's Doughters 1.
Lindeburg & Co, 633 F2d 912, 919 (4th
Cir.1980), cert. demied, 452 U.S. 941, 101
S.Ct. 2086, 69 L.Ed.2d 956 (1981). Ultimate-
ly, I am not convinced that a reasonable jury
eould not retwrn a verdiet in favor of the
defendant based upon a finding of “no likeli-
hood of confusion.”

IT IS THEREFORE ORDERED that the
plaintiffs motion for summary judgment, fil-
ing 197, is granted as to Count IV of the
defendant’s counterclaim and as to the de-
fense of generieness and otherwise is denied.
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MEMORANDUM AND ORDER ON DE-
FENDANT'S MOTION FOR PAR-
TIAL SUMMARY JUDGMENT ON
COUNT I FOR COPYRIGHT IN-
FRINGEMENT

URBOM, Senior District Judge.
This cause is before me on the Defendant’s
mation for partial summary judgment pursu-
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ant to Rule 56(d) of the Federal Rules of
Civil Procedure. The defendant, Kristen
Masherra, asserts that the plaintiff's copy-
right in The URANTIA Book is invalid and
thus her copying of the book's text ! is not
prohibited.

I. FACTUAL BACKGROUND

The plaintiff, Urantia Foundation, brought
this action in part to enjoin the defendant
from infringing its copyright to The [TRAN-
TIA Book. The defendant essentially admits
the actions alleged by the plaintiff, but con-
tends that the plaintiff's copyright renewal in
the book is invalid, Consequently, the defen-
dant asserts a counterclaim for declaratory
judgment and requests that the plaintiff's
copyright renewal in The URANTIA Book
be declared void. The motion for summary
judgment iz to be decided under the copy-
right law as it existed under the Copyright
Act of 1909.%

The genesis of the instant case can be
traced back nearly a century, Early in the
twentieth century & Chicago physician by the
name of William 8. Sadler, Sr. was confront-
ed hy an individual with extraordinary tal-
ents. ‘This individual beeame a patient of Dr.
Sadler’s and was studied by him for over
ighteen years. During this time the patient
communicated numerous and sundry mes-
sages, initially to Dr. Sadler and, later, to a
small group. The eourt believes Dr. Sadler
made reference to these messages in the
appendix to a book he wrote in 1928

The communieations which have been writ-

ten, or which we have had the opportunity

to hear spoken, are made by a vast order
of alleged beings who claim te come from

1. The plaintff does nat allege, nor does the de-
fendant admit, a copyving of the introductory por-
tions of The URANTIA Book. Both parties agree
that these portions, entitled “The Titles of the
Papers” and "Contents of the Book.” were writ-
ten by William 8. Sadler, Jr (Pl.'s Statement of
Facts at 23.) Furthermore, the issues of whether
those portions constitute copyrightable subject
matter and whether they are protected
copyright in the book are not under consider-
ation.

2. Act of March 4, 1909, ch. 320, 35 Stat. 1075
Throughout this memorandum, the Lext refers
this law as the 1909 Act. The citation is 17
US.C. &1 {1976).

295 FEDERAL SUPPLEMENT

ather planets to visit this world, to stop
here as student visitors for study and ol
servation when they are en route from one
universe to another or from one planet to
another. These ecommunications furthey
arise in alleged spiritual beings who pur.
port to have been assigned to this planet
for duties of various sorts.

(Def.’s Reply Br, in Supp. of Del’s Mot. for
Partial Summ. J.App. 111 at 383.)  Dr, Sadler
coneluded the aforementioned appendix by
stating, “Our investigations are being contin-
ued and ... 1 hope some time in the near
future to seeure permission for the more
complete reporting of the phenomena eon-
nected with this interesting case” [d at
384.

There is no proof that the patient Dr,
Sadler mentioned in his book is the “Contact
Personality” to which the parties in the in-
stant case refer; nor is it of particular impor-
tance in deciding the motion currently before
me, 1 quote the passage simply because it
depicts the generally agreed upon events
that help to explain the origin of the “Urantia
Papers,”

As the “Urantia Papers” came into exis-
tence through the Contact Personality, Dr.
Sadler and his initial followers * assumed cer-
tain responsibilities. They “work{ed] direct-
ly with the eontact personality in the produc-
tion of the text of the Urantia Papers ...
providing feedback and receiving instructions
regarding the disposition of the Papers.”
(PL's Resp. to Def’s Req. for Admis. at 25—
96.) [hereinafter PL's Admis.] Subsequent-
1y, a larger group of individuals B was invited
to participate in this unigque experience.
3. William S. Sadler, The Mind at Mischief:

Tricks and Decepri of the Suk s il

How to Cope with Them (1929}

& 1t is generally agreed that these initial ve or
six followers may be referved to as the “Contact
Commission.”

5. The parties refer to this larger group of individ-
uals as the “Forum," The Forum, however, nev:
er worked directly with or knew the identity ol
the “Contact Personality.”
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This larger group's role was “to read and
study the early drafts of the text of the
UJrantia Papers, discuss their content, and
submit questions about the subject matter.”
Jd at BS. At the end of this complex and
ariuous process 196 separate papers were
procured and became known as the “Urantia
Papers.”

Although neither party knows the exact
date when the 196 distinet “Urantis Papers”
were compiled and became The URANTIA
Book, it iz generally believed to have oc-
curred in the mid-1930°s. From that time
onward Dr. Sadler and other people who
were interested in the messages of The [FR-
ANTIA Book would meet at his home and
diseuss the book. In 1950 the Urantia Foun-
dation was created by an instrument of trust
with an ohjective of educating the peoples of
the world in an attempt to increase and
enhance their comfort, happiness, and well
being.* The foundation was created by and
initially included many of the original follow-
ers of Dr. Sadler. In 1955 the Urantia Foun-
dation published The URANTIA Book and,
shortly thereafter, registered itz copyright
claim with the Copyright Office, as required
by federal law. See 17 ULS.C. §§ 10, 11 and
13 (1976). On the application for registration
the Urantia Foundation claimed it was the
sole anthor of the book. (PL's Compl. Ex. A
at 2] In 1983 the Urantia Foundation ap-
plied for and obtained a renewal in the eopy-
right to The URANTIA Book, claiming to be
the “[plroprietor of copyright in & work made
for hire,” (Pl's Compl. Ex. B.j

On February 27, 1991, the Urantia Foun-
dation filed a ecomplaint against the defen-
dant, alleging that she had “copied the text of
The URANTIA Rook ... and -, . distributed
[it] ... throughout the United States.” (Pl's
Compl. at 118.) Thereafter, the defendant
filed her answer in which she “admits copy-
ing the text of The Urantia Book ... and
admits distributing [it] ... throughout the
United States.” ((Revised) Def.'s Substitute
Znd Am. Answer and Countercl. at 113)
The defendant eontends, however, that “[tJhe
6 1 achiuwledge tat in pursaing brevity 1 liave

been farced to truncate the Principal Object of
the Urantia Foundation as annunciated in its

renewal copyright for The Urantia Book was
not properly obtained” [Td at 192,

Il. STANDARD OF REVIEW

The standard applied to a motion for par-
tial summary judgment is identical to the
standard applied to adjudicate a case fully by
summary judgment. The motion shall be
granted when, viewing the faets and reason-
able inferences in the light most favorable to
the nonmoving party, “there is no genuine
issue as to any material fact and ... the
moving party is entitled to a judgment as a
matter of law." Fed R.Civ.P, bBie); Calnei-
s Corp. v Volkswagen of Am., Inc, 532
F.2d 674, 683 n. 11 (9th Cir)), cert. denied,
429 U8, 940, 97 8.Ct. 355, 50 L.Ed.2d 309
(1976). A genuine issue of material fact ex-
ists when there is sufficient evidence favoring
the nonmoving party for a jury to return a
verdict for that party. Anderson v, Liberty
Lobly, Ine., 477 11.8. 242, 249, 106 S.Ct. 2505,
2510-11, 91 L.Ed.2d 202 (1986) (citing First
Nat. Bank of Arizona v Cities Sern. Co., 391
U8, 253, 88 S.Ct. 1575, 20 L.Ed.2d 569
(1968)). If the moving party meets the initial
burden of establishing the nonexistence of a
genuine issue, then the burden shifts to the
opposing party to produce evidence of the
existence of a genuine issue for trial.  Celo-
tex Corp. v Catrett, 477 U5, 317, 106 8.Ct.
2548, 91 L.Ed2d 265 (1986). “If the evi-
dence is merely colorable or is not signifi-
cantly probative, summary judgment may be
granted.”  Anderson, 477 U.8, at 249-50, 106
5.Ct. at 2610-11 (citations omitted).

HI. LEGAL DISCUSSION

A Preliminory Matters
1, Burden of Proof

[1] To prevail on the claim of copyright
infringement the Urantia Foundation must
prove hoth ownership of a valid copyright
and “copying” by the defendant of the pro-
tected components of the copyrighted materi-
al. Data Eest USA, e v Epyx, Inc, 862
F.2d 204, 206 (9th Cir.1988) (citing Sid &
Marty Krofft Television Productions, Inc. w

Declanativn of Trusi.
preserved ils essence.

T belicve T have, lowever,
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McDonald's Corp, 562 F.2d 1157, 1162 (9th
Cir1977)). The defendant’s admission as to  evid

copying the text of The URANTIA Book
allows me to focus solely on the validity of
the plaintiff's copyright.

2. Mere Possession of Manuseript

[2] The plaintiff claims that “[t]he Con-
tact Commission and Foundation's excl

of ownership.”) {emphasis arlded)
cert. denied, 308 U8, 557, 60 S.Ct 131, &g
L.Ed. 499 (1939); Freudenthal v Hebrey
Pub. Co., 44 F.Bupp. 764, T56 (S.D.N.Y 1942
(same); see also 3 Melville B, Nimmer &
David Nimmer, Nimmer on Copyright
§ 10.09[B], at 10-78 (1984} (explaining au-
thor's “absolute and unconditional sale of the

possession of the unpublished manuscripts
and the Foundation's subsequent publication
creates a presumpiion that the copyright
was trangferred with the manuseript.” (PLl's
Mem. of Law in Opp'n to Def’s Mot for
Partial Summ.J. as to PL’s Claim for Copy-
right Infringement at 4 n. 3.) [hereinafter
Pl's Br.] (emphasiz added). I find at least
three weaknesses in the plaintiff’s argument.
First, T disagree with the plaintiff's assertion
that the Contact Commission and the Uran-
tia Foundation had exclusive possession of
the unpublished manuseripts. “The URAN-
TIA Foundation admits and states that ...
the text of at least some of the Papers con-
tained in The URANTIA Book was first set
forth in ... handwritten form by a human
patient of Dr, William Sadler." (PL's Admis.
at 15.) Although the means by which Dr.
Sadler obtained those papers is far from
elear, it cannot be denied that it was the
patient who initially had exclusive possession
of at least some of the papers.”

Second, the plaintiffs use of the word
“presumption” is inaccurate. “A presump-
tion is a rule of law, statutory or judicial, by
which finding of a basic fact gives rise to
existence of presumed fact, until presumption
is rebutted.” Block's Law Dictionary 1067
(5th ed. 1979) (citation omitted). T do not
read the cases cited by the plaintiff to re-
quire a presumption of copyright transfer
upon the showing of mere possession of a
manuscript. See, eg., Gerlach—Barklow Co.
v Morris & .i‘?e‘ndv.sm Ine, 23 F2d 159, 161
(2d Cir.1927) (“Plaintiff must next prove that
he is the ‘proprietor’ of the painting.”) (em-
phasis added); Houghton Mifflin Co. v
Stackpole Soms, Inc, 104 F.2d 306, 311 (2d

7. The plaintiff's admissions further state that “in-
formation available ... indicates that some of
the Papers were made known through a group of
individuals called the Contact Commission
[The Foundation] is unable to obtain information

material object carried with it an implied
assignment of the common law copyright
therein”) (emphasis added) [hereinafter Nim-
mer ],

Third, each of the cases cited by the plain-
tiff is easily distinguished from the instant
case. In the cases relied upon by the plain-
iff there was ample evidence other than the
mere possession of the work to support the
conclusion that the publisher acquired the
work through a proper transfer from the
author. Usually, the evidence included a cer-
tificate of registration for the original eopy-
right which, by law, was econsidered prima
facie evidence of the facts stated therein
However, there was often other evidence
See, e.g., Houghton Mifftin Co. v Stackpole
Sowns, Tre, 113 F2d 627, 628 (2d Cir1840)
(holding eopyright to Mein Kampf properly
transferred to publisher “considering the au-
thor's power and position in Germany ... it
would be unreasonable to suppose that any-
one would have been allowed to [make unau-
thorized use of it]"); Ripley v Findlay Gal-
leries, Inc, 156 F.2d 955, 958 (Tth Cir.) ("It,
therefore, seems inescapable that the proper
construction to be placed upon these two
letters is that Findlay was authorized by
plaintiff to sell any of the paintings ... and
to pass complete title thereto without reser-
vation.”), cert. denied, 329 U.B. 775, 67 8.0t
194, 91 L.Ed. 666 (1946).

3. Certificate of Renewal as Evidence

[3] The plaintiff encourages the court to
give the renewal registration certificate “pri-
ma faeie evidentiary value and find that the
certificates constitute prima facie evidence of
the validity of the Foundation's eopyright,

from these individuals ... as to whether such
Papers initially were in handwriting by & human
patu.m of Dr. William Sadler, or in other form.’
(PL's Admis. at 15.)
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and all facts stated in the certificates” (Pl's
Br, at 3 n. 1.) The plaintiff claims such
aetion would be proper because “17 US.C.
& 410Ne) ... provides that the weight given
o any certificate issued more than b years
after publication of the work iz left to the
Court’s discretion.” (Pl's Broat 2n. 1) 1
decline the plaintiff's invitation. See Picture
Music, Ine. v, Bowrne, Inc, 457 F.2d 1213,
1214-15 n. 3 (2d Cir.) (explaining Register of
Copyrights typically allows conflicting claim-
ants to register for renewal without deter-
mining validity of claim), cert. denied, 409
115, 997, 93 3.Ct. 320, 34 L.Ed.2d 262 (1972);
Epoch Producing Corp. v Killiom Shows,
Ine, 522 F.2d 737, 746 (2d Cir.1975) (holding
no presumption of validity attaches to certifi-
cate of renewal), cert. denied, 4124 1.8, 955,
46 8.0t 1429, 47 L.Ed.2d 860 (1976); Nim-
mer § 9.05[D][2], at 9-88 (“explaining span
of time between initial publication and copy-
right renewal should generally preclude re-
newal certificate from constituting prima fa-
cie evidence™).

Therefore, I decline hoth of the plaintiff's
entreaties, T will not adhere to the old adage
that “possession is nine-tenths of the law”
nor will 1 submit to the minority view that a
certificate of copyright renewal is prima fa-
cle evidence of the facts stated therein, In-
stead, I will evaluate each piece of evidence
arcording to its independent worth,

B. The Copyright Act af 1909

The plaintiff renewed its copyright in The
URANTIA Book in 1983, by which time the
Copyright Act of 1976 had become effective.
However, the renewal section under which
the book falls, Section 304, is identieal to that
of Seetion 24 of the Copyright Aet of 1909,
Furthermore, as the plaintiff correctly states,
“ltlhe passage of the [1976 Act] did nof alter
the definition of a ‘work for hire' for the
purpose of renewing a copyright originally
registered under the [1909 Act].... Thus,
whether The URANTIA Book is a ‘commis-

B 1 might simply add the term “legally valid”
hetore the word assignment 1o ensure absolute
accuracy of the phrase.

% See G. Ricordi & Co, v, Paramount Pictures,
Ing. 189 F.2d 469, 471 (2d Cir.), cerr, denied, 342
LS, 849, 72 5.C0 77, 96 LEd, 641 (1951); Fred

sioned work" must be decided under the
Copyright Act of 1909." (Pl's Br. at 5 n. 4.)
See Stewart v, Abend, 495 U8, 207, 217, 110
8.Ct. 1750, 1758, 109 L.Ed.2d 184 (1990)
(holding renewal rights in pre-1978 works
require Court to “look to the language of and
cage law interpreting § 24%); Forward o
Thorogood, 985 F.2d 604, 606 n. 2 (1st Cir.
1993) (explaining 1976 Act's provisions on
works for hire operate prospectively).

The 1809 Act provides statutory copyright
protection to “all the writings of an author.”
17 UB.C. § 4 (1976). The Act also extends
copyright protection to the “proprietor of any
work made the subject of eopyright by this
title," Id. § 9. Although the Act never de-
fines the term “proprietor,” it does define the
word “author” to “include an employer in the
ease of works made for hire” Id § 26,
“The statute represents a codification of the
so-called ‘works for hire' doctrine recognized
by the Supreme Court in Bleistein 1. Don-
aldson Lithographing Co, 188 1.8, 239, 23
2.Ct. 208, 47 L.Ed. 460 (1903)." Murroy v
Gelderman, 566 F.2d 1307, 1309 (5th Cir.
1978). Therefore, one claiming the initial
term of copyright must either be “the author
of the eopyrightable work (ie., either the
individual ereator or the employer in the ease
of works made for hire ... or he must have
succeeded to the rights of the author through
an assignment or other device”)® Epoch,
522 F2d at 743 (citation omitted) (emphasis
added).

The right to renew a copyright under the
1909 Aet is determined exclusively by Section
24.  Although the remewal has been de-
seribed as not simply an extension of the
initial term of eopyright, 4d., but rather the
creation of “a new estate”) separate and
distinet from the original copyright,’ the see-
tion does utilize the same aforementioned
terms and principles. Section 24 states in
pertinent part:

Fisher Music Co, v. M. Wirmark & Sons, 318 U.S.

643, 63 5.Ct 773, 7 LEd 1055 {1943).

10, See Fdward B. Marks Music Corp. v. Charles
K. Harris Music Publishing Co,, 255 F2d 518,
521 (2d Cir), cert. dented, 358 U.S. 831, 79 S.Cr
51, 3 LEd2d 6% (1958).
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That in the case of any posthumous work
or of any periodical, eyclopedic, or other
compogite work upon which the eopyright
was originally secured by the proprietor
thereof, or ... by an employer for whom
such work is made for hire, the proprietor
of such copyright shall be entitled to a
renewal and extension of the copyright in
such work for the further term of twenty-
eight years.
17 US.C. § 24 (1976). The plaintiff claims
its renewal copyright in The URANTIA
Book is valid “because it is the proprietor,
and the work is both a ‘work for hire’ and a
‘composite work' within the meaning of the
applicable copyright law.” (PL's Br.at3.) 1
do not find sufficient evidence to support
either claim.

C. Claiming as Proprietor of Copyright
1. Works for Hire Doctrine

[4] 1 aceept the plaintiff's contention that
“an anonymous individual known simply as
the ‘vontact perscnality’ ... had some in-
volvement with the physical process by which
the ‘Urantia Papers' were written downl,
hut] . .. did not contribute any copyrightable
expression to the papers ... [and therefore]
ig not an author of any part of The URAN-
TIA Book.™ (Fl's Br.at4 n. 2) [ interpret
the Contaet Personality’s role to be that of a
mere scribe, unable to be the author of that
which it mechanieally transeribes. Further-
more, | agree with the plamtff's eontention
that under the 1909 Act the “works for hire”
doetrine was broad enough to include both
traditional employees and individuals com-
missioned for a particular project.

[Wlhen one person engages another,

whether as employee or as an independent

contractor, to produce a work of an artistic
nature, that in the absence of an express
contractual reservation of the copyright in
the artist, the presumption arises that the
mutual intent of the parties is that the title
to the copyright shall be in the person at

11. The plaintiff suggests that the individual mem-
hers of the Contact Commission and the Forum
may also have been emplovees for hire within the
meaning of the 1909 Act. (PL's Admis, at 115.)
However, it is the patient from whom, ultimately,
the “Urantia Papers” came, The plaintiff does
not suggest that Dr. Sadler could have acquired
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whose instanee and expense the work jg
done.

Lin-Brook Builders Hordwore v Gertler,
352 F.2d 298, 300 (9th Cir.1965) (vitations
omitted).

However, the “works for hire” doctrine is
premised on the plaintiffs ability to prove an
employment relationship. Without eredible
evidence of an actual employment relation.
ship, the “works for hire” doctrine hag no
application.  Muwrray, 566 F.2d at 1310,
Consequently, in the absence of such a rela-
tionghip, a court will not deny an author its
constitutional right to a copyright in its worlk,
Therefore, the erucial question is whether
‘there is sufficient evidence to support the
conclusion that there was an employment
relationship between Dr. Sadler's patient and
either Dr, Sadler or the Contact Commis-
sion! [ find that there is not.

Courts have relied upon mumerous factors
to determing whether an alleged employment
relationship exists,

The ¢rucial element in this determination
appears to be whether the work was creat-
ed at the employer's insistence and ex-
pense, or, in other words, whether the
motivating faetor in producing the work
was the employer who induced its ereation.
Another factor is whether the employer
had the right to direct and supervise the
manner in which the work was heing per-
formed. Actual exercise of that right is
not eontrolling, and copyright is vested in
the employer who has no intention of over-
seeing the detailed activity of any employ-
e hired for the very purpose of producing
the material. In addition, the nature and
amount of compensation or the absence of
any payment for the work may be consid-
ered but are of minor importance.

Murray, 566 F.2d at 1310 (citations omitted).
Each of the aforementioned factors, consid-
ered in light of the facts of the instant case,

the “"Urantia Papers” by working strietly with the
Contact Commission or Forum and without the
patient or the “personalities.” Therefore, the
anly employment relationship that could conceiv-
ably manifest copyright rights in the plaintif
would be one in which the patient was the em-
ployee.
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suggests the absenee of an employment rela-
fonship.

Originally, it was the patient who sought
Dr. Sadler, and not as an employer but as a
therapist. The first “Urantia Papers” were
not ereated at the insistence of Dr. Sadler,
nor was the thought of their creation con-
ceived by Dr. Sadler or the Contact Commis-
sion. Furthermore, there is no evidence that
indicates the patient ever intended to deviate
fram the established doctor-patient relation-
ship.

More important, there iz no evidence that
gither Dir. Sadler or the Contaet Commission
had any power to induce, direct, supervise,
oversee, or control the actual production of a
single “Urantia Paper.” It appears as
though Dr, Sadler and the Contact Commis-
sion were simply reacting to the independent
activity of the patient. The plaintiff admits
that it was the Contact Commission that was
given instructions, responsibilities, and au-
thority by the “personalities” emanating
from the patient. (Pl's Admis. at 12.) Typi-
cally, however, it is the employer who gives
instruetions and delegates responsibilities,
not the employee.  The plaintiff essentially
coneedes  that the Contact Commission
lacked any power to control the production of
the “Urantia Papers” when it states that
although the Contact Commission would sub-
mit questions, it was the “personalities”
that determined which gquestions would be
considered and what would be ineluded in the
text. Jo at 13. The plaintiff states that
“without the questions, there would be no
papers.” (PL's Br. at 7.) The facts show,
however, that the papers eame before the
questions, and that the questions were in
response to the papers, Showing that the
author chose to expand a particular paper in
the wake of questions falls far short of meet-
ing the plaintiffs burden of showing that the
author was required to do 8o as a subservient
employes.  Absent some credible evidence of
an employment relationship, the existence of
evidence that may be as consistent with such
a relationship as it iz with various other
hypotheses cannot be bootstrapped to reme-

12, T assume that these were questions 1o which
the Contact Commission earnestly desired an an-

dy the basic deficiency, which is the absence
of any proof that the patient was in fact hired
by Dr. Sadler or the Contact Commission to
write the “Urantia Papers.” See Epoch, 522
F2d at 74445,

Each of the cases relied upon by the plain-
tiff is good law on the topic of the “works for
hire” doetrine as construed under the 1909
Act, but each is distinguishable from the
instant case. For example, the plaintiff di-
rects the court’s attention to Dielman w
White, 102 F. 892 (C.C.D.Mass.1900). In
that case, however, there were numerous
items of correspondence that proved that the
plaintiff was offered a commission to design a
particular work, accepted it, and then en-
tered into a formal work order. Similarly,
there were express emplovment contracte in
many of the other cases cited by the plaintiff.
E.g., Yardley v. Houghton Mifflin Co, 108
F.2d 28, 29 (2d Cir.1939) (finding artist exe-
ented his painting pursuant to a written eon-
tract), eert denied, 309 U.5. 686, 60 S.Ct
201, 84 L.Ed. 1029 (1940); Siegel v. National
Periodical Pub., Inc, 508 F.2d 909, 911 (2d
Cir.1974) (finding plaintiff entered into initial
and supplemental employment agreements);
Shapiro, Bernstetn & Co. v. Bryan, 123 F.2d
697, 698 (2d Cir.1941) (finding plaintiff em-
ployed each artist under a written employ-
ment contract).

Moreover, even in the cases where there
was not an express employment contract,
there was an abundanee of evidence to sup-
port the conclusion that an employer-employ-
ee relationship existed. Eg, Lin-Brook
Builders Hordware, 352 F.2d at 300 n. 3
(finding artist admitted being employed by
plaintiff and disavowed any interest in work
performed); Picture Musie, 457 F.2d at 1217
(finding artist was sought out, given a pre-
existing work, instructed to modify it, and
paid for her efforts); Murray, 566 F.2d at
1310 (finding plaintiff basically admitted be-
ing employee in a letter written to defen-
dant),

In the instant case, even affording the
plaintiff the benefit of every doubt, 1 fail to
diseern the existence of an employment rela-

SWer.
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tionship. To find that the plaintiff is the
author of The URANTIA Book pursuant to
the “works for hire” doctrine on the basis of
the evidence relied upon by the Urantia
Foundation “would be to substitute mere

speculation for reason and experience.” Ep-
och, 522 F.2d at T44.

2. Composite Works

[5] The plaintiff earnestly argues that
The URANTIA Book is a composite work.
This is the plaintiff’s attempt to validate its
copyright renewal, not by claiming that it is
the author of the book based upon the
“works for hire” doctrine but by claiming it is
the proprietor of a composite work who origi-
nally secured the copyright in the work. As
previously mentioned, Section 24 of the 1909
Act entitles such a proprietor “to a renewal
and extension of the copyright in such work.”
17 US.C. § 24 (1976).

I agree that The URANTIA Book may be
considered a composite work, if the term is
simply defined as a work “to which a number
of authors have contributed distinguishable
parts, which they have not however ‘sepa-
rately registered.’” Shapiro, 123 F.2d at
699. The book, itself, suggests that it was
written by “a number of authors.” The “Ur-
antia Papers” are obviously “distinguishable
parts” and the Copyright Office verifies that
no other author of the book has “separately
registered.” Such concessions, however, do
not benefit the plaintiff.

The legislative history shows that the de-

terminative factors in a ‘composite work’

were:
1) A number of authors contributing
copyrightable matter to a single work; and
2) An employment or contractual ar-
rangement entitling the proprietor to se-
cure copyright in the various contributions.

Cadence Industries Corp. v. Ringer, 450
F.Supp. 59, 64 (S.D.N.Y.1978) (quoting Ring-
er, Renewal of Copyright (1960)).

As already discussed in depth, the evi-
dence is insufficient to substantiate the claim
that the plaintiff became the author of The
URANTIA Boolk through an employment ar-
rangement. The plaintiff is therefore rele-
gated to arguing that it is the proprietor.
However, “ ‘[plroprietor’ is the equivalent of
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‘assign’; a ‘proprietor’ must trace title frop
the author.”  Quinn—Broum Publ’ishing
Corp. v. Chilton Co., 156 F.Supp. 213, 214
(S.D.N.Y.1936) (citing Mifflin v. R.H. White
Co., 190 U.S. 260, 23 S.Ct. 769, 47 L.Ed. 1049
(1903); Public Ledger v. New York Times,
275 F. 562 (S.D.N.Y.1921), affd, 279 F. 747
(2d Cir.), cert. denied, 258 U.S. 627, 42 S.Ct.
383, 66 L.Ed. 798 (1922)). “And, in pleading
a case of infringement, the plaintiff must
show title, not merely by broad allegation of
proprietorship, but by setting forth facts
which indicate how he became proprietor.”
Quinn—Brown, 15 F.Supp. at 214 (citations
omitted). The plaintiff channels its efforts
toward proving that the structure of The
URANTIA Book satisfies the definition of 3
composite work, but is unable to offer evi-
dence that the individual “Urantia Papers”
were transferred pursuant to a contractual
arrangement, entitling the plaintiff to become
their proprietor. Ultimately, I find insuffi-
cient evidence to suggest that the plaintiff
acquired the “Urantia Papers” in any way
other than serendipitously.

IT IS THEREFORE ORDERED that the
defendant’s motion for partial summary judg-
ment, filing 199, is granted as to (1) Count I
of plaintiff’'s eomplaint for copyright infringe-
ment; and (2) Count I of defendant’s coun-
terclaim declaring the copyright renewal in

The URANTIA Book to be invalid.

UNITED STATES of America, Plaintiff,
V.

David CRUMBY, Defendant.
No. CR 94-122-PHX-RGS.

United States District Court,
D. Arizona.

July 7, 1995.



