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Sweet, D.J.

Plaintiffs Penguin Books U S A, 1Inc. ("Penguin"),
Foundation for "A Course in Mracles,” Inc. ("FACIM), and
Foundation for | nner Peace, I nc. ("FIP") (collectively,

"Plaintiffs") have noved, pursuant to Rule 56, Fed. R Cv. P., for
partial sunmary judgnent on their claimfor copyright infringenent,
and for a prelimnary injunction. Defendants New Christian Church
of Full Endeavor, Ltd. ("Church") and Endeavor Acadeny ("Endeavor")
(collectively, "Defendants") have cross-noved for sunmary judgnent
to dismss all of Plaintiffs' clains. For the reasons set forth
bel ow, the summary judgnent notions will be denied but a limted

prelimnary injunction will be granted.

The Parties

Penguin is a New York corporation with its principal

pl ace of business in Manhatt an.

FACIMis a New York corporation with its principal place

of business in Roscoe, New York.

FIPis a New York corporation with its principal place of

busi ness in Tiburon, California.



Church is a Wsconsin corporation with its principal

pl ace of business in Wsconsin Dells, Wsconsin.

Endeavor is a teaching facility established by Church

with its principal place of business in Reedsburg, W sconsin.

Pri or Proceedi ngs

Penguin filed the original conplaint in this action on
June 3, 1996. Defendants initially proceeded pro se, but were
ordered on January 24, 1997 to retain counsel. FI P and FACI M
joined as plaintiffs and discovery proceeded. On Sept enber 27
1999, the parties stipulated to the filing of a third anmended
conplaint, to which Defendants filed an answer on Cctober 5, 1999.
Notice of Plaintiffs' instant summary judgnment notion was filed on
Decenber 15, 1999, and of Defendants' instant cross-notion for
summary judgnent on February 3, 2000. The bul k of the papers
pertaining to the summary judgnent notions were received by Apri
19, 2000, when oral argunent was heard. However, additi onal
materials arising in the course of discovery were permtted by
order dated June 7, 2000, to be submtted. These materials were

recei ved on June 14, 2000.



Plaintiffs'" notion for a prelimnary injunction was
brought by order to show cause dated June 13, 2000. Oral argunent

was heard on June 21, 2000.

Facts

The followi ng facts are drawn fromthe parties' Rule 56.1
St at enent s and ot her subm ssions and, as required, are construed in
the light nost favorable to the non-novant. They do not constitute

findings of fact by the Court.?

The centerpiece of this litigation is a lengthy witten

work entitled "A Course in Mracles" (the "Course"). The Course,

! Plaintiffs assert that they are entitled to summary
j udgnment on procedural grounds al one because Defendants' Rule 56.1
Statenent in support of its cross-notion for summary judgnent, and
its Rule 56.1 Counter-Statenent in oppositionto Plaintiffs' notion
for summary judgnent, are of "outrageous length,"” Dbecause
Def endants' evidentiary materials submtted in support of its Rule
56.1 Statenents are excessive, and because the Statenents cite to
i nadm ssi ble evidence. |In fact, Defendants' Rule 56.1 Statenents
are not nuch longer than Plaintiffs' Rule 56.1 Statenents, although
Def endants' Statenents are not properly formatted and do contain
| egal argunents, which limt their utility and make t hemburdensone
to read. Mor eover, although Defendants have submtted enornous
quantities of supporting evidentiary material, nmuch of which is
duplicative and wasteful, Local Rule 56.1 only requires that the
St atenent be concise, and does not place |limts on the anmount of

supporting naterial . O course, to the extent that Defendants
supporting evidentiary subm ssions are i nadm ssible, they will, of
course, not be considered. But the procedural defects in

Def endant s’ subm ssions do not rise to a |evel which would nerit
granting Plaintiffs' requests for relief on these grounds al one.
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currently published by Penguin in a single volune over a thousand
pages in length, is divided into three sections: the text ("Text"),
a wor kbook for students ("Wrkbook"), and a nmanual for teachers
("Manual "). The Course can | oosely be categorized as belonging to
that genre of "New Age" spiritual texts which seemto pop out of
the post-industrial cultures of the northern hem sphere |ike the
quar ks which particle physicists tell us nmaterialize spontaneously
in the fabric of space-tine. Nevert hel ess, despite its New Age
trappi ngs, the Course is explicitly grounded in Christian theol ogy.
Its sonmewhat bew |dered, bew ldering, yet not terribly novel
nmessage appears to be that the world humans perceive with their
senses is nerely an illusion projected by our mnds outside of
ourselves, and that the true world is "God," who is love, whichis
"all there is.” This is an admttedly subjective summation, but
perhaps nore i nformative than the cryptic summation provided in the
Course itself: "Nothing real can be threatened. Not hi ng unrea

exists. Herein lies the peace of God."

Per haps not surprisingly in this day and age, the Course
has devel oped a substantial following. Wll over a mllion copies
have been printed, and multiple foreign-language editions exist,
with nore planned for the near future. Teachers, l|ecturers, and

study groups flourish, and a steady stream of books, panphlets,



brochures, newsletters and nmagazine articles continue to appear in

whi ch the Course is discussed, analyzed, and expl ai ned.

Due to the nature of the defenses raised in this action,
it is necessary to set forth the origins of the Course and its
publication history at sone length. 1In 1965, Dr. Helen Schucman
("Schucman"), an associate professor of nedical psychology at
Colunbia University's College of Physicians and Surgeons,
experienced sone tension at work. The head of her departnent had
expressed his irritation at the "angry and aggressive feelings"
reflected by the attitudes of the staff, and had concl uded that
"t here nust be another way." Schucnman agreed to help himfind this
"other way." For the following three nonths, she experienced a
series of particularly vivid dreans. Soon thereafter, she began to
hear a "Voi ce" which would speak to her whenever she was prepared
tolisten. In Cctober, 1965, the Voice told her: "This is a course
in mracles. Pl ease take notes." Schucnman then began to wite
down what the Voice said, a process she later described as a kind
of soundless "rapid inner dictation.” Over the next seven years,
until 1972, she filled nearly thirty stenographi c notebooks wth

wor ds she believed were dictated to her by the Voice.

At sone point, Schucman identified the Voice as "Jesus,"

and she thereafter apparently thought of herself as a scribe taking



down the words of Jesus.? The words in Schucman's notebooks (the
"Notes") would eventually evolve into the three sections of the

Course: the Text, Wrkbook, and Manual .

At the beginning of this process, Schucman confided in a
colleague, Dr. WIlliam Thetford ("Thetford"), who was also a
faculty menber at Colunbia. Thetford encouraged her, and in their
spare tinme at work, Schucman would dictate al oud from her notes,
maki ng occasional revisions, while Thetford would type out the
wor ds. The revisions included omtting, for exanple, various
references to Schucrman's personal |life. The process was apparently
gui ded by the Voice, although at |east sonme of the editing and
shaping of the manuscript was initiated by Schucman and

subsequently "confirnmed" by the Voice.

The manuscript went through two additional drafts, one
(the second draft) edited by Schucrman al one and t he subsequent one
(the third draft) edited by Schucman and Thetford. In the third
draft, the manuscript was split into chapters and sections, to

which titles and headi ngs were added. Sections where persona

2 The parties devote considerabl e resources disputing whether
Schucman's Jesus is identical to "Jesus Christ of Nazareth," i.e.,
the "historical Jesus" of the New Testanent. Although the evidence
suggests that for Schucman, Jesus was a synbol of God's |ove, and
that she did not necessarily nean that she was speaking of "Jesus
of Nazareth" when she spoke of "Jesus," the question is irrel evant
for the purposes of these notions.
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i nformation had been deleted were rewitten so that the text would
fl ow snoot hly and conmuni cate clearly its i ntended nessage. Again,
t hroughout this process, Schucman and Thetford felt they were
guided by the Voice, and that their personal preferences and
concerns played no inportant role in the editing decisions. Wen
t hey were unsure about whet her to nmake a change, Schucman woul d ask
the Voice for guidance. A copy of the third draft was given to
Hugh Lynn Cayce (" Cayce") in 1970 at his Association for Research
and Enlightennment in Virginia Beach, Virginia. Schucman and
Thetford permtted Cayce to pass this draft on to his son and to a
certain Dr. Puryear. Schucman and Thetford hoped to receive

f eedback fromthem on the materi al

Wiile the material that eventually becane the Text went
t hrough these three drafts, Schucman continued to hear the Voice
and take down by hand the material that woul d becone the Wrkbook
and t he Manual , and Thetford continued to type out this material as
Schucman read it to him during the day. The Wbr kbook and the
Manual were not edited and revised nearly as heavily as the Text.
However, nuch of a draft of the Wrkbook was included in the
material sent to Cayce, and the correspondence between Cayce and
Thetford suggests that at |east sonme editing of the Wrkbook was

expected to take pl ace.



In 1973, Schucrman and Thetford presented the third draft
of the conplete manuscript to Dr. Kenneth Wapnick ("Wpnick"), a
psychol ogi st to whom they had been introduced in 1972 and who
subsequently becane a teacher of the Course, co-founder and
president of FACIM and a director and executive commttee nmenber
of FIP. Wapnick reviewed the draft and discussed wth Schucman
further revisions that were needed to place the book in final form
Over the next thirteen nonths, Wpnick and Schucman edited the
manuscri pt again, altering chapter and section headings to nake
themnore consistent with the sections to which they referred, and
correcting various inconsistencies in paragraph structure,
punctuation, and capitalization. When they were unsure about
whether to nmake a particular change, Schucman would ask for
gui dance fromthe Voice. Wpnick has stated that "[Schucman] did
feel Jesus allowed her the license to make m nor changes in the

formas long as the content was not affected.”

The Course contains nunerous psychological terns and
i deas, such as deni al, projection, dissociation, and hal | uci nati on.
Wapni ck has stated that Jesus made use of Schucman's educati onal
background, interests, and experience in dictating the Notes, while
Thetford has stated that the Notes were alien to Schucman's
background, interests, and node of conceptualizing ideas.

Nevert hel ess, the Course includes many i deas simlar to those which
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are found in the philosophy of Plato, in whom Schucman had a
personal interest. In addition, Schucman had a |ifelong passion
for the works of the major English poets, including Shakespeare,
much of whose work is witten in ianbic pentaneter. A significant
portion of the Courseis witten in ianbic pentaneter, and there is
a reference to Hanmlet, which was Schucman's favorite play.
Finally, the Course contains nore than 800 references to the King

James version of the Bible, a version which Schucnman | oved.

Schucman conpl eted the final version of the manuscript in
1975. This version becane the first published edition of the
Course, and contained the three conponent sections: the Text, the
Wor kbook, and the Manual. The Course, while described by
Plaintiffs as a non-sectari an, non-denom national spiritual
teachi ng, i s unquestionably grounded in Christian theol ogy and has

been described as a "restatenent of Christianity."

On May 29, 1975, Schucman, Thetford, and Wapnick net
Judith Skutch (now Skutch-Witson) ("Skutch Witson"). Soon
thereafter, they introduced her to the Course and the four of them
met regularly to study, discuss, and share their combn ent husi asm
for it. A nunber of additional copies of the Course had been nmade
by this time and distributed to certain select individuals for

comentary. \Wapnick recalls that ten copies of the second typed
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revi sion were made, of which a few were given out. Wpnick did not

duplicate his copy, nor is he aware of anyone el se havi ng done so.

Schucman and Thetford, in particular, were reluctant to
show t he manuscript to too many people, partially because they were
concerned about their professional reputations as serious
academ cs. Skut ch- Wi tson, on the other hand, who was heavily
i nvol ved in the expl oration of paranornmal activity, appears to have
been eager to share the manuscript with friends. During the sumer
of 1975, she obtai ned perm ssion fromSchucnman and Thetford t o nake
and distribute several copies of the Course to friends in the San
Franci sco Bay area. Through Skutch-Witson and her friends, up to
a hundred copies of the manuscript may have been distributed in
this manner in the San Francisco area. These copies were
distributed wthout any copyright notice affixed, and the
reci pients may not have been told that the work was protected by
copyright and was not to be copied or distributed. In |ike manner,
copi es may al so have been distributed in North Carolina around the
sanme tinme. Sone copies were handed out for review and anal ysis;

others, allegedly, sinply to share with friends.

Al though Plaintiffs have deni ed that any distribution of
copi es took place beyond the circul ation of a handful of copies to

sel ect individuals for commentary, wth express warning that such
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copies were not to be copied or passed on to others, these denials
are underm ned by witings of Robert Skutch ("Skutch"), the forner
husband of Skut ch-Witson and current Vice-President and Treasurer
of FIP. Skutch authored a book entitled "Journey W thout
D stance,” which was first published in 1984. 1In all editions of
t he book published prior to 1996, Skutch described a neeting in the
San Francisco area in the sumrer of 1975 attended by peopl e who had
"xerox copies of the Course.” In 1996, the reference to "xerox
copi es" was deleted. In addition, the follow ng excerpt was
contained in the pre-1996 editions: "Judy [Skutch] couldn't keep
| endi ng her copy out for twenty-four hours to everyone who wanted
it. Despite this, expedients did develop. Jinmls copy started to
be reproduced. And those copies were then copied. And before | ong
there were over a hundred people in the San Francisco area in
possession of A Course in Mracles." This was replaced in the 1996
edition by the following: "Judy [Skutch] didn't want to |end her
copy to anyone else. Yet she was absolutely certain that her
prof essional friends who were involved in teaching and expl oring
the subject of netaphysics would want to study the material
careful ly. It was then that a creative solution to the problem
began to devel op." Skutch nade these changes after he was aware
that Plaintiffs mght pursue litigation against Defendants. G ven

that the Court is faced with cross-notions for sunmary judgnent,
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all that can be concluded fromthe evidence is that the scope of

the San Francisco distribution is unclear.

At some point during the sumrer of 1975, after it becane
apparent that an interest for the Course was devel opi ng, Schucman
heard fromthe Voice that copyright registration should be sought
for the Course, ostensibly in order to preserve the form of the
Cour se agai nst the possibility of inconplete or corrupted editions.
Schucman asked that the registration be in the nane of the non-
profit organi zation, the Foundation for Para-Sensory |nvestigation
("FPSI "), founded by Skutch-Witson and her then-husband Skutch.
FPSI was | ater renanmed FI P, all egedly because Schucman di d not want
to be associated with anything that was parasensory.® Skutch-

Wit son has been and is currently president of FIP

Schucman oral ly assigned her copyright interests in the
book to FI P and requested anonymty with respect to authorship. No
witten assignment was ever nmade, nor does witten evidence exi st
of the oral assignnment. Skutch, who was handling t he paperwork and

busi ness aspects of FIP, did the work of obtaining the copyright.

On or about Cctober 6, 1975, Freeperson Press published

the Course in a four-volune softcover set wth proper copyright

8 For sinplicity, the opinion henceforth will refer to FPSI
as FIP.
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notice affixed. Freeperson conpleted three printings, each of 100

copi es.

According to an article (the "Decenber 1992 Article") in

the Decenber 1992 issue of "The Lighthouse," the newsletter of

FACIM allegedly authored by Wapnick, his wife doria Wpnick,

Skut ch- Whi t son, and Skut ch:

When A Course in Mracles was originally published in
June of 1976, we made a firmcomitnent to seek out and
listen to the Voice of the Holy Spirit before maki ng any
decisions related to the Course. None of us was
prepared, however, for one particular instruction from
Jesus to Hel en Schucman, scribe of the Course. He wanted
A Course in Mracles copyrighted and, she stated
enphatically, he was quite adamant about this. Although
Hel en and Wl liam Thetford, her partner in scribing the
Course, had known fromthe begi nning that the Course was
not intended for themal one, they could not inmagine that
it woul d ever becone popul ar enough to require copyright
protection. Also, the idea of a copyright struck all of
us as somewhat out of character when applied to a
spiritual teaching such as A Course in Mracles.
Nevert hel ess, even though we could not envision a need
for the Course to be copyrighted, we of course |istened
to Jesus and proceeded to contact the [U S.] Copyright
Ofice.

W were informed that a copyright could not be
granted to a non-physical author such as Jesus, nor to
"Anonymous."” On the other hand, Helen's nane coul d not
appear on the Course's copyright page because Jesus had
cauti oned her agai nst publicly associating her nanme with
it, lest people confuse her role with his and the Holy
Spirit's. Therefore, our gui dance was that the copyri ght
registration should be filed wiwth the author listed as
"Anonyrmous, " followed by Helen's nanme in parentheses,
while the copyright itself was officially assigned by
Helen to [FIP].

15



Skut ch has deni ed t hat he ever asked the Copyright Ofice
whet her a copyright application could be nade in the nane of Jesus.
Skutch has also denied that he co-authored the Decenber 1992
Article, although he has conceded that he had read it prior to its
publication and had i ndi cated to Skut ch-Whitson his disconfort with
its use of the word "Jesus." Skutch-Witson, for her part, has
al so deni ed that she co-authored the Decenber 1992 Article, though
she has admtted she saw it prior to publication and agreed wth
its prem se. Wapnick does not deny witing the Article, but clains
t hat he | acked personal know edge of the circunstances surroundi ng

Skutch's application for copyright registration.

It is not disputed, however, that the first application
for copyright registration of the Course was made on behalf of
FPSI/FIP by Skutch, and listed as author "[Anonynous] (Helen
Schucman)." The application was notarized on Novenber 24, 1975,
stanped as received by the Copyright Ofice on Decenber 4, 1975,

and assigned registration nunber A 693944.

Starting in or about June 1976, FIP itself began to
publish the Course in a hardcover three-volunme set. 1In 1992, FIP
began publishing the second edition of the Course. All editions

publ i shed by FIP contained a copyright designation affixed.
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FIP registered a copyright (Reg. No. A 805255) for the
Course on August 2, 1976, listing the author as "Anonynous" wth
unknown words follow ng whited out ("Manual for Teachers" only).
On July 17, 1992, FIP obtained copyright registration (No. TX 32
377 899) for the second edition of the Course, listing as author

"Anonynous (Hel en Schucman)."

FIP was not always diligent in its enforcenent of its
copyright, as the foll ow ng excerpt fromthe Decenber 1992 Article

states:

The pronul gation of "A Course in Mracles" was left to
the Holy Spirit and obviously did not need our help, nor
anyone el se's.

Qur trusting attitude <carried over to our
enforcenent of the Course's copyright, and so for
approximately six years we maintained a very |iberal
stance regarding permssion to quote from the Course
Qur lenience also reflected in part our feeling that very
few people woul d be interested in "A Course in Mracl es”
because of the profound nature of its teachings. There
seened little reason to <carefully scrutinize al
publ i shed Course references when for so many years the
mat eri al remai ned rel atively unknown, w thout w despread
accept ance.

One result of our lax policy was the appearance of
a nunber of abridgenents and poetic conpilations of
passages excerpted from the Course. In fact, these
directly contravened Jesus' very specificinstructions to
Hel en that the three books shoul d never be separated from
each ot her, nor should any of the material appear out of
context in abridged form The Course's curriculumis by
its very nature an integrated and self-contained one.
Therefore, any attenpts to abridge or "short cut" the
process of teaching and | earning forgiveness could only
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prove detrinental, and would alter the very essence of
the Course both as a theoretical thought system and a
process of spiritual devel opnent. Yet we did not
recogni ze the need to intervene at that point.

It was not until the early 1980s that we began to
appreciate the w sdom behind Jesus' insistence on
obtaining a copyright. At that tinme a nunber of
unaut hori zed transl ations of "A Course in Mracles" were
begi nning to appear worldw de. Many of these were, to
say the very least, inaccurate, |eading to unacceptable
distortions of the Course's central teachings. Because
[ FIP] held the copyright to the Course, we could closely
supervi se the process of translation to ensure that the
Course's nessage was preserved intact for foreign
readers.

... [We were gradual ly | ed to reconsi der our policy
regardi ng enforcenent of the copyright... Shoul d we
continue our lenient policy with regard to excerpts and
guotes, and risk a continuing and serious dilution and
distortion of the Course's nessage? ..

After several years of conferring with each other,
and nmuch prayer, we recei ved very cl ear gui dance fromt he
Holy Spirit to adhere to the prevailing practice of the
publ i shing industry regarding perm ssion to quote. This
meant a significant tightening of our policy.

The Article goes on to discuss in greater detail

nature of the new, nore restrictive policy. It also indicates

FIP had received permssion from the United States Patent

title. The Article goes on to state:

If [FIP] erred in the past, it was in relying on our
own reasonabl eness, disregarding Jesus' guidance. | t
seened |ess reasonable to us sonehow, certainly |ess

18
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Trademark Office ("PTO') touse thetitle "A Course in Mracles" as

a service mark, and that FIP would thereby limt public use of the



"spiritual,"” to strictly enforce the copyright. And so
we mstakenly allowed our judgnent to preenpt his.
However, as the Course repeatedly nmakes cl ear, we are not
to rely upon our own judgnent in any decision, no nmatter
how seem ngly obvious it may appear at first glance...
As if to underscore this point, we have since
| earned that, according to copyright law, if the hol der

of a copyright consistently fails to enforceit, then the
copyright may be judged null and void.

Thereafter, FIP indeed stepped up its enforcenent

efforts.

In or about Decenber 1995, FIP entered into a five-year
licensing agreenent with Penguin, granting Penguin a license to
publish and distribute the Course in English in all territories
except the United Kingdom The Penguin edition of the Course is a
si ngl e hardcover volume. FIP and its licensees al so publish and

di stribute eight foreign-language editions of the Course.

On or about Septenber 22, 1998, FIP assigned and
transferred to FACCMFIP s right, title and interest in and to the
Course and its foreign translations, subject to FIP s previously-
exi sting agreenent with Penguin. FACIMgranted to FIP a royalty-
free and worl dwi de i cense to publish and distribute the Course and
all translations thereof, and to use, copy, and prepare derivative

wor ks based on the Course, including all electronic publishing
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rights thereto. The Transfer Agreenent was filed in the Copyright

Ofice on April 1, 1999.

Wapni ck obtained a Certificate of Registration for the
"Unpubl i shed Witings of Helen Schucrman - Vol unmes 1-22" in 1990.
On March 1, 2000, he transferred his rights to this material to

FACI M

FIP registered the mark "A Course in Mracles" with the
PTO on Novenber 30, 1993. FIP registered the acronym"ACIM wth
the PTO on Decenber 2, 1997. Both "A Course in Mracles" and
"ACIM' were w dely used throughout the United States and el sewhere
for many years by individuals and groups pronoting the Course,
publ i shing interpretations or guides toit, or teaching its nessage
or variants thereon. This use appears to have begun as soon as the
Course was first published and the frequency of the use appears to
have grown steadily as the Course has gained a w der and w der
followng. Until at |east 1992, FIP nade no effort to restrict use

of the Course title or the acronym

The Church is one of the many organi zati ons dedi cated to
spreading the nmessage of the Course. It has purchased hundreds,
per haps thousands, of copies of the Course directly fromFIP over

the years, which it gives to its nenbers and students.
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Comrencing i n or before January of 1995, Def endants began
to copy and print materials containing substantial verbatim
quotations from the Course, which Defendants have distributed
wi t hout charge, including the entire 488-page Wrkbook and a series
of panphl ets containing significant portions of the Text arranged
w thout commentary in a different order than appears in the Text.
Def endants have al so transl ated the Course into forei gn | anguages.
None of these activities were done with the authorization or

consent of Plaintiffs.

FI P and FACI M were aware of Defendants' existence since
1985, and of Defendants' activities involving the Course since
1989. Plaintiffs did not becone aware of Defendants' allegedly
infringing activities, however, until early in 1995, at which point
Plaintiffs requested that Defendants stop, and eventually sent
Def endants a cease-and-desist |etter. Defendants continued to copy

and distribute substantial portions of the Course, however.

Def endants -— or nenbers or students of the Church or
Endeavor --— have posted, or have permtted the posting of,
substantial portions of the Course and of the unpublished "Cayce"
version on the internet, wusually wthout any comentary or

copyri ght | egend.
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Def endants have indicated in sworn deposition testinony
that they intend to continue to copy and distribute nmaterials
copied directly fromthe Course even in the face of an order from
this Court prohibiting such conduct. One of Defendants' goals is
to achieve as w despread a distribution of the Course and its

message as possi bl e.

Di scussi on

Plaintiffs have noved for summary judgnent on their cl aim
for federal copyright infringenent, and for prelimnary injunctive
relief to prevent nenbers of Church or students of Endeavor from
posting on web sites materials that infringe on Plaintiffs' all eged
copyright in the Course. Defendants have cross-noved for summary
judgment on all clainms.* Because resolution of a notion for a
prelimnary injunction requires inquiry into the I|ikelihood of
ultimate success on the nerits of the action, the summary judgnent

nmotions will be addressed first.

The Standard for Summary Judgnent

4 In addition to a claimfor federal copyright infringenent,
the third amended conplaint alleges causes of action sounding in
federal trademark infringenent, false designation of origin and
fal se description, and trademark dil ution.
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Rule 56(c) of the Federal Rules of Cvil Procedure
provides that a notion for summary judgnment nmay be granted when
"there is no genuine issue as to any material fact and that the
moving party is entitled to a judgnent as a matter of law." The
Second Circuit has repeatedly noted that "as a general rule, al
anbiguities and inferences to be drawn from the underlying facts
shoul d be resolved in favor of the party opposing the notion, and
all doubts as to the existence of a genuine issue for trial should

be resolved against the noving party.” Brady v. Town of

Col chester, 863 F.2d 205, 210 (2d Gr. 1988) (citing Cel otex Corp.

v. Catrett, 477 US. 317, 330 n.2 (1986) (Brennan, J.

di ssenting)); see Tonka v. Seiler Corp., 66 F.3d 1295, 1304 (2d

Cr. 1995); Burrell v. Gty Univ., 894 F. Supp. 750, 757 (S.D.N. Y.

1995). If, when viewing the evidence produced in the Iight nost
favorabl e to the non-novant, there is no genuine issue of materi al
fact, then the entry of summary judgnent is appropriate. See

Burrell, 894 F. Supp. at 758 (citing Binder v. Long Island Lighting

Co., 933 F.2d 187, 191 (2d Cir. 1991)).

Materiality is defined by the governi ng substantive | aw
"Only di sputes over facts that m ght affect the outcone of the suit
under the governing laww || properly preclude the entry of summary
judgnent. Factual disputes that are irrel evant or unnecessary wl |l

not be counted." Anderson v. Liberty Lobby, Inc., 477 U S. 242,
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248 (1986). "[T]he nere existence of factual issues -- where those
i ssues are not material to the clains before the court -- will not

suffice to defeat a notion for summary judgnent." Quarles v.

General Mdtors Corp., 758 F.2d 839, 840 (2d Cr. 1985).

For a dispute to be genuine, there nmust be nore than

"met aphysi cal doubt." Matsushita Elec. Indus. Co. v. Zenith Radio
Corp., 475 U. S. 574, 586 (1986). "If the evidence is nerely

colorable, or is not significantly probative, summary judgnment may

be granted."” Anderson, 477 U.S. at 249-50 (citations omtted).

1. Copyri ght | nfringenent

There are two el enents to a copyright infringenment cl aim
"(1) ownership of a valid copyright; and (2) copying of constituent

el ements of the work that are original." Feist Publications, Inc.

V. Rural Tel. Serv. Co., 499 U S 340, 361 (1991); accord Fonar

Corp. v. Donenick, 105 F.3d 99, 103 (2d Cr. 1997). Def endant s

chall enge both elenents of Plaintiffs' copyright infringenent

claim

A. Omership of a Valid Copyri ght
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A certificate of registration from the United States

Regi ster of Copyrights constitutes prim facie evidence of the

ownership of a valid copyright. See 17 U S.C. 8§ 410(c); former 17
US C 8§ 209 (1909 Copyright Act).®> FIP originally obtained a
certificate of registration for the Course in 1975. The burden

thus falls upon Defendants to rebut the prinma facie validity of

such certificate.

Def endant s assert three defenses to rebut the presunption
of validity: (1) lack of originality;® (2) fraud on the Copyri ght
Ofice; and (3) chain of title. O her affirmative defenses are

addressed in Section |11 bel ow

1. Oiginality

> The primary difference between current 17 U S.C. § 410(c)
and fornmer 17 U.S.C. § 209 is that under the current statute, prim
facie validity only applies to works registered within five years
of initial publication, atinme limt inapplicable under the forner
statute. See SemTorg, Inc. v. K Mart Corp., 936 F.2d 851, 854
(6th Gr. 1991). Here, the distinctionis doubly irrel evant, since
FIP obtained a registration certificate within a few nonths of
initial publication of the Course.

6 Oiginality could also be seen as a defense to the second

prong of an infringenent claim i.e., "copying of constituent
el ements of the work that are original." Feist, 499 U S. at 361

As a practical matter, it makes no difference whether the defense
is considered under Feist's "valid copyright" prong or under its
"copying of constituent el enments" prong.
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Def endants naintain that Plaintiffs do not possess a
valid copyright because the Course is not an original work of

Schucnman but of Jesus.

Oiginality is an essential elenent of copyright |aw

See Feist, 499 U S at 345 ("The sine qua non of copyright is

originality."). Copyright protection only extends to those aspects

of a registrant's works that are original to the "author" of the
work. See 17 U.S.C. 8§ 102(a) ("Copyright protection subsists .

in original works of authorship . . . ."). However, the

Copyri ght Act does not require a high degree of originality. As

Fei st expl ai ns:

To qualify for copyright protection, a work mnust be
original to the author. Oiginal, as the termis used in
copyright, nmeans only that the work was independently
created by the author (as opposed to copied from other
works), and that it possesses at |east sonme m nimal
degree of creativity. To be sure, the requisite | evel of
creativity is extrenely low, even a slight anmount wl|
suffice. The vast majority of works nmake the grade quite
easily, as they possess sone creative spark, "no matter
how crude, hunbl e, or obvious" it mght be. Oiginality
does not signify novelty; a work may be original even
though it closely resenbles other works so long as the
simlarity is fortuitous, not the result of copying.

Feist, 499 U S. at 345-46, 111 S.C. 1282 (citations omtted).
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In acase simlar tothis one, the Nnth Crcuit recently
held that, notwithstanding a spiritual book's "celestial" or
"divine" origins, theoriginality requirenment necessary for avalid
copyright was satisfied because the human beings who "conpil ed,
sel ected, coordinated, and arranged" the book did so "'in such a
way that the resulting work as a whol e constitutes an origi nal work

of authorship.'" Urantia Found. v. Maherra, 114 F.3d 955, 958

(9th Gr. 1997) ("Urantia") (quoting 17 U.S.C. 8 101). The parties

in Uantia agreed that the words in "The Urantia Book" were
authored by divine spiritual beings, who initially comunicated
with a psychiatric patient who wote the words down by hand. See

Urantia, 114 F.3d at 957; Urantia Found. v. Burton, 210 U S P.Q

217, 1980 W 1176, at *1 (WD. Mch. 1980) ("Uantia I1"). The

handwitten manuscript was then typed out by the patient's
psychiatrist. Although it is not entirely clear fromthe opinions
of the courts, at sonme point in the process it appears that a group
of people, the "Contact Conm ssion,” canme to know the manuscri pt,
di scussed it, and, at the pronpting of the divine beings, posed
gquestions to the divine beings. The answers to those questions
becane the series of teachings that fornmed the Urantia Book.

See id.; Uantia, 114 F.3d at 957. The Ninth Crcuit held that the

choice of questions by the Contact Conmm ssion, notw thstanding
gui dance from the divine beings, "materially contributed to the

structure of the Papers, to the arrangenent of the revelations in
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each Paper, and to the organi zation and order in which the Papers
foll owed one another.” Urantia, 114 F.3d at 958. This was held to
constitute sufficient creative input to satisfy the originality

requi renent of the Copyright Act. See id.; cf. Garman v. Sterling

Publ'g Co., No. C-91-0882, 1992 U.S. Dist. LEXIS 21932, at *7 (N.D
Cal. Nov. 4, 1992) ("assertions by both parties that the
information [in copyrighted text] was provi ded by spiritual guides”
"channel ed" through a person in a "psychic trance" held not to be
a defense to originality). In particular, "[t]hose who were
responsible for the creation of the tangible literary form that
could be read by others, could have clainmed copyright for
t hensel ves as 'authors,' because they were responsible for the
revel ations appearing '"in such a way as to render the work as a

whole original.'" Uantia, 114 F.3d at 958 (quoting Feist, 499

U.S. at 358).

In the instant case, FIP, FACIM their principals
Wapni ck, Skutch-Whitson, and Skutch, and Schucman and Thetford have
repeatedly asserted that Jesus dictated the Course to Schucnan.
Nevertheless, it is not disputed that the arrangenent of the
materials in the Course was initiated by Schucman, w th assi stance
from Thetford, Wpnick, and others. Per haps of even greater
significance, there is no evidence to suggest that the Course would

have come i nto exi stence had Schucman not had t he conversation with
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t he head of her departnent at Col unbi a and had she not agreed that
"there nust be another way." In other words, if indeed it was
Jesus who spoke to Schucrman, it was only because she had opened
herself up to the possibility of receiving this vision. Nor is
there any doubt that the form of the Course reflects many of
Schucman's personal interests and tastes. Again, even if the
Course cane from Jesus, significant aspects of it are the direct
result of it having cone through Schucman. In this way, Schucman
is as much an author as the nenbers of the Contact Conm ssion in
Urantia, since even Defendants in this action have essentially
conceded that had the Course been channeled through any other
individual, its formwould have been different. Indeed, that is

apparently one of the nessages of the Course.

In addition, even if Schucman had not made herself
available to receive this revelation, and even if the origina
mat eri al did not reflect her personal tastes, it is undisputed that
the dictated materi al was subsequently edited: personal references
were renoved, punctuation was added, chapter and section headi ngs
were created, and other work was done to shape the material into
the final formit took in the published Course. Even if all of
these editorial changes and additions were "approved of" by Jesus,
it is undisputed that many of them were initiated by Schucnan,

Thetford, or Wpnick -- i.e., many changes were not sinply
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dictated, but were initially the inpulse of Schucman and those
others, with Schucrman then "checking” to see if the changes woul d
pass nuster with Jesus, a process quite simlar to that used by the
Contact Comm ssion. Significantly, the initial creative spark for
t hese changes cane from Schucman and the others, not from Jesus,
and, as in Urantia, materially contributed to the structure of the
Course. These editorial changes thus satisfy the "m nimal degree

of creativity," Feist, 499 U S. at 346, required by copyright |aw

Defendants, in their nenoranda of |aw, play down the
editorial contributions of Schucman, stating that she was only a
scribe taking dictation. This is not borne out by the evidence,
however, even when viewed in the Ilight nost favorable to
Def endants. Schucrman's interaction with the Voice was simlar to
the Contact Conmm ssion's interaction with the divine beings in
Urantia: although in each instance the non-human author had the
final say, the humans had at | east sone input into, and effect on,

the form and content.

Thus, the Course can be protected as a particular

conpilation of facts, where the originality lies in the arrangenent

and selection of the material.
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There is, however, an i ndependent basis for affirm ng the
originality of the Course: as aliterary work authored by Schucman.
As the Urantia district court held, "Wiether The Urantia Book is a
divine revelation dictated by divine beings is irrelevant to the
i ssue of whether the book is aliterary work within the neani ng of

17 U.S.C. § 102." Uantia Found. v. Maherra, 895 F. Supp. 1337,

1338 (WD. Ariz. 1995) ("Urantia Il1l"). Wiile the Ninth Crcuit in
Urantia did not affirmthe district court on this basis -- relying
instead on the "original fact conpilation" theory -- the N mmer

treati se suggests that the district court's approach was better

See Urantia, 114 F.3d at 958; 1 Nimrer on Copyright 8§ 2.11[C] at 2-

172.22-23 (hereinafter "N nmer"). | ndeed, Nimrer cites to the

English case Cummins v. Bond, [1927] 1 Ch. 167, "in which the

pl aintiff medi umproduced a contenporary account of the Apostles by
engaging in "automatic witing” froma 1900-year-old spirit." 1d.
at § 2.11[D n.24.4. The Chancery judge in Cumm ns noted that he
| acked jurisdiction in "the sphere in which the [dead spirit]
noves" and declined to hold that "authorship and copyright rest
with sone one already dom ciled on the other side of the inevitable

river." Id. (quoting Cummins, 1 Ch. 167, at 173).°

" The Court recognizes that Cutmmins is not fully on point
here, as the "spirit" in this case -— Jesus -— has not been
represented to be on the "other side of the river." Neverthel ess,
the simlarities are rather apparent.
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Thi s approach is sensible. As a matter of law, dictation
froma non-human source shoul d not be a bar to copyright. However,
Def endant s have i nvoked the defense of "factual" estoppel peculiar
to the copyright field, maintaining that because Plaintiffs have
continually represented that the author of the Course is Jesus,

t hey cannot now claimthat it is an original work of Schucman.

The leading case describing this particular type of

copyright estoppel in this Crcuit is Arica Institute, Inc. v.

Palnmer, 970 F.2d 1067 (2d Cr. 1992). The plaintiff in Arica had
publi shed works which clained discovery, as "scientifically
verifiable facts of human nature,"” of the "ego fixations" of the
human spirit, which could be denonstrated in a |aboratory and in
clinical tests, and which centered around seven | abel ed so-called
"enneagr ans. " Id. at 1074-75. The defendant published a work
which relied on theories simlar to those found in plaintiff's
wor ks and expressed those theories in sonetines identical terns,
i ncluding use of the sanme seven | abel ed enneagrans. See id. at
1071- 75. The Second Circuit held that the plaintiff, having
continually represented that the enneagram I|abels were
scientifically verifiable facts, was estopped from claimng in
litigation that the | abel s were "netaphoric clains of phil osophi cal

truth." ld. at 1075. Hence, because the material had been
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represented as being factual, it was deened not copyrightable.

See id.

Arica differs fromthe instant case in two significant
respects. First, Plaintiffs have never clainmed it to be a
scientifically verifiable fact that the Voi ce who spoke to Schucman
was the voice of Jesus. Indeed, the evidence, viewed in the |ight
nost favorable to Defendants, only denonstrates that Plaintiffs
have stated on nmany occasions their belief that it was Jesus who
dictated the Course to Schucman. Admttedly, in the nmurky depths
of epistenology, the distinction between an assertion of fact and
an assertion of belief disappears. In a court of |aw, however
where common sense, aided by the rules of evidence (not analytic
phi | osophy), nust be enpl oyed in order for judgnents to be nade at
all, the distinction is significant. Plaintiffs' statenments of
belief that Jesus dictated the Course to Schucman do not make the
Course a factual work. A claimbased on science is of a different
order than a claimbased on faith, the rather recent protestations

of the historians and phil osophers of science notw thstandi ng.

Moreover, even if it could be established as a "fact"

that Jesus dictated the Course to Schucnman, it would not nmake the

material in the Course factual. Mich of the Course is prescriptive
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rat her than descriptive. Consider, for exanple, the first | esson

in the Workbook. It begins:

Nothing | see in this room[on this street, fromthis
w ndow, in this place] nmeans anyt hi ng.

1. Now | ook slowly around you, and practice applying
this idea very specifically to whatever you see:

This tabl e does not nmean anyt hi ng.
Thi s chair does not nmean anyt hing.
Thi s hand does not nean anyt hi ng.

This foot does not nean anyt hi ng.
Thi s pen does not nean anyt hi ng.

Wor kbook p. 3 (bol df ace, square brackets, and italics in original).
The bol df aced statenment could be construed as a fact, yet not
necessarily; it is also a prescription. The goal of the I esson is
to enable the reader to accept the bol dfaced statenent as a fact.
More obviously, the statement "Now | ook slowly around you, and
practice applying this idea very specifically to whatever you see,”
is a prescriptive command. It is not a statenent of fact at all.
The Workbook, in particular, is conposed nostly of prescriptive
statenents. In this respect, the Course is fundanentally different

fromthe work which was the subject of Arica.

Additionally, the all egedinfringenentsin Aricainvolved
the use of single words and phrases and conceptual titles.

See Arica, 970 F.2d at 1072-77. Here, the alleged infringenments
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are a verbatim reproduction of the entire 488-page Wrkbook and
verbatim reproductions of conplete sections of the Course in a
series of panphlets. The scope of the infringenment here is thus

far greater.

AQiver v. Saint Germain Foundation, 41 F. Supp. 296 (S.D.

Cal. 1941), cited by Defendants for support, is also easily
di sti ngui shed. In diver, the plaintiff, who clained that his
book, "A Dweller on Two Pl anets,"” was a factual account dictated by
a spirit fromanot her planet, was estopped, because of the clai mof
fact, fromasserting an infringenent claimon defendant, who wote
a text involving the sane subject nmatter. See i1id. at 299. There
was "no plagiarismor copying of words and phrases as such, but
only slight simlarity of experiences [between the tw works]."
Id. Here, again, by contrast, Defendants are not alleged to have
appropriated nerely the i deas contained in the Course, but to have
reproduced substantial sections of it verbatim Mor eover, "A
Dweller on Two Planets" appears to have been witten as a
hi storical account, and presunably its style would have been
descriptive, not prescriptive. See id. at 297 (preface of book
refers to it as a "history"). In addition, and perhaps nore
significantly, the diver decisionis criticized and even nocked in
the Ninmmer treatise, which "wonders whether the Adiver court would

have i nvoked t he sane defense against Sir Arthur Conan Doyl e on the
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grounds his 'Sherlock Holnmes' stories are presented as factual
accounts by Dr. Watson." 1 NNmmer 8§ 2.11[C] at 2-172.22; see also

Robert C. Denicola, Copyright in Collections of Facts: A Theory for

the Protection of Nonfiction Literary Wirks, 81 Colum L. Rev. 516,

526 n.52 (1981) ("The diver case is particularly bizarre, even
under California' s expansive viewof the normal. The def endant was
permtted to appropriate material appearing in plaintiff's work
because it had been represented as the actual revelations of a
deceased entity fromanother world. It would appear, however, that
the interests of society would not suffer greatly if this position
were tenpered by the adoption of an objective neasure of the

reasonabl e expectations of the copier.")

These significant distinctions mtigate against afinding
of estoppel based on Plaintiffs' representations that the Course
was authored by Jesus. As a matter of law, it is irrelevant for
copyri ght purposes whether Jesus wote the Course. There is no
question, of course, that if Schucman had been a "scribe" for
Thetford (for exanple), she would lack the requisite originality
for copyright protection. But she was not a scribe for any human
creator. She was a scribe for a voice she heard in her owm m nd
Wile she identified this voice as "Jesus," and Plaintiffs,
Def endants, and countl ess other people have apparently chosen to

believe this, beliefs are not substitutes for facts. They cannot
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be verified in a court of |law according to the rules of evidence.

See Garman, 1992 U.S. Dist. LEXIS 21932, at *7 (with regard to

issue of originality, held that there was "no |l egal relevance to
t he assertions by both parties that the i nformati on was provi ded by

spiritual guides") (citing Urantia Il, 210 U S.P.Q 217 ("legally

the source of the [author's] inspirationis irrelevant.")).

Thus, the defense of lack of originality fails on two
i ndependent grounds: the Course is an original literary work of
Schucman, and even if it were not, it would still be an origina

conpi l ation of facts.

2. Fraud on the Copyright Ofice

Def endants next assert that Plaintiffs, by deliberately
wi t hhol ding the nane of Jesus as the author of the Course after
hearing from the Copyright Ofice that it wuld reject an
application with Jesus |listed as author, perpetrated a fraud upon
t he Copyright O fice which would have resulted in rejection of the

application for registration.

"A party seeking to establish a fraud on the Copyright
Ofice. . . bears a heavy burden. The party asserting fraud nust

establish that the application for copyright registration is
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factually inaccurate, that the inaccuracies were wllful or
deliberate, and that the Copyright Ofice relied on those

m srepresentations.” Lennon v. Seanan, 84 F. Supp.2d 522, 525

(S.D.N. Y. 2000) (citations omtted); see also Eckes v. Card Prices

Update, 736 F.2d 859, 861-62 (2d Cir. 1984) ("Only the know ng
failure to advise the copyright office of facts which m ght have
occasioned a rejection of the application constitute[s] reason for
hol ding the registration invalid and thus incapable of supporting
an infringenent action.") (i nternal guotations omtted);

Wiinsicality, Inc. v. Rubie's Costune Co., 891 F.2d 452, 456 (2d

Cr. 1989). To prevail on this defense, Defendants nust establish
that FIP's efforts to register the copyright were "notivated by
scienter rising to the level of deliberate m srepresentation.”

G bson Tex, Inc. v. Sears Roebuck & Co., 11 F. Supp.2d 439

(S.D.N. Y. 1998).

Plaintiffs contend that Skutch never had a conversation
with the Copyright Ofice regarding the effect of |listing Jesus as
an author, and that, in any event, the countervailing evidence of
a fraudulent notive is inadm ssible, because it cones from the
Decenber 1992 Article witten by Wapnick and/or doria Wapnick
w t hout personal knowl edge of the facts surrounding Skutch's
conversations with the Copyright Ofice in 1975. Wth regard to

t hese factual contentions, however, there is, as set forth in the
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"Facts" section above, a genuine issue of material fact regarding
what took place in 1975 between Skutch and the Copyright Ofice.
Al t hough Skut ch denied in his deposition testinony that he ever had
a conversation about Jesus wth the Copyright Ofice, this
statenent is contradicted by the statenents in the Decenber 1992
Article -— an article which purported to be co-authored by Skutch.
That several clearly interested parties -- Skutch, Skutch-Whitson,
Wapni ck, and Goria Wapnick -- now collectively deny that Skutch
co-authored the Article and that Wapnick was not witing from
personal know edge does not nmake the Article inadm ssible, but,
rather, raises questions which cannot be resolved properly on
summary judgnent regarding the credibility of these wi tnesses and

the truth of what took place in 1975.

Nevert hel ess, this defense fails for two reasons. First,
as set forth in the preceding discussion of the originality
def ense, for purposes of federal copyright |aw Jesus is not the
author of the Course. Regardless of Plaintiffs' Dbeliefs,
therefore, Defendants cannot establish the first elenent of the
fraud claim that the application was factually inaccurate. On

this ground al one, the defense cannot be sustai ned.

Second, a copy of the Course was submtted with the

initial application. Al though the copy submtted did not contain
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the introduction in which Schucman di scusses the process by which
she wote down the material, i.e. by hearing the Voice, it is clear
fromthe context that the purported source of the material is sone
di vi ne bei ng. In fact, Defendants repeatedly assert that the
Course clearly indicates that its author is Jesus. G ven
Def endants' burden of proof on this defense, there has been a
failure to showthat the Copyright Ofice would not have had notice
of the divine authorship of the Course notw thstanding the failure

to nane Jesus as an author in the application. See Uantia, 114

F.3d at 963 (rejection of fraud on the Copyright Ofice defense
because even though plaintiffs did not reveal divine authorship of
Urantia Book, they submtted copies with their application and the

"Book clearly describes its own origin").

3. Chain of Title

FIPs certificate of registration of the Course

constitutes prima facie evidence that it possesses a proper chain
of title, inthis instance, that the copyright passed from Schucman
to FIP by oral assignnent prior to registration. Under the 1909
Copyright Act, in contrast to the current statute, an assi gnnent of
a copyright "did not have to be in witing to be enforceable.™

Sel f-Realization Fellowship Church v. Ananda Church of Self-

Real i zation, 206 F. 3d 1322, 1325 (9th Cr. 2000); see al so Magnuson
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V. Video Yesteryear, 85 F.3d 1424, 1428 (9th Cr. 1996) (citing 3

Ni nmer 8§ 10.03[A] at 10-39; Valente-Kritzer Video v. Pinckney, 881

F.2d 772, 775 (9th Gr. 1989); Eden Toys, 1Inc. v. Florelee

Under garnent Co., 697 F.2d 27, 36 (2d Cr. 1982)). Moreover, under

the 1909 Act, where an author did not register the copyright and
i nst ead gave the manuscript to soneone el se to publish (here, FIP)

a witten assignnment was unnecessary. See Houghton Mfflin Co. v.

Stackpole Sons, Inc., 104 F.2d 306, 311 (2d Cr. 1939). FI P

subsequently licensed the Course to Penguin for publishing. FIP
| ater assigned the copyright to FACCM in witing, subject to the
Penguin license. The chain of title is valid and Defendants have

not nmet their burden of proof to denonstrate otherw se.

Because the facts sustain neither the originality
defense, nor the fraud on the Copyright Ofice defense, nor the
chain of title defense, Plaintiffs have a valid copyright in the

Cour se.

B. | nf ri ngenent

"To prove infringement, a plaintiff with a wvalid
copyright nust denonstrate that: '(1l) the defendant has actually
copied the plaintiff's work; and (2) the copyingis illegal because

a substantial simlarity exists between the defendant's work and
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the protectible elenents of plaintiff's."" Kni twaves, Inc. V.

Lol lytogs Ltd., 71 F.3d 996, 1002 (2d Gr. 1995) (quoting

Fi sher-Price, Inc. v. Wll-Made Toy Mqg. Corp., 25 F.3d 119, 122-23

(2d Gr. 1994)).

There is no genuine dispute here that Defendants have
copi ed verbatiml arge sections of the Course, including the entire
Wor kbook and unadul terated sections of the Text. They have al so
made foreign translations, and placed portions of the Course on
internet web sites. None of these activities was done with the
aut horization and consent of Plaintiffs. Thus, absent any
colorable affirmative defense, summary judgnent for Plaintiffs

woul d be proper.

[11. Affirmati ve Def enses

Def endants have asserted the following affirmtive
defenses to Plaintiffs' clains: (a) public domain; (b) estoppel;
(c) fair use; (d) copyright msuse/unclean hands; (e) freedom of
religion; (f) nerger; and (g) the rel ated defenses of abandonnent,
acqui escence, waiver, and | aches. These will be considered in

turn.

A. Publi c Domai n
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Under the 1909 Act, general publication of a work w t hout
notice of copyright injected the work into the public domain and

stripped it of copyright protection. See Sanga Music, Inc. v. EM

Bl ackwood Music, Inc., 55 F.3d 756, 759 (2d G r. 1995). Limted

publication did not place the work in the public donain.

See Paranpunt Pictures Corp. v. Rubinowitz, 217 U S. P.Q 48, 1981

W 1396, at *3-*4 (E.D.N Y. 1981). The distinction between a
general and a limted publication has been set forth in a recent

decision fromthis District:

A general publication "occurs when by the consent of the
copyright owner, the original or tangible copies of a
work are sold, |eased, |oaned, given away, or otherw se
made available to the general public, or when an
authorized offer is made to di spose of the work in any
such manner even if a sale or other such disposition does
not in fact occur.” 1 Nimrer 8 4.04, at 4-18 (3d ed

1997) (footnotes omtted); see also Anerican Visuals
Corp. v. Holland, 239 F.2d 740, 744 (2d Cr. 1956) (where
plaintiff dissem nated over 200 copies of his book by
pl acing themin hotel roons, and distributed themin an
effort to get business, such dissem nation constituted a
general publication, because even though the purpose of
the distribution was limted, the "persons" to whomit
m ght be given were unlimted). A"limted publication,"”
in contrast, "comuni cates the contents of a [work] to a
definitely selected group and for a limted purpose, and
wi t hout t he right of di f f usi on, r epr oducti on,
distribution or sale ... [and therefore] does not result
in the loss of the author's comon | aw copyright to his
[work]." VWite v. Kimell, 193 F.2d 744, 746-47 (9th
Cr. 1952).

Proctor & Ganble Co. v. Colgate-Palnolive Co., No. 96 Cv. 9123,

1998 W. 788802, at *38, (S.D.N. Y. Nov. 9, 1998).
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There is a genuine issue of material fact whether a
general distribution of the Course occurred during the sumer of
1975. As Skutch's rewiting of potentially damagi ng material from
hi s book, "Journey Wthout D stance," suggests, the circunstances
of the pre-publication distribution of copies of the Course in the
San Francisco area are unclear. There is an issue as to exactly
how many copies were distributed, to whom and under what
condi ti ons. The sanme questions apply wth regard to the
possibility of adistributionin North Carolina. |In that instance,
however, there are conplex evidentiary issues: nmuch of the
testinony in the affidavits supplied by Defendants contains
potentially inadm ssible hearsay, and Defendants did not properly
notify Plaintiffs of the existence of many of these potenti al
W t nesses, who were not deposed by Plaintiffs. Still, even
di scounting this evidence for these reasons, a genuine factua
guestion still exists regarding the extent and the nature of a
North Carolina distribution. The evidence does not unanbi guously
support a finding of either alimted or a general publication. At
nmost, Skutch-Whitson nmay have encouraged the distribution of a
coupl e hundred copies of the manuscript. It can be inferred from
the testinony and the docunentary evidence, however, that her
ent husiasm for spreading the word about the Course nmay have
encouraged others to nmake copies fromcopies. On the other hand,

the distribution may have been quite small. The question, however,
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is best left for a trial on the nerits. Summary judgnent on this
issue is not appropriate at this stage. This al one, however,

suffices to defeat Plaintiffs' notion

B. Equi t abl e Est oppel 8

Equi t abl e estoppel works "to deny a party the right to
pl ead or prove an otherwi se inportant fact -— here, the act of
i nfringenment -- because of sonething he has done or omtted to do."

Br oadcast Music, Inc. v. Hearst/ABC Viacom Entertai nnent Svcs.

Inc., 746 F. Supp. 320, 329 (S.D.N Y. 1990). Est oppel requires
proof that (1) plaintiffs had know edge of defendants' infringing
conduct ; (2) plaintiffs intended that defendants rely on
plaintiffs' conduct, or plaintiffs acted in such a manner that
defendants had a right to believe they were intended to rely on the
conduct; (3) defendants were ignorant of the true facts; and (4)

defendants did, in fact, rely to their detrinment. See id.; Lottie

Joplin Thomas Trust v. Crown Publishers, Inc., 456 F. Supp. 531,

534 (S.D.N. Y. 1977), aff'd 592 F. 2d 651 (2d Cir. 1978). Defendants
may prevail on their estoppel defense only if they can prove a

reasonable and justifiable belief that plaintiffs gave them

perm ssion to copy. See Merchant v. Lynon, 828 F. Supp. 1048, 1064

8 The separate defense of "factual estoppel" particular to
copyright | aw has been consi dered above, in the section addressing
originality.
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(S.D.N Y. 1993), rev'd on other grounds, 92 F.3d 51 (2d G r. 1996);

Broadcast Miusic, 746 F. Supp. at 329.

There are no facts to suggest that Plaintiffs were aware
of Defendants' allegedly infringing use of the Course and permtted
the infringenent. VWile Plaintiffs were certainly aware of
Def endant s’ existence as a religious group and teaching
organi zation, no evidence has been presented to suggest that
Plaintiffs were aware of Defendants' publications in which
substantial sections of the Course were quoted verbatim for a
significant period of tinme prior to making the attenpts to prevent
such use which culmnated in the instant litigation. In addition,
there is nothing before the Court to indicate that Defendants were
not aware of the true facts. Indeed, Defendants admtted that they
were fully aware that the Course was protected by a registered
copyright. Were, as here, there is no allegation that the
Plaintiffs have aided, induced, or caused Defendants' alleged
infringenment, but nerely that Plaintiffs' passivity has encouraged
Def endants' use, "[t]he nere affixation of the copyright notice on
copies of the work, if seen by the defendant, has been held to
constitute a sufficient assertion of the plaintiff's right so as to
count er an estoppel based upon a passive holding out.” 4 N mer 8§
13.07 at 13-276 (citing cases). For these reasons, the defense of

equi t abl e estoppel can be di sm ssed.
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C. Fair Use

Def endants maintain that their use of the Course is
protected by the "fair use" doctrine. To determ ne whether a given

use is fair, the Court nust consider four factors:

(1) the purpose and character of the use, including
whet her such use is of a comercial nature or is for
nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the anmpunt and substantiality of the portion
used inrelation to the copyrighted work as a whol e; and

(4) the effect of the use upon the potential market
for or value of the copyrighted work.

17 U.S. C. § 107.

1. The Purpose and Character of the Use

The <central focus of an inquiry into purpose and

character of the use is whether the allegedly infringing work

merely supersedes the original work or instead adds
sonething new, with a further purpose or different
character, altering the first with new neaning or
message, in other words, whether and to what extent the
new work is transformative. |If the secondary use adds
value to the original -- if copyrightable expression in
the original work is used as rawmaterial, transforned in
the creation of new information, new aesthetics, new
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i nsights and understandings -- this is the very type of
activity that the fair use doctrine intends to protect
for the enrichnment of society. In short, the goal of
copyright, to pronote science and the arts, is generally
furthered by the creation of transformative works.

Castl e Rock Entertainment, Inc. v. Carol Publ'g Goup, Inc., 150

F.3d 132, 142 (2d Gr. 1998) (citations and internal quotation

mar ks om tted).

Def endants claim their use of the Course is non-
comercial and non-profit and for religious educational purposes
only. Defendants give away all allegedly infringing materials
wi t hout charge. Yet this does not nean that Defendants' verbatim
use of material from the Course in panphlets and in the
reproduction of the Wrkbook is in any way "transformative." The
Course is not being used by Defendants as "raw material" but as
finished product. Al npbst no conmentary or anal ysis acconpani es t he
copied material, and the nere rearrangenent of sections of the Text
in Defendants' printed panphlets is insufficient to transformthe
mat eri al and thereby constitute fair use. Thus, this factor wei ghs

agai nst Def endants.

2. The Nature of the Copyrighted Wrk
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This factor distingui shes between factual and fictional
works, the latter being regarded as neriting greater protection.

See Castle Rock, 150 F.3d at 143-44 (citing cases). As set forth

above, the Course is not a factual work, and this factor therefore

al so wei ghs agai nst Def endants.

3. The Anmpunt and Substantiality of the
Porti on Used in Rel ati on to t he
Copyrighted Wrk as a Wole

This factor al so wei ghs agai nst Defendants. Defendants
have copi ed the entire Wrkbook, which conprises nearly 40% of the
Course. Wth regard to Defendants' panphlets, many consi st al nost
entirely of excerpts fromthe Text. Oher panphlets intersperse
substantial verbati mquotations fromthe text with other material .
However, juxtaposing text "wedged between two non-infringing
sections" of the secondary work does not constitute fair use

Par ampbunt Pictures Corp. v. Carol Publ'g Goup., 11 F. Supp.2d 329,

335 (S.D.N. Y. 1998) ("an illicit copying [cannot] be protected by

being placed in the mdst of two segnents that do not infringe").

4. Ef fect of Use on Val ue or MNarket

This factor also clearly weighs against Defendants.

Def endants have indicated their desire to distribute the Course
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freely all over the world, if possible. This would have an
obviously negative effect on the value of and market for the

publ i shed, copyrighted version of the Course.
Because all four factors in the fair use analysis weigh
agai nst Defendants, this affirmative defense is not a bar to

summary judgnent for Plaintiffs.

D. Uncl ean Hands/ Copyri ght M suse

The doctrine of wunclean hands "is a limted device,
invoked by a court only when a plaintiff otherwise entitled to
relief has acted so inproperly with respect to the controversy at
bar that the public interest in punishing the plaintiff outweighs
the need to prevent the defendant's tortious conduct." Broadcast
Music, 746 F. Supp. at 329. "The defense of unclean hands in
copyright actions is recognized only rarely, when the plaintiff's
transgression is of serious proportions and relates directly to the

subject matter of the infringenent action." |[d. (citing 3 N mrer

8§ 13.09[b] at 13-145 (1988)). Defendants contend that Plaintiffs

fraud on the Copyright Ofice denonstrates their unclean hands.
Yet, as set forth above, Plaintiffs have not commtted a fraud upon
the Copyright O fice. Nor have Defendants indicated any serious

transgression which Plaintiffs m ght have commtted.
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The defense of copyright m suse applies when a plaintiff
has allegedly extended the copyright nonopoly in a manner that

constitutes an unreasonabl e restraint of trade. See Basic Books v.

Ki nko's Graphics Corp., 758 F. Supp. 1522, 1537-38 (S.D. N. Y. 1991).

It has no applicability in the instant dispute.

E. Fi rst Anendnent

Defendants claim that Plaintiffs' enforcement of its
al | eged copyright would prevent Defendants' nenbers and students
fromengaging in the practice of their religion, in violation of

the First Anmendnent.

A valid copyright in a religious work "refl ects nothing
nore than t he governnental obligations of neutrality in the face of
religious differences," and does not represent governnment activity

that violates the First Anendnent. Sherbert v. Verner, 374 U.S.

398, 409 (1963). "[A] grant of copyright on a religious work poses

no constitutional difficulty." United Christian Scientists v.

Christian Science Bd. of Directors, First Church of Christ

Scientist, 829 F.2d 1152, 1159 (D.C. Gr. 1987). Consequently, if
Plaintiffs otherwi se prevail on their copyright clains, enforcenment

of such clains against Defendants will not violate the First
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Amendnent. See Reli gi ous Technol ogy Center, Church of Scientol oqy,

Int'l, Inc. v. Scott, 869 F.2d 1306, 1309-10 (9th Cr. 1989).

F. Mer ger

Def endants maintain that the "nmerger doctrine" applies
here. "Wien anideais sorestrictive that it necessarily requires
a particular form of expression, that is, when the idea and its
expression are functionally i nseparable, to permt the copyrighting
of the expression would be to grant the copyri ght owner a nonopoly

of the idea." Freednman v. Golier Enters., Inc., 179 U S.P.Q 476,

478 (S.D.N. Y. 1973); CCClnformation Servs., Inc. v. Macl ean Hunter

Mkt. Repts., 44 F.3d 61 (2d Cr. 1994).

Def endants maintain that the ideas in the Course could
only have been stated in the formin which they are stated in the
Cour se. To conclude thus requires adhering to the belief that
because the words of the Course are allegedly the words of Jesus,
they could not have been phrased in any other way. In fact, a
bri ef glance through the Course reveal s that the sanme or remarkably
simlar ideas are restated continually in a nyriad of ways.
Doubt | ess these ideas could be further restated in an endl ess

variety of forns.
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G Abandonnent, Acqui escence, Laches, and Wi ver

Finally, Defendants assert the defenses of abandonnent,

acqui escence, | aches, and wai ver.

To est abl i sh abandonnent, defendants nust denonstrate (1)
the copyright holders' intent to surrender its rights in the work;

and (2) an overt act evidencing that intent. See Par anpunt

Pictures Corp. v. Carol Publ'g Goup, 11 F. Supp.2d 329, 337

(S.D.N Y. 1998), aff'd 181 F.3d 83 (2d Gir. 1999). The presence of
a copyright notice is evidence of one's intent not to abandon one's
copyright. See id. No evidence has been presented to indicate an
overt act of abandonnent. Not wi t hstanding the evidence that
Plaintiffs did not always enforce the copyright as vigorously as
they are currently attenpting to do, there is no evidence of an
overt act by Plaintiffs evidencing an intent to surrender the

copyright.

To establish wai ver, defendants nust showthat plaintiffs
"relinquished a right wth both know edge of the existence of the

right and an intent to relinquish it." Christian D or-New York,

Inc. v. Koret, Inc., 792 F.2d 34, 40 (2d Cr. 1986); see Bi nghamv.

Zolt, 823 F. Supp. 1126, 1132 (S.D.N.Y. 1993), aff'd 66 F.3d 553
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(2d Cr. 1995). Again, no evidence of any intent to relinquish

Plaintiffs rights has been put forth.

To establish | aches or acqui escence, defendants nust show
(1) plaintiff's unreasonable lack of diligence in initiating an
action; and (2) prejudice to the defendant resulting from

plaintiff's delay. See King v. Innovation Books, 976 F.2d 824, 832

(2d Gr. 1992). The nere passage of tine between plaintiff's
knowl edge of an infringing act and the filing of a suit is
insufficient to establish |laches as a bar to litigation; rather
"[s]onme prejudice to the defendants nust be added to the delay for

it toripeninto laches.” Peer Int'l Corp., 887 F. Supp. at 560.

Moreover, "laches is not a defense against injunctive relief when

t he defendant intended the infringenment." N hon Keizai Shinbun,

Inc. v. Comline Business Data, Inc., 166 F.3d 65, 75 (2d Cir.

1999) .

Al though Plaintiffs were aware of Defendants' existence
as a religious organi zation at | east as far back as 1989, there is
no evidence that Plaintiffs |earned of Defendants' allegedly
infringing acts wuntil several vyears later, at which point

Plaintiffs took action.

V. Trademark d ai ns
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Def endant s have noved for sunmary judgnent on Plaintiffs
clains for trademark infringenent and m suse. Under the Lanham
Act, 15 U.S.C. 8 43, a literary title is entitled to protection

when the title has obtained secondary neaning. See, e.qg., Twn

Peaks Prods. Inc. v. Publications Int'l, Ltd., 996 F.2d 1366, 1379

n.4; Tri-Star Pictures, Inc. v. Leisure Tine Prods., B.V., 749 F

Supp. 1243, 1252 (S.D.N. Y. 1990). Secondary neaning will be found

"when the titleis sufficiently well known that consuners associ ate

it wwth a particular author's work." |d.

Whet her secondary neaning exists is a factual
determ nation, "proof of which entails vigorous evidentiary
requi renents,” lnnovative Networks, Inc. v. Satellite Airlines

Ticketing Centers, 871 F. Supp. 709, 723 (S.D.N.Y. 1995)

(quoting Inwood Labs. v. lves Labs., 456 U. S. 844, 851 (1982)), and

"[t]here is no question that Lanham Act clains are uniquely fact-
i ntensive and are best decided after the trier of fact is afforded
exposure to opposing litigants' argunents in the courtroom" Tri-

Star Pictures, Inc. v. Leisure Tine Prods., B.V., 1992-2 Trade

Cases P 69,990, 1992 W 296314 (S.D.N.Y.).

Def endants contend that Plaintiffs have offered no proof
that either the title "A Course in Mracles" or the acronym"AC M

have acquired secondary neani ng. However, both of these marks have
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been registered by Plaintiffs with the PTO "A certificate of
registration of a mark [is] prima facie evidence of [its] validity

., of the registrant's ownership of the mark, and of the
regi strant's exclusive right to use the regi stered mark i n commerce
on or in connection with the goods or services specified in the
certificate. . . ." 15 U S.C. § 1057(b). Moreover, Plaintiffs
claimthat expert discovery on the trademark i ssues has been stayed
pendi ng resolution of the copyright issues in the case, and that
t hey have retained an expert on the issue of the secondary neani ng
of the disputed narks. Def endants respond that discovery has
closed and Plaintiffs have failed to notify themof this purported

expert.

It is not necessary to resolve these questi ons, however.
At the very least, many of the affidavits and nuch of the
docunentary evidence submtted by Defendants thensel ves provide
evi dence that the marks have acquired secondary neani ng. Numerous
articles, newsletters, e-mail nessages, and other evidence
denonstrate that many nenbers of the public identify "A Course in
Mracles" and "ACCM with FIP and FACCM \Wiile this evidence is
not sufficient in and of itself to establish secondary nmeaning, it
does establish an issue of material fact. A simlar unresolved
guestion is whether Plaintiffs abandoned their marks by failing to

police adequately their use.
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V. Prelimnary | njunction

A. The Standard for a Prelimnary |Injunction

The standard for granting a prelimnary injunction in
this circuit is "(1) a showing of irreparable injury and (2) either
(a) a likelihood of success on the nerits or (b) sufficiently
serious questions going to the nerits to nake thema fair ground
for litigation and the bal ance of hardships tipping in favor of the

movant." CGvic Ass'n of the Deaf v. Guliani, 915 F. Supp. 622,

631 (S.D.N. Y. 1996) (citing Blumv. Schlegel, 18 F.3d 1005, 1010

(2d Cir. 1994)); see also Fun-danental Too, Ltd. v. Gemmy | ndus.

Corp., 111 F.3d 993, 998-99 (2d Cr. 1997).

I n cases of copyright infringenment, irreparableinjuryis
generally presuned if the plaintiff can denonstrate a |Iikelihood of

success on the nerits. See, e.q., R chard Feiner & Co. v. Turner

Entertainnent Co., 98 F.3d 33, 34 (2d Cr. 1996); Novelty Textile

MIls, Inc. v. Joan Fabrics Corp., 558 F.2d 1090, 1094 (2d G r

1977) .

Here, although factual questions going to the issue of
prior publication preclude any grant of summary judgnent to

Plaintiffs at this tinme, and although Defendants may ultimately
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prevail in this action, a limted prelimnary injunction is
appropriate. Posting of substantial, verbatimcopies of sections
of both the Course and of the entire "Text" section of the Cayce
Versi on on a web page, fromwhich anyone with access to a conputer
could copy the material and redistribute it with a click of a

button, satisfies the requirenent of "irreparable harm™"™ while it
cannot be said that Defendants would suffer any conparable harm

were they to be enjoined fromposting such nmaterial.

In addition, while Plaintiffs' |ikelihood of success on
the nerits of the action is unclear, the discussion of the summary
judgnent notions denonstrates beyond doubt that there are
sufficiently serious questions going to the nerits to nake them a
fair ground for litigation. In addition, the bal ance of hardships
here certainly tips in favor of Plaintiffs. | ndeed, Defendants
appear to have recognized as nuch, as their counsel at oral
argunent represented that they do not object to shutting down web
siteswthinfringing material to the extent they have control over

such sites.

Thus, Defendants will be enjoined from posting materi al

which is the subject of this litigation on their own web sites and
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on the web sites of persons who are acting in concert wth

Def endant s. °

Concl usi on

For the reasons set forth above, Plaintiffs' and
Def endants' notions for summary judgnent are denied. Plaintiffs
nmotion for a prelimnary injunction is granted to the extent
i ndi cated above. Wth respect to the injunction, Plaintiffs shal

submt a proposed order on notice.

It is so ordered.

New Yor k, NY
July 21, 2000 ROBERT W SVEET
U. S. D J.

° Wiile the injunction is granted to this limted extent, it
is an unresol ved question whether the individuals who are students
at Endeavor or nenbers of the Church were acting "in concert” with
Def endants when they posted material fromthe Course on specific
web sites, as the affidavits submtted in connection with the
injunction illustrate.
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