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Title 37—^Patents, Trademarks and 
Copyrights 

CHAPTER 1—PATENT AND TRADEMARK 
OFHCE, DEPARTMENT OF COMMERCE 

PART 1—RULES OF PRACTICE IN PATENT 
CASES 

Patent Examining and Appeal Procedures 

On October 4. 1976 notice was given 
in the Federal Register (41 FR 43729) 
ol a proposal to amend sixteen sections 
of Title 37 of the Code of Federal Regula¬ 
tions relating to patent examining and 
appeal procedures. Interested persons 
were invited to comment on the prc^posal 
by December 7, 1976. One hundred 
seventy-five written letters and state¬ 
ments were submitted. A hearing was 
held in Arlington, Virginia on Decem¬ 
ber 7, 1976 at which 21 persons testified 
orally. Careful consideration has been 
given to sdl comments received, and the 
proposal is being adopted with certain 
changes. 

The regulations adopted involve all 
sections that were proposed to be revised, 
amended or added—namely, §§ 1.11,1.14, 
1.52, 1.56, 1.65, 1.69, 1.97, 1.98, 1.99, 1.109, 
1.175, 1.194, 1.196, 1.291, 1.292, and 1.346. 
Amendments also are being made in two 
sections which were not included in the 
published proposal—§i 1.51 and 1.176. 
Since amendments to these sections are 
closely related to the substance of mat¬ 
ters which were contained in the pub¬ 
lished proposal, separate notice and 
public comment on these amendments 
are deemed unnecessary. 

In addition, amendments are being 
adopted which were published for c(xn- 
ment in two earlier, much less exten¬ 
sive pr(^}06als that ccmcemed availabili¬ 
ty of c«*taln files for public Inspection. 
A notice a proposed amendment to 
§ 1.14(b) was publidied on June 4, 1974 
(39 FR 19786). A notice of a proposed 
amendment to S 1.11(a) was published 
(m September 17, 1974 (39 FR 33376). 
No negative comm^its were submitted 
with respect to either of these propos¬ 
als and both are being adopted without 
change. 

The text of the rules will be repro¬ 
duced in the Patent and Trademaili Of¬ 
fice OfBcial Gazette in about a month 
with additions indicated by arrows and 
deletions Indicated by brackets to help 
readers identify the changes. A tran¬ 
script of the hearing, the letters and 
written statements rec^ved, and a sum¬ 
mary and analysis of the comments are 
available for public inspecti(Hi in Room 
IIEIO of Crystal Plaza BuUding 3, 2021 
Jefferson Davis Highway, Arlington, 
Virginia. 

Purpose of Rules 

The purpose of the rules that are be¬ 
ing adopted is to Improve the quality 
and reliability of iskied patents by 
strengthening patent examining and 
appeal'procedures. It is deslraUe that 
patents be as dependable as possible, so 
as to enhance the incentives provided by 
the patent S3rstem to make Inventions, 
to Invest in research and development, to 
put new or Improved products mi the 
market, and to disclose inventions that 

otherwise would be kept as trade se¬ 
crets. It is b^eved that the rules being 
adopted will help to maintain strong 
patent Incentives. 

The rules afford patent owners an op- 
portimity, through the filing of a reissue 
application, to obtain a ruling frmn an 
examiner on the pertinence of additional 
prior art after a patent has been issued. 
The rules also broaden the public’s op¬ 
portunity for participation in the patent 
exsunining process, consistent with the 
limitations of statute, the protection of 
trade secrets, and the need to avoid 
making it unduly expensive to obtain a 
patent. 

The rules set forth the duty of candor 
and good faith which applicants have to 
the Patmit and Trademark Office and 
encourage them to provide information 
about the prior art in a way that will 
make It more useful to examiners. A 
provision for foreign language oaths by 
individuals who do not imderstand Eng¬ 
lish is intended to make them mmw 
aware of their representations and of 
their obligations. 

Under the rules more Patent and 
Trademark Office decisions that could 
have important precedent value will b« 
available to the public, and some addi¬ 
tional files will available for inspec¬ 
tion. Proceedings before the Board of 
Appeals are modified to help avoid the 
Issuance of invalid patents. 'Hie rules 
encourage examiners to see that per- 
Bona inspecting the file history of issued 
patents will be able to tell why the case 
was allowed. 

Reissue Applications 

Amended § 1.175 permits a patent 
owner to have new prior .art considered 
by tlu$ Office by way of a reissue ai^lica- 
tlon without making any changes in the 
claims or specification. It is adm>ted with 
no change from the proposal. The re¬ 
quirement for an oath or declaration al¬ 
leging that the reissue applicant believes 
“the original patent to be wholly or 
partly inoperative or invalid....” is dis¬ 
pensed with in 9 1.175(a)(1) imless the 
applicant believes that to be the case. 
Section 1.175(a) (4) recognizes that re¬ 
issues may be filed to have the patent¬ 
ability of the original patent considered 
in view of prior art or other information 
relevant to patentability which was not 
previously considered by the Office. 

Thus, a patentee may file a reissue If 
he believes his patent is valid over prior 
art not previously considered by the 
Office but would like to have a reexami¬ 
nation. The procedure may be used at 
any time during the life ot a patrat. 
During litigation, a federal court may. If 
it chooses, stay proceedings to permit new 
art to be considered by the Office. 

If a reissue application is filed as a re¬ 
sult of new prior art with no changes in 
the claims or specification and the 
examiner finds the claims patentable 
over the new art. the application will be 
rejected as lacking statutory basis for a 
reissue, since 35 USC 251 does not au¬ 
thorize reissue of a patent unless it ii 
deemed wholly or paitly hu^iendlve or 
Invalid. However, Uie record of prosecu¬ 

tion of'the reissue will indicate that the 
prior art has been considered by the 
examiner. 

A substantial majority of the com¬ 
ments received favored amended § 1.175 
as a means for improvl^ the reliability 
of patents and avoiding unnecessary 
litigation costs. The negative comments 
generally questioned the statutory au¬ 
thority of the Commissioner to adopt this 
section. Authority for § 1.175 is believed 
to exist in 35 UB.C. 6, which is the Com¬ 
missioner’s rulemaking authority, and 
in 35 UB.C. 251. The latter section of the 
statute requires that the patent be 
deemed wholly or partly inoperative or 
invalid before a reissue may be granted, 
but does not require such a belief by the 
patentee before a reissue application may 
be filed. The case law does not suggest 
that the approach of new § 1.175(a) (4) 
Is Inconsistent with 35 UJ5.C. 251.' Inas¬ 
much as 35 U.S.C. 251 is a remedial pro¬ 
vision,* it is believed that a liberal inter¬ 
pretation is justified and that adequate 
authority exists for the amended section. 

Amended 91.11(b) opens all reissue 
applications to inspection by the general 
public. Section 1.11(b) also provides for 
announcement of the filings of reissue 
applications in the Official Gazette. This 
announcement will give interested mem¬ 
bers of the public an opportunity to sub¬ 
mit to the examiner Information perti- 
nmt to patentability of the reissue appli¬ 
cation. The announcement will include 
at least the filing date, reissue applica¬ 
tion and original patent numbers, title, 
class and subclass, name of the inventor, 
name of the owner of record, name of 
the attorney or agent of record, and ex¬ 
amining group to which the reissue ap¬ 
plication is assigned. Section 1.11(b) is 
amended from the proposal to so indi¬ 
cate. Reissue applications already on file 
oa. the effective date of the section will 
not be aatomatlcally open to inspection 
and will not be announced in the Official 
Gaze^e. However, a liberal policy will 
be followed in granting petitions for ac¬ 
cess to Individual applications already 
on file. 

In order that members of the public 
may have time to review the reissue ap- 
Idication and submit pertinent informa¬ 
tion to the Office before the examiner’s 
action, i 1.176 is amended to provide that 
reissue applications will not be acted on 
sooner than two months after the Official 
Gaaette announcement of filing. 

A substantial majority of the com- 
moits received favored adoption of 91.11 
(b). The only <H>position was based upon 
a suggestkm that no statutory authority 
exists. However, since reissue applica¬ 
tions contain no new disclosure, and 
therefore no trade secrets or confiden¬ 
tial Information, they are considered to 
present a “special circumstance” within 
the meaning of 35 U.S.C. 122. 

^Se* In re Clark, 522 F.2d 623,187 USPQ 200 
(OCPA 197S), at footnote 4 where the coart 
declined to decide whether It la prc^r to seek 
reissue merely to disclose unclted prior art. 
See also in re Altenpohl, 600 F.2d 1151, 183 
PBPQ 88 (CCPA 1974). 

• See r« fw Odm, 4tt F.2d 1200,170 USPQ 268 
(OCPA 1971). 
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The Insertion of “all" as the fifth wcH’d 
of the first sentence of S 1.11 <b) is for 
clarity. The word “furnished” is changed 
to “obtained” in § 1.11 for clarity. 

Protests and Public Use Proceedings 

Amended I §1.291 and 1.292 give 
greater recognition to the value of writ¬ 
ten protests and public use petitions in 
avoiding the issuance of invaJid patents. 

A substantial majority of the com¬ 
ments favored these sections and viewed 
them as improving the quality of issued 
patents. Entry of protests has been up¬ 
held in court.’ 

Section 1.291 ta) provides tliat public 
protests against ^lending applications 
will be entered in the, application file 
and will, if they meet stated require¬ 
ments, be considered by the examiner. 
To guarantee consideration by the ex¬ 
aminer, protests must be accompanied 
by copies of prior art documents relied 
upon, although protests without copies 
will not necessarily be Ignored. This is 
similar to the requirement of new § 1.98 
that copies of patents and publications 
accompany prior art statements. Sec¬ 
tion 1.291 does not contemplate per¬ 
mitting a protester to participate as a 
party in further proceedings. In the case 
of applications available to the pubhc, 
such as reissue applications, the pro¬ 
tester may file par>ers rebutting state¬ 
ments made by the applicant. The ex¬ 
aminer at his discretion may request a 
protester to submit additional written 
information or may provide extra time 
for comments by a protester to be filed. 

To ensure consideration by the ex¬ 
aminer, all protests must be timely 
submitted. Protests will generally be 
considered timely submitted if they 
are filed before final rejection or 
allowance of the application by the 
examiner. The consideration given to 
protests filed after final rejection or 
allowance of the application by the ex¬ 
aminer will depend upon the relevance 
of the prior art documents submitted 
and the point in time at which they 
are submitted. Obviously, if the prior art 
documents anticipate or clearly render 
obvious one or more claims they will 
not knowingly be ignored. It must be 
recognized, however, that the likelihood 
of consideration by the examiner de¬ 
creases as the patent date approaches. 
Accordingly, protests must be filed early 
in order to ensure their consideration. 

The first sentence of § 1.291(a) Is de¬ 
leted as unnecessary. Section 1.291(a) 
also is changed from the proposal to 
make clear that it applies to pending 
applications and that all protests will 
be referred to the examiner having 
charge of the subject matter Involved. 

Section 1.291(b) Incorporates the ex¬ 
isting Office policy of permitting per¬ 
sons to submit prior art citations or 
copies of prior art after a pat^t has 
been granted. The section is changed 
from the proposal by the addition of 
the words “any papers related thereto” 

• InternatUmal Paper Co. v. FIbreboant 
Corp., 63 F.RX>. 88, 181 USPQ 740 (D. DeL 
1974). 

to recognize that statements as to the 
pertinence of prior art may be sub¬ 
mitted. Both the citations and the re¬ 
lated papers are to be entered without 
comments. The material submitted is not 
examined by the Office but is available 
to members of the public inspecting Of¬ 
fice records. 

Some suggestions were received for 
major modifications of § 1.291. It was 
suggested that an advisory opinion of the 
examiner be placed in the patent file 
when protests were received after issu¬ 
ance of the patent Several persons sup¬ 
ported a suggestimi for examiners to 
state whether a “new issue" w'as raised by 
prior art cited by a protester. Another 
suggestion was that a procedm'e similar 
to that used in the recent Tidal Volun¬ 
tary Protest Programs* be adopted on a 
continuing basis. These suggesticms were 
carefully considered, but are not adopt¬ 
ed. The suggestions extend substantially 
beyond § 1.291 as pix^xised, and their 
benefits do not appear sufficient to justify 
the added cost at this time. 

Materials submitted to the Office under 
§§ 1.291 and 1.292 are to be served upmi 
the applicant, patentee, attorney or 
agent when possible. The term “pat¬ 
entee" is used in its ordinary sense as de¬ 
fined in 35 use 100(d). If service is not 
possible, materials are to be submitted in 
duplicate so that the Office can attempt 
to send the dupUcate copy. The proposal 
is changed by adding the wwds “with 
the Office” after “filed” in §§ 1.291(c) 
and 1.292(b) for clarity. 

In § 1.292, the requirement that peti¬ 
tioner bear the Office’s expenses in con¬ 
ducting the public use proceeding is de¬ 
leted. Section 1.292 is also amended to 
ensure that the existence of public use 
proceedings is r^orded in the apphcatiim 
file wrapper. Notice of a petition for a 
public use proceeding will be entered in 
the file in lieu of the petition itself when 
the petition and the accompanying pa¬ 
pers are too bulky to accompany the file. 
Any public use papers not physically en¬ 
tered in the file will be publicly available 
whenever the application file wrapper is 
available. 

Duty of Disclosure 

Amended § 1.56 defines the duty to dis¬ 
close information to the Office and the 
criteria for striking an application whoi 
that duty is violated. The wording of the 
section is changed in several respects 
frcHn the proposal, but the purpose and 
general scope are the same as in the 
proposal. The section codifies the exist¬ 
ing Office policy on fraud and Inequitable 
conduct, which is believed consistent with 
the prevailing case law in the federal 
courts. The expanded wording of the 
section is intended to be helpful to indi¬ 
viduals who are not expert in the judi¬ 
cially developed doctrines concerning 
fraud. The section should have a stabiliz¬ 
ing effect on future decisions in the Office 
and may afford guidance to courts as 
well. 

A majority of cmnments received fa¬ 
vored i 1.56 as imopoeed or with modl- 

< 923 0.0. 2; 930 0.0. 1464; 938 0.0. 946 
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fications. Persons opposed expressed 
concern over the imprecise definition of 
the duty of disclosure and the possibil¬ 
ity that the proposal would substantial^’ 
Increase the burden on patent applicants. 
Some stated that there would be in¬ 
creased litigation as a result of the pro¬ 
posal. Several suggestions were received 
on better ways to define the individuals 
who should disclose Information and the 
kinds of information that should be dis¬ 
closed. 

The first sentence of § 1.56(a) is 
changed from the proposal by adding the 
word “substantively.” so that individu¬ 
als having a duty of disclosure are lim¬ 
ited to those who are "substantively in¬ 
volved in the preparation or prosecution 
of the application.” This change is in¬ 
tended to make clear that the duty doe.s 
not extend to typists, clerks, and similar 
personnel who assist with an applica¬ 
tion. This phrase, when taken with the 
last sentence of S 1.56(a). is believed to 
provide an adequate indication of the 
individuals who are covered by the duty 
of disclosure. The word “with” is insert¬ 
ed in the first sentence of 11.56(a) be¬ 
fore “the assignee” and before "anyone 
to whom there is an obligation to as¬ 
sign” to make clearer that the duty ap¬ 
plies only to individuals, not to orga¬ 
nizations. 

Numerous comments concerned the 
term “relevance" that was used in the 
proposal. In response to the comments, 
language is substituted in f 1.56 and 
related sections which is believed to es¬ 
tablish a clearer standard for determin¬ 
ing whether information need be dis¬ 
closed to the Office. “Relevant” is re¬ 
placed by “material” because the latter 
term connotes something more than a 
trivial relationship. It appears to be more 
commonly used in court opinions. In ad¬ 
dition. the third sentence of S 1.56, which 
defines materiality, is rewritten. The 
sentence now states that Information is 
material “where there is a substantial 
likelihood that a reasonable examiner 
would consider it important in deciding 
whether to allow the application to is¬ 
sue as a patent.” The sentence para¬ 
phrases the definition of materiality used 
by the Supreme Court in its recent de¬ 
cision in TSC Industries v. Northtcay.^ 
Although in tliat case the court was cem- 
cemed wdth rules promulgated by the 
Securities and Elxchange Commission, 
the Court’s articulation of materiality is 
believed consistent with the prevailing 
concept that has been applied by lower 
courts in recent patent cases. 

The definition of materiality in § 1.56 
will have to be Interpreted in the con¬ 
text of patent law rather than securities 
law. Principles followed by courts in 
securities cases should not be translated 
to patent cases automatically. It is note¬ 
worthy, however, that In formulating 
the definition of matoiality in TSC In¬ 
dustries the Supreme Court eonsidered 
some of the same matten over which 
concern was exinressed In tile puMlc 

•426 Uj8.-, 48 L. Id. 2d W?. 96 8. Ct.. 
2128. 44 t7AX.W. 4862, deckled June 
1976. 
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comments on proposed § 1.56. The Coui't 
noted that the standard of materiality 
should not be so low that p>ersons would 
be “subjected to liability for insignifi¬ 
cant omissions or misstatements,” or so 
low that the fear of liability would cause 
management “simply to bury the share¬ 
holder in an avalanche of trivial infor¬ 
mation—a result that is hardly condu¬ 
cive to informed decision making.”* 

Although the third sentence of § 1.56 
(a) refers to decisions of an examiner, 
it is intended that the duty of disclosure 
would apply in the same manner in the 
less common instances where the ofiBcial 
making a decision on a patent applica¬ 
tion is someone other than an exam¬ 
iner—e.g., a member of the Board of 
Patent Interferences or the Board of 
Appeals. This is implicit in the duty “of 
candor and good faith” toward the OfiRce 
that is specified in the first sentence of 
§ 1.56(a). 

Comments and questions were received 
concerning the term “information” used 
in the second and third sentences of 
§ 1.56(a) and elsewhere. It means all of 
the kinds of information required to be 
disclosed under current case law. In addi¬ 
tion to prior art patents and publications, 
it includes information on prior public 
uses, sales, and the like. It is not be¬ 
lieved practicab’e to define information 
in the text of the rule at this time. How¬ 
ever, the rule is not intended to require 
disclosure of information favorable to 
patentability—e.g., evidence of commer¬ 
cial success of the invention. Neither is 
it meant to require disclosure of infor¬ 
mation concerning the level of skill in 
the art for purposes of determining 
obviousness. 

Several comments were received con¬ 
cerning the duty to disclose information 
the patent applicant regards as confi¬ 
dential, including information the appli¬ 
cant has received from another party 
under an injunction of secrecy. This 
problem has existed prior to amendment 
of § 1.56. The Patent and Trademark 
Office, of course, keeps information dis¬ 
closed by applicants confidential until a 
patent is issued. It has been suggested 
that the Office should develop a mecha¬ 
nism for continuing to hold information 
in confidence after issuance of a patent 
if in the judgment of the examiner the 
infoi-mation is not material to the exam¬ 
ination of the application. The feasibility 
of offering a rule for public comment on 
this topic at a later date will be con¬ 
sidered. 

New § 1.56(b) is added to make clear 
that information may be disclosed to 
the Office through an attorney or agent 
of record or through a pro se inventor, 
and that other individuals may satisfy 
their duty of disclosure to the Office by 
disclosing information to such an attor¬ 
ney, agent or inventor. Information that 
is not material need not be passed along 
to the Office. 

Proposed sections 1.56 (b) and (c) have 
been revised and sh(»tened and an>ear 
at §§ 1.56 (c) and (d). The proposal was 

• 436 U.S. at-48 L. Ed. 2d at 765, 96 S. 
Ct. at 2132, 44 U.S.L.W. at 4855. 

criticized for leaving it open to the Office 
to apply a different standard of material¬ 
ity from the one set forth in § 1.56.’ Sec¬ 
tion 1.56(d) as adopted states that an 
application “shall” be stricken when the 
criteria set forth are met. Thus § 1.56(d) 
as adopted establishes a single standard 
for striking applications. 

The term “inequitable conduct” is 
dropped from § 1.56(d) as covering too 
great a spectrum of conduct to be subject 
to mandatory striking. Inequitable con¬ 
duct that is equivalent to fraud is in¬ 
tended to come within the definition of 
fmud. The Court of Customs and Patent 
Appeals already has interpreted “fraud” 
in existing § 1.56 to encompass conduct, 
of this sort.* Moreover, § 1.56(d) as 
adopted calls for striking an application 
either for fraud or for a violation of the 
duty of disclosure. 

In § 1.56(d) “bad faith” is substituted 
for the term “deliberate” that was used 
in the proposal. This change is to make 
clear that an intent to deceive (or gross 
negligence equivalent to such an intent) 
must be shown before an application will 
be stricken. Bad faith is not present if 
information is withheld as a result of 
an error in judgment or inadvertence. 

Several comments concerned whether 
attorneys and agents could represent 
their clients’ interests and at the same 
time comply with § 1.56. Similar com¬ 
ments were directed to §§1.97 to 1.99. 
It is of course in the interest of the client 
to have a valid patent and this cannot 
be obtained without disclosure of known 
material facts. It is not inconsistent for 
an attorney or agent to fulfill his duty 
of candor and good faith to the Office 
and to act as an advocate for his client. 
The submission of information under 

^§ 1.56 does not preclude the submission 
of arguments that such information does 
not render the subject matter of the 
application unpatentable. 

In § 1.65 a new third sentence is added 
to require the patent applicant to ac¬ 
knowledge the duty of disclosure. The 
language is changed from the proposal 
to be consistent with changes made in 
§ 1.56. To allow time for the Office and 
applicants to revise printed oath and 
declaration forms now in use, the man¬ 
datory acknowledgement of the duty of 
disclosure in amended § 1.65 does not 
become effective until January 1, 1978. 
Applicants at their option may include 
the new language in oaths and declara¬ 
tions filed prior to the effective date. 
The Office will publish a separate notice 
in the Federal Register adding a sen¬ 
tence acknowledging the duty of disclo¬ 
sure to appropriate forms in 37 CFR 
Part 3, “Forms for Patent Cases.” 

The word “statement” is deleted from 
the title of § 1.65 to avoid confusion with 
the prior art statement of §§ 1.97 through 
1.99. 

Amended § 1.346 emphasizes that there 
must be a reasonable basis to support 

, V See discussion accompanying proposed 
rules in Federal Register of October 4, 1976, 
page 43731, first sentence. 

•Norton V. Curtiss. 483 P. 2d 779, 792, 167 
USPQ 532, 543 (CCPA 1970). 

every allegation of improper conduct 
made by a registered practitioner in any 
Office proceeding. The language that 
was proposed is clarified in the section 
as adopted. Although § 1.346 is limited 
to papers filed in Office proceedings, the 
amendment to § 1.346 is not intended 
to imply that disciplinary action never 
will be taken against a registered prac¬ 
titioner under § 1.348 for a groundless 
allegation of improper conduct in a court 
proceeding. 

Prior Art Statements 

New §§ 1.97, 1.98 and 1.99 deal with 
prior art statements and provide a mech¬ 
anism by which patent applicants may 
comply with the duty of disclosure pro¬ 
vided in § 1.56. The sections have been 
substanti^ly changed from the proposal, 
in response to comments received. 

Unlike the corresponding part of the 
proposal, the sections as adopted are 
not mandatory, though applicants are 
strongly encouraged to follow the pro¬ 
cedures described in them. Applications 
will be examined whether or not a prior 
art statement is filed and whether it 
complies with the rules or is defective. 
It is nevertheless believed that appli¬ 
cants will find that the use of prior art 
statements complying fully with the re¬ 
quirements of §§ 1.97 through 1.99 will 
be the best way to satisfy the duty of 
disclosure. The Patent and Trademark 
Office cannot assure that prior art dis¬ 
closed in other ways will be considered 
by the examiner. 

Sections 1.97 through 1.99 do not pre¬ 
scribe the content of what materials 
should be submitted in the prior art 
statement; this is for the applicant and 
the attorney or agent to decide in the 
light of the duty of disclosure expressed 
in § 1.56. The only criterion contained 
in §§1.97 through 1.99 as to content 
of the art cited is in § 1.97(b). This sub¬ 
section indicates that the statement will 
be construed as a representation that 
the prior art listed includes what the 
submitter considers to be the closest art 
of which he is aware. The submitter 
need not decide which particular items 
of prior art are the closest or identify 
any items as such; the representation 
is simply that he is not withholding 
known prior art vrhich he considers 
closer than that which is submitted. Sec¬ 
tion 1.97(b) makes clear that the prior 
art statement is not a representation 
that a search has been made or that no 
better art exists 

In § 1.97(a) the time for filing the 
prior art statement is extended from the 
two months of the original proposal to 
three months. In most cases prior art 
submitted within three months will be 
available to the examiner before he takes 
up the case for action, though it will be 
helpful if citations are made as promptly 
as possible. 

Section 1.98 lists the elements of the 
prior art statement: a listing of the art, 
a concise explanation of the relevance 
of each listed item, and copies of the art 
or the pertinent portions thereof. 

The prior art statement resembles 
somewhat the “patentability statement” 
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of the proposal and the “patentability 
brief’ proposed elsewhere.* The name has 
been changed to reflect a change in the 
requirements of $ li)8(a). Unlike the 
proposed version of this paragraph, 
which called for an explanation of why 
the claimed invention is believed patait- 
able over the cited art, the paragraph 
as adopted calls only for a concise ex¬ 
planation of the relevance of each listed 
item. This may be nothing more than 
identification of the particular figure or 
paragraph of the patent or publication 
which has some relation to the claimed 
invention. It might be a simple statement 
pointing to similarities between the item 
of prior art and the claimed invention. It 
is permissible but not necessary to dis¬ 
cuss differences between the prior art 
and the claims. It is thought that the 
explanation of relevance will be essenti¬ 
ally as useful to the examiner as the 
formerly proposed explanation of 
patentability, and should be significantly 
less burdensome for the applicant to 
prepare. 

Section 1.98 requires a copy of each 
patent or publication cited, including 
U.S. patents, to accompany the prior art 
stat^ent. Several comments questioned 
the need for burdening the applicant to 
supply copies of materials that are pres¬ 
ent in the OfiSce’s files. However, sub¬ 
stantial time and effort often is needed 
to locate a docmnent in the Office's files. 
Since the person submitting the prior 
art statement generally has available a 
copy of the item being cited, it is believed 
that expense and effort can be minimized 
by having that person supply tiie copy 
in all cases. Consideration has been given 
to proposals to allow the appUcant to 
submit an order for conies of the patents 
along with his statement instead of ac¬ 
tually submitting copies. This will be 
further studied, but to date no way ha.s 
been foimd to assure that the copies will 
be available to the examiner by the first 
action unless the applicant submits them 
with the prior art statement. 

Other changes to §§ 1.97 thiough 1.99 
from the proposal ehminate imnecessary 
language and clarify the requirements. 

A notice published in 1974 '* contained 
guidelines for the citation of prior art 
by applicants. Many of those guidelines 
are repeated or superseded by §§ 1.97 
through 1.99. In mder to allow appli¬ 
cants, attorneys and agents time to ad¬ 
just their procedures to comply with the 
requirements for prior art statements, 
the effective date of 1.97 through 1.99 
will be July 1, 1977. Until these new sec¬ 
tions beccHne effective, applicants should 
continue to follow the 1974 guidelines. 
Issuance of a revised notice, to take effect 
July 1, 1977, is under study. 

A smrey conducted by the Office in 
1976 concludes that many applicants 
have not been citing prior art to the 
OfBce." It is hoped that with the duty 

*E.g., Pbsekal Register of September 9, 
1968, 34 FR 14176, 866 0.0. 1402; S. 2255, 
94th Congress, f 131 (b). 

"Notice o< August 13, 1974, 926 0.0. 2. 
° SNA'S Patent, Trademark and Cc^yright 

Journal, No. 301, October 28, 1976, page D-1. 

of disclosure expressly set forth in 5 1.56. 
applicants will perceive that it Ls to their 
advantage to use the procedures of 
S§ 1.97 through 1.99. 

Secticxi 1.51 is amended by designating 
the existing rule as § 1.51<a) and adding 
new § 1.5Kb) which contains a reference 
to §§ 1.97 through 1.99. 

Foreign Language Oaths 

Amended S 1.52 and new § 1.69 are 
adopted as proposed. 

Section 1.69 requhes tliat oaths and 
declarations be in a language which is 
understood by the individual making the 
oath or declaration, l.e., a language which 
the individual comprehends. If the in¬ 
dividual comprehends the English lan¬ 
guage, he must use it. If the individual 
cannot comprehend the English lan¬ 
guage, any oath or declaration must be 
in a language which the individual can 
comprehend. If an individual uses a lan¬ 
guage other than English for an oath or 
declaration, the oath or declaration must 
include a statement that the individual 
understands the content of any docu¬ 
ments to which the oath or declaration 
relates. If the documents are in a lan¬ 
guage the individual cannot comprehend; 
the documents may be explained to him 
so that he is able to understand them. 

‘The Office will provide approved trans¬ 
lations for as many of the oath or decla¬ 
ration forms which appear in Part 3 of 
Title 37 of the Code of Federal Regula¬ 
tions as practicable, and in as many lan¬ 
guages as practicable, pro'uably using a 
side-by-slde Englisli/foreign language 
format. The availability of the foreign 
langtiage forms will be announced in the 
Official Gazette at a later date. 

The change in § 1.52, providing for an 
exception to the requirement that oaths 
and declarations be in the English lan¬ 
guage, is necessitated by the adoption of 
§ 1.69. 

Although veiT few persons opposed 
§§ 1.52 and 1.69, several suggested that 
the philo6<^ihy behind the change be ex¬ 
tended to the specification, requiring the 
specification to be in a language which 
the applicant understands, accompanied 
by an English translation. This sugges- 
tiem was not considered feasible because 
of the obvious burdens on the aiwlicant 
and the danger to the applicant and the 
public if the translation is not literally 
correct. Also, if a large number of appli¬ 
cations w^e filed in a feueign language, 
there would be significant administrative 
burdens on the Office. Attention is di¬ 
rected to the Manual of Patent Examin¬ 
ing Procedure, § 608.1, which permits 
ncxi-English language applications to be 
filed in certain limited circumstances. 

Other suggested modificatkms of the 
proposed rule included: (1) using an 
English language oath or declaration 
with one additional clause in a language 
understood by the persem making the 
oath or declaratimi, the clause stating 
that the person understands all the doc¬ 
uments to which the oath or declaration 
relates: and (2) exteiding the two 
month grace period for filing an English 
translatimi of an oath or declaration 
filed under § 1.65. 

After due consideration, suggestion (1) 
was believed not to accomplish the ob¬ 
jectives of the rule as well as the ad^ited 
rule. Suggestion (2) would cause unsatis¬ 
factory delays in the Initial processing of 
applications. 

Decisions and Files Made Public 

Section 1.14fd) makes more explicit 
the conditions under which significant 
decisions of the Patent and Trademark 
Office will be made available to the pub¬ 
lic, and includes reference to decisions 
of the Board of Patent Interferences, in 
addition to decisions of the Board of Ap¬ 
peals and the CtHnmissioner. 

A large majority of the comments re¬ 
ceived were favorable. Several commen¬ 
tators felt that more decisions would be 
made available as a result of the pro¬ 
posed section and that it would assist in 
publicizing aspects of Office procedure 
which may not have been available pre¬ 
viously. 

Some negative comments were based 
on the view’ that the Freedom of Infor¬ 
mation Act ” required all decisions of the 
Office to be made publicly available. A 
greater number of those opposing the 
proposed section, however, felt that ap¬ 
plicants should have an absolute right to 
have their applications maintained in 
confidence and that no information 
should be made public without specific 
authorization from them. One commen¬ 
tator felt that rulemaking on this sub¬ 
ject should be deferred imtff currently 
pending litigation" under the Freedom 
of Informati<Mi Act W’as finally resolved. 

The section as adopted is applicable to 
decisions deemed by the Commissioner 
to involve an interpretation of patent 
laws or regulations toat would be of sig¬ 
nificant precedent value, where such de¬ 
cisions are contained in either pending 
or abandoned applications or in inter¬ 
ference files not otherwise open to the 
public. It is applicable whether or not 
the decision is a final decision of the 
Patent and Trademark Office. 

The parenthetical phrase in the first 
sentence of the proposed section, which 
cited other provisions of the rules under 
which decisions are open to public in¬ 
spection. is deleted as unnecessary and 
possibly confusing. Also, in view of 
several comments received, the period of 
time during which an applicant or party 
in interest may object to having a de¬ 
cision made public is extended from one 
month to two months. At least twenty- 
days is given to request reconsideration 
and seek court review before a decision 
is made public over an objection. 

Section 1.14<d) is considered to place a 
duty on the Patent and Trademark Office 
to identify significant decisions and to 
take the steps necessary to inform the 
public of such decisiems, by pubheation 
of such decisions, in whole or in part. It 
is anticipated, however, that no more 
than a few dozen decisions per year will 
be deemed of sufficient importance to 
warrant publication under the autJiority 
of this section. 

» 5 UaC 552. 
" Itxmt v. GottscheUk, Slip Opinion, No. 74- 

1365 (D.C. Cir., October 21,1976). 
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Amended § 1.14(b) allows public in¬ 
spection of abandoned applications re¬ 
ferred to in defensive publications. The 
comments received on the proposed 
amendment on this topic in 1974 ex¬ 
pressed no opposition and the proposal is 
adopted without change. 

The amendment is intended to en¬ 
courage use of the defensive publication 
program provided under § 1.139. The ob¬ 
jective of that program is to make 
able to the pubUc the technical d^- 
closure of applications in which the 
owner prefers to publish an abstrwt in 
lieu of obtaining an examination. Exist¬ 
ing §§ 1.11(b) and 1.139 open the com¬ 
plete defensive publication application 
to inspection by the general public u^n 
pubheation of the abstract. With 
amendment, an abandoned application 
referred to in a defensive publication ap¬ 
plication will likewise be open to public 
inspection, avoiding any need to rep^t 
its contents in the defensive publication 
application. Thus, public availability of 
the applications involved should be of 
benefit both to the applicant and the 
public. 

A suggestion was made that the section 
be extended still further to include aban¬ 
doned applications referred to in foreign 
patents. This suggestion, however, goes 
too far beyond the proposal that was 
published and has too uncertain an im¬ 
pact to be adopted at this time. 

Amended § 1.11 (a) provides earlier 
access to the file of an interference which 
involved a patent or an application on 
which a patent has Issued. All comments 
toat were submitted on the 1974 pr(Hx>sal 
on this topic were favorable and two 
commentators felt the proposal should be 
extended further. The proposal is being 
adopted without change. 

Under present practice, access to the 
file of an Interference is not permitted 
until judicial review of the decision of 
the Board of Patent Interferences has 
been exhausted. The amended section 
allows access to the file after final deci¬ 
sion of the Board of Patent Interfer¬ 
ences if that decision is an award of 
priority as to all parties. It is b^eved 
that such earlier access will be of ben^t 
to members of the public by making 
available information relevant to the is¬ 
suance of the i>atent whether or not the 
interference decision is still being ad¬ 
judicated. ‘ 

Patent Appeals 

Section 1.194 clarifies the circum¬ 
stances in which oral hearings should 
be requested, provides for oral argu¬ 
ments by or on behalf of examiners in 
certain appeals, and reduces the time 
permitted for oral arguments. 

Comments relating to this section 
were favorable by a very substantial 
majority, although there were several 
reservations to the effect that § 1.194(a) 
tended to discourage or downgrade oral 
arginnents. Participation by examiners 
was considered to be desirable not mily 
from the standpoint of Improving the 
overall presentation of the argument, 
particularly in cwnplex cases, but also 

for the educational and experience ben¬ 
efits to the examiners themselves. 

The only opposition to the section was 
based on the feeling that oral hearings 
would be discouraged. The rule Is In¬ 
tended to discourage oral hearings only 
to the same extent as the Office’s 1975 
Official Gazette notice on the subject." 
Section 1.194(a) indicates that oral 
hearings should not be requested as a 
matter of course in every appeal, but 
only in those circumstances where the 
appellant feels that such a hearing will 
be of material assistance to the proper 
presentation of the appeal. The section 
expressly provides that equal considera¬ 
tion will be accorded in deciding all ap¬ 
peals, whether or not an oral hearing is 
held. 

In appeals where the appellant has re¬ 
quested an oral hearing, § 1.194(b) pro¬ 
vides for oral argiunent by, or on behalf 
of, the primary examiner, if such argu¬ 
ment is considered to be helpful by 
either the primary examiner or the 
Board. This provision incorporates the 
present practice of permitting examiners 
to present an oral argument before the 
Board." It gives the Board additional 
discretionary authority to request pres¬ 
entation of an oral argmnent by, or on 
behalf of the examiner to ensure that 
all issues are fuUy and accurately pre¬ 
sented. 

Section 1.194(c) provides, as does ex¬ 
isting § 1.194, that appeals will be as¬ 
signed for consideration and decision 
without an oral hearing where none has 
been requested by the appellant. Where 
an oral hearing has been requested, a 
day of hearing will be set, and both ap¬ 
pellant and the primary examiner will 
be notified. A provision for notice to the 
examiner is added to the proposed ver¬ 
sion. Additionally, § 1.194(c) reflects the 
present practice of limiting oral argu¬ 
ment on behalf of the appellant to 
twenty minutes." The time permitted for 
argmnent by the examiner has been 
shortened from twenty minutes, as pro¬ 
posed, to fifteen minutes. The examiner, 
unlike the appellant, will not ordinarily 
need time to present the facts of the 
case or for rebuttal. 

In any appeal where oral argument is 
to be presented by, or on behalf of, the 
primary examiner, the appellant will be 
given due notice of that fact. 

Proposed § 1.196(b) would have au¬ 
thorized the Board of Appeals to reject 
allowed claims, in cases before It, when¬ 
ever the Board had knowledge of 
grounds for so doing. 

While a majority of those commenting 
on this section favored in principle the 
concept of allowing the Board to have 
this right, significant concern was voiced 
that there was no statutory authority 
for the Board to actually reject allowed 
claims. Further, the questl<« of proper 
authority for judicial review of such ac¬ 
tion by the Board was a matter of con¬ 
cern. Other reasons advanced in opposi- 

“See notice of March 20, 1975, 933 0.0. 
1010. 

“ MPBP, 11209. 
“ See notice of March 20, 1975, 933 0.0. 

1010. 

tion to the section were that applicants 
would be inhibited from appeeding by 
the risk of having allowed claims re¬ 
jected and that the proposal would cre¬ 
ate a higher presumption of validity in 
cases reviewed by the Board. A signifi¬ 
cant number commented that it would 
be more appropriate for the Board to re¬ 
mand the case to the primary examiner 
for consideration of the grounds raised 
by the Board. This would afford the ap¬ 
plicant an opportunity to demonstrate 
the patentability of the claims and would 
remove any question as to statutory 
authority. 

In view of the comments received, ex¬ 
isting § 1.196(b) will not be modified, but 
a new § 1.196(d) is added providing ex¬ 
press authority for the Board of Appeals 
to include, in its decision, a statement of 
any grounds for rejecting any allowed 
claim that it believes should be con¬ 
sidered by the primary examiner. Section 
1.196(d) provides tiiat the Board may 
remand the case to the examiner for 
such consideration, and that the appli¬ 
cant shall have an opportunity to re¬ 
spond to the grounds set forth by the 
Board prior to consideration by the ex¬ 
aminer. If the previously allowed claims 
are rejected by the examiner, the rejec¬ 
tion may be appealed to the Board. 

The new section further provides that 
a decision of the Board which includes a 
remand will not be considered as a fina.! 
decision in the case, but that the Board, 
following conclusion of the proceedings 
before the primary examiner, will either 
adopt its earlier decision as final or will 
render a new decision based on all ap¬ 
pealed claims, as it considers appro¬ 
priate. In either case, final action by the 
Board will give rise to the existing alter¬ 
natives available to an appellant follow¬ 
ing a decision by the Board. 

In situations where the primary ex¬ 
aminer concludes after consideratimi of 
all the evidence and argmnent that the 
remanded claims should be allowed, the 
new rule dealing with reasons for aUow- 
ance (§ 1.109) provides an appropriate 
mechanism for him to explain, on the 
record, his reasoning for coming to this 
conclusion, notwithstanding the groimds 
set forth by the Board in its statement. 

Prcnnulgation of new § 1.196(d) does 
not affect the Board’s existing authority 
to remand a case to the primary ex¬ 
aminer without rendering a decision in 
appropriate circumstances. Section 
1.196(d) is not intended as an instruc¬ 
tion to the Board to reexamine every 
allowed claim in every appealed applica¬ 
tion. It is, rather, intended to give the 
Board express authority to act when it 
becomes apparent, during the considera¬ 
tion of rejected claims, that one or more 
allowed claims may be subject to rejec¬ 
tion on either the same or on different 
grounds from those applied against the 
rejected claims. 

Reasons for Allowance 

New § 1.109 is intended to emphasize 
and formalize the examiner's authority 
to state his reasoning for allowing a 
claim or claims. The authority is discre¬ 
tionary with the examiner and is only to 
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be used when the record does not other¬ 
wise reveal the reasons for allowance. 

A majority of the comments received 
favored the rule as pressed because it 
would tend to provide coiirts and others 
who were reviewing the patent with a 
clearer record. Those who opposed the 
rule most often gave the reason that the 
examiner might fail to state all the rea¬ 
sons or the strongest reasons why a claim 
was allowed, which could place unneces¬ 
sary limitations on the claims or create 
an estoppel in subsequent litigation or 
licensing. 

To help insure that the examiner’s 
statement of his reasoning in allowing a 
claim will not tumecessarUy limit the 
claims or create an estoppel, a final sen¬ 
tence is added to the prc^x)sal which 
states that failure of the applicant to 
comment upon or rebut the examiner’s 
reasoning “shall not give rise to any 
implication that the applicant agrees 
with or acqiiiesces in the reasoning of 
the examiner.” 

■ Several commenters suggested that 
stricter enforcement of §9 1.111 and 1.133 
woidd eliminate the need for a new rule 
ccmcemlng reasons for allowance. Situa¬ 
tions exist, however, where a statement 
of reasons for allowance could be help¬ 
ful, for example when an examiner with¬ 
draws a rejection for reasons not sug¬ 
gested by the applicant; when an appli¬ 
cant submits several arguments for 
allowing a claim and the examiner finds 
not all of them persuasive; when an 
examiner allows a claim on the first 
Office action after citing very close prior 
art; and when the examiner allows a 
claim after r^and frran the Board of 
AppeeJs (see new 9 1.196(d)). 

The first sentence of the proposed rule 
is changed to define more precisely the 
circumstances in which an examiner’s 
statement is appropriate, as well as to 
d^ine more precisely the content of the 
statement. ’The statement will include 
the examina-’s “reaswilng.’- The exam¬ 
iner may state his reasoning whenever 
he “believes that the record of the prose¬ 
cution as a whole does not make clear 
his reasons for allowing a claim or 
claims.” 

Several persons commented that the 
rule should provide a procedure for 
appeal from the examiner’s statement of 
his reasoning. The rule does permit w 
plicants to comment upon the exam¬ 
iner’s reasoning. If the applicant does 
not wish to c(Hnment, he may reserve for 
a later proceeding, without prejudice, 
any rebuttal. 

Text or Rules Adopted 

After consideration of the ccHnments 
received and pursuant to the authority 
contained in 9 6 of Title 35 of the United 
States Code, Part 1 <rf Title 37 of the 
Code of Federal RegxUations is amended 
as set forth below. 

1. Section 1.11 is revised to read as 
follows; 

§ 1.11 Files open to the publie. 

(a) After a patent has be^ issued, 
the specification, drawings, and all pa¬ 
pers relating to the case in the file of 
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the patent are open to inspection by the 
general public, and copies may be ob¬ 
tained upon paying the fee therefor. Af¬ 
ter an award of priority by the Board 
of Patent Interferences as to all parties, 
the ffie of any interference which in¬ 
volved a patent, or an application on 
which a patent has issued, is similarly 
(H>en to public inspection and procure¬ 
ment of c<H>ies. See 9 2.27 for trademark 
files. 

(b) All reissue applications and all ap¬ 
plications in which the Office has ac¬ 
cepted a request filed under 9 1.139, and 
related papers in the application file, are 
open to Inspection by the general public, 
and copies may be obtained upon paying 
the fee therefor. The filing of reissue 
applications will be announced in the 
Offleial Gazette. ’The announcement shall 
include at least the filing date, reissue 
aiH>lication and original patent niunbers. 
title, class and subclass, name of the in- 
vent<M‘, name of the owno: ctf record, 
name of the attorney or agent of record, 
and examining group to which the reissue 
application is assigned. 

2. In 9 1.14 paragracdis (b) and <d) 
are revised to read as follows: 
§ 1.14 Patent applications prcserv(>d in 

se<Tecy. 
• « • • • 

(b) Except as provided in 9 1.1 Kb) 
abandoned applications are likewise not 
open to public inspection, except that if 
an application referred to in a n.S. pat¬ 
ent, or in an application which is open 
to inspection pursuant to 91.139, is aban¬ 
doned ajDd is available, it may be in¬ 
spected or copies obtained by any pason 
on written request, without notice to the 
applicant. Abandoned ^plications may 
be destroyed after 20 years from their 
filing date, except those to which par¬ 
ticular attention has been called and 
which have been mailed for preserva- 
tiem. Abandoned applications will not be 
returned. 

• « • # • 

(d) Any decision of the Board of Ap¬ 
peals (»■ the Board of Patent Interfer¬ 
ences, or any decision of the Commis¬ 
sioner on petition, not otherwise op«a to 
iHiblic in£«)ection shall be puUidied or 
made available for public inspection if: 
(1) The Commlssiono’ believes the decl- 
siem Involves an intenxetation of patent 
laws or regulations that would be of im¬ 
portant precedent value; and (2) the 
aiH>licant. or any party involved in the 
Interference, does not, within two months 
after being notified of the intention to 
make the decision public, object in writ¬ 
ing (m the ground that the decision dis¬ 
closes a trade secret or other confidential 
information. If a deciskm discloses such 
information, the i^jffiicant or party shall 
identify the ddetions in the text of the 
decision considered necessary to protect 
the information. If it is considered the 
entire deciskm must be withheld from 
the public to protect such Infcxmation. 
the applicant or party must explain why. 
Applicants or parties will be given time, 
not less than twenty days, to request 
rec<msideratkm and seA court review be- 
f(H^ any portions decisi<ms are made 
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public over their objection. See 9 2.27 f<Mr 
trademark apifiications. 

3. Section 1.51 is revised to read as 
follows: 
§ 1.51 General requisites of an appli- 

ratiun. 

(a) Applications for patents must be 
made to the Commissioner of Patents 
and Trademarks. A complete application 
ccHnprises: 

(1) A specification. Including a claim 
or claims, see T9 1.71 to 1.77. 

(2) An oath or declaration, see 9§ 1.65 
and 1.68. 

t3) Drawings, when necessary, see 
99 1.81 to 1.88. 

(4) The prescribed filing fee. (See 35 
use section 41 for filing fees.) 

(b) Applicants are encouraged to file 
a prior art statement at the time of filing 
the application or within three months 
thereafter. See 99 1.97 through 1.99. 

4. In 9 1.52 paragraph (a) is revised 
to read as follows; 
§ l.,52 I.ianguage, paper, writing, mar¬ 

gins. 

(a) The specification and oath or dec¬ 
laration must be in the English language 
except as provided in 9 1.69. All papers 
which are to beccmie a p€trt of the per¬ 
manent records of the Patmt and Trade¬ 
mark Office must be legibly written or 
printed in permanent ink or its equiva¬ 
lent in quality. All of the appUeatlon 
papers must be presented in a form 
having sufficient clarity and contrast be¬ 
tween the paper and the writing or print¬ 
ing thereon to permit the production of 
readily legible copies in any number by 
use of photographic, electrostatic, photo¬ 
offset, and microfilming processes. If the 
papers are not of tiie required quality, 
substitute typewritten or printed pmiers 
of suitable quality may be required. 

* • • • * 
5. Section 1.56 is revised to read as 

follows; 

§ 1.56 Duly of disclosure; striking of 
applications. 

<a) A duty of candor and good faith 
toward the Patent and Trademark Office 
rests on the Inventor, on each attorney 
or agent who prepares or prosecutes the 
application and on every other individual 
who is substantively involved in the prep¬ 
aration or prosecution of the application 
and who is associated with the inventor, 
with the assignee or with anyone to 
whc»n there is an obligatlcm to assign 
the application. All such individuals have 
a duty to disclose to the Office informa¬ 
tion they are aware of which is material 
to the examination of the application. 
Such information is material where there 
is a substantial likelihood that a reason¬ 
able examiner would consider it impor¬ 
tant in deciding whether to allow the 
application to issue as a patent. The duty 
is commensurate with the degree of in¬ 
volvement in the preparation or prosecu¬ 
tion of the application. 

(b) Disclosures pursuant to this sec¬ 
tion may be made to the Office through 
an attorney or agent having responsi¬ 
bility for the preparation or prosecution 
of the tmplication or through an in¬ 
ventor who is acting in his own b^alf. 
Disclosure to such an attorney, agent or 
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Inventor shall satisfy the duty, with re¬ 
spect to the Information disclosed, of 
any other individual. Such an attorney, 
agent or inventor has no duty to trans¬ 
mit information which is not material to 
the examination of the application. 

(c) Any application may be stricken 
from the files if: (1) Signed or sworn 
to in blank, or without actual inspection 
by the applicant; or 

(2) Altered or partly filled in after 
being signed or sworn to., 

(d) An application shall be stricken 
from the files if it is established by clear 
and convincing evidence that any fraud 
was practiced or attempted on the Office 
in connection with it or that there was 
any violation of the duty of disclosure 
through bad faith or gross negligence. 

6. In the heading preceding S 1.65 
“STATEMENT;” Is deleted. 

7. In 5 1.65 the heading and para¬ 
graph (a) are revised to read as follows: 

§ 1.65 Oath or declaration. 

(a) (1) The applicant, if the inventor, 
must state that he verily believes himself 
to be the original and first inventor or 
discoverer of the process, machine, man¬ 
ufacture, cMnposition of matter, or Im¬ 
provement thereof, for which he solicits 
a patent; that he does not know and 
does not believe that the same was ever 
known or used in the United States be¬ 
fore his invention or discovery thereof, 
and shall state of what country he is a 
citizen and where he resides and whether 
he is a sole or joint inventor of the in¬ 
vention claimed in his application. In 
every original an>licati(»i the applicant 
must distinctly state that to the best of 
his knowledge and b^ef the inventicm 
has not been in puUic use or on sale in 
the United States more than one year 
prior to his application patented or 
described in any printed publication in 
any country before his invention or more 
than one year prior to his application, or 
patented or made the subject of an in¬ 
ventor’s certificate in any foreign coun¬ 
try prior to the date of his application 
on an application filed by himself or his 
legal representatives or assigns more 
than twelve months turior to his aiH>li- 
catlon in this country. He must acknowl¬ 
edge a duty to disclose informatlcm he is 
aware of which is matnlal to the exami¬ 
nation of the application. He shall state 
whether or not any application for patent 
or Inventor’s certificate on the same in¬ 
vention has been filed in any foreign 
country, either by himself, or his legal 
representatives or assigns. If any such 
application has been filed, the applicant 
shall name the country in which the 
earliest such application was filed, and 
shall give the day, month, and year of its 
filing; he shall also identify by coimtry 
and by day, month, and year of filing, 
every such foreign applicati<m filed more 
than twelve months before the filing of 
the aiH^cation in this country. 

(2) ’This statement (1) must be sub¬ 
scribed to by the applicant, and (ii) must 
either (a) be sworn to (or affirmed) as 
provided in 9 1.66, or (b) Include the 
personal declaration of the applicant as 

prescribed in § 1.68. See § 1.153 for de¬ 
sign cases and § 1.162 for plant cases. 

* • • * « 
8. Section 1.69 is added to read as 

follows: 

§ 1.69 Foreign language oath!> and dec¬ 

larations. 

(a) Whenever an individual making an 
oath or declaration cannot tmderstand 
English, the oath or declaration must be 
in a language that such individual .can 
understand’ and shall state that such in¬ 
dividual imderstands the content of any 
documents to which the oath or declara¬ 
tion relates. 

(b) Unless the text of any oath or 
declaration in a language other than 
English is a form provided or approved 
by the Patent and Trademark Office, it 
must be accompanied by a verified El¬ 
fish translation, except that in the case 
of an oath or declaration filed imder 
S 1.65, the translation may be filed in the 
Office no later than two months after the 
filing date. 

9. The heading “PRIOR ART STA’TE- 
MENT” is added following 9 1.95 and 
preceding 9 1.97. 

10. Section 1.97 is added to read as 
follows: 

§ 1.97 Filing of prior art statement. 

(a) As a means of complying with 
the duty of disclosure set forth in 91.56, 
applicants are encouraged to file a prior 
art stat^ent at the time of filing the 
application or within three months 
thereafter. The statement may either be 
separate from the specification or may 
be Incorporated therein. 

(b) liie statement shall serve as a 
representation that the prior art listed 
therein includes, in the opinion of the 
person filing it, the closest i»1or art 
of which that p^on is aware; the state¬ 
ment shall not be construed as a rQ)re- 
sentation that a search has been made 
or that no better art exists. 

11. Section 1.98 is added to read as 
follows: 

§ 1.98 Content of prior art statement. 

(a) Any statemmt filed tmder 9 1.97 
or i 1.99 shall include: (1) A listing of 
patents, publications or other informa¬ 
tion and (2) a concise explanation of the 
relevance of each listed item. The state¬ 
ment shall be accompanied by a copy 
of each listed patent (h: publication or 
other item of information in written 
form or of at least the portions thereof 
considered by the person filing the state¬ 
ment to be pertinent. 

(b) When two or more patents or 
publications considered material are 
substantially Idoitical, a copy of a rep¬ 
resentative one may be included in the 
statement and others merely listed. A 
translation of the pertinent portions of 
foreign langxiage patents or pubUcatkms 
ocmsidered material should be transmit¬ 
ted if an existing translation is readily 
availalde to the I4>pllcant. 

12. Section 1.99 is added to read as 
follows: 

§ 1.99 Updating of prior art statement. 

If prior to issuance of a patent an 
applicant, pursuant to his duty of disclo¬ 
sure under § 1.56, wishes to bring to the 
attention of the Office additional pat¬ 
ents, publications or other information 
not previously submitted, the additional 
information should be submitted to the 
Office with reasonable promptness. It 
may be included in a supplemental prior 
art statement or may be Incorporated 
into other commimications to be con¬ 
sidered by the examiner. Any transmit¬ 
tal of additional Information shall be 
accompanied by explanations of rele¬ 
vance and by'coEdes in accordance with 
the requirements of § 1.98. 

13. Section 1.109 is added to read as 
follows: 

§ 1.109 Reasons for allowance. 

If the examiner believes that the rec¬ 
ord of the prosecution as a whole does not 
make clear his reasons for allowing a 
claim or claims, the examiner may set 
forth such reasoning. ’This shall be in¬ 
corporated into an Office actiem reject¬ 
ing other claims of the application or 
be the subject of a separate communi¬ 
cation to the applicant. ’The applicant 
may file a statem«it commenting on the 
reasons for allowance within such time 
as may be specified by the examiner. 
Failure to file such a stat^ent shall 
not give rise to any implication that 
the applicant agrees with or acquiesces 
in the reasoning of the examiner. 

14. In § 1.175 paragraph (a) is revised 
to read as follows: 

§ 1.175 Rebsue oath or declaration. 

(a) Applicants for reissue, in addition 
to ccnnplying with the requirements of 
the first sentence of 9 1.65, must also file 
with their applications a statement under 
oath or declaration as follows: 

(1) When the applicant verily believes 
the original patent to be wholly or partly 
inoperative or Invalid, stating such belief 
and the reasons why. 

(2) When it is claimed that such 
patent is so inoperative or invalid “by 
reason of a defective specification or 
drawing,” particularly specifying such 
defects, 

(3) When it is claimed that such 
patent is inoperative or invalid “by rea¬ 
son of the patentee claiming more or less 
than he had a rlgdit to claim in Uie 
patent,” distinctly specifying the excess 
or insufficiency in the claims. 

(4) When the applicant is aware of 
prior art or other information relevant 
to patentability, not previously con¬ 
sidered by the Office, which might cause 
the examiner to deem the original patent 
wholly or partly inoperative or Invalid, 
particularly specifying such prior art or 
other information and requesting that 
if the examiner so deems, the applicant 
be permitted to amend the patoit and 
be granted a reissue patent. 

(5) Particularly specifying the errors 
or what might be deemed to be errors 
relied upon, and how they arose or 
occurred. 

FEDERAL REGISTER, VOL 42, NO. 19—FRIDAY, JANUARY 28, 1977 



(6) Stating that said errors, if any, 
arose “without any deceptive Intention” 
on the part of the applicant. 

• • * • • 
15. Section 1.176 is revised to read as 

follows: 

§ 1.176 Examination of reissue. 

An original claim, if re-presented in 
the reissue application, is subject to re¬ 
examination, and the entire application 
will be examined in the same manner as 
original applications, subject to the rules 
relating thereto, excepting that division 
will not be required. Applications for re¬ 
issue will be acted on by the examiner in 
advance of other applications, but not 
sooner than two mon^ after annoimce- 
ment of the filing of the reissue applica¬ 
tion has appeared in the Official Gazette. 

16. Section 1.194 is revised to read as 
follows: 

§ 1.194 Oral hearing. 

(a) An oral hearing should be re¬ 
quested only in those circumstances in 
which the appellant considers such a 
hearing necessary or desirable for a 
proper presentation of his appeal. An 
appeal decided without an oral hearing 
will receive the same consideration by 
the Board of Appeals as appeals decided 
after oral hearing. 

(b) If appellant requests an oral hear¬ 
ing, an oral argiunent may be presented 
by. or on behalf of, the primary exam¬ 
iner if considered desirable by either the 
primary examiner or the Board. 

(c) If no request for oral hearing has 
been made by the appellant, the appeal 
will be assigned for consideration and 
decision. If the appellant has requested 
an oral hearing, a day of hearing will be 
set, and due notice thereof given to the 
iq;>pellant and to the primary examiner. 
Hearing will be held as stated in the 
notice, and oral argtiment will be limited 
to twenty minutes for the appellant and 
flfteoi minutes for the primary exam¬ 
iner unless otherwise ordered before the 
hearing begins. 

17. Secticm 1.196 is amended by addii]« 
new paragraph (d) to read as follows: 

§ 1.196 Decision by the Board of .4p- 
peals. 

• • • s « 
(d) Although the Board of Appeals 

normally will confine its decision to a 
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review of rejections made by the primary 
examiner, should it have knowledge of 
any grounds for rejecting any allowed 
claim that it believes should be con¬ 
sidered, it may include in its decision a 
statement to that effect and remand the 
case to the primary examiner for con¬ 
sideration thereof. In such event, the 
Board shall set a period, not less than 
one month, within which the applicant 
may submit to the primary examiner an 
appropriate amendment, or a showing of 
facts or reasons, or both, in order to 
avoid the groimds set forth in the state¬ 
ment of the Board of Appeals. If the 
primary examiner rejects the previously 
allowed claim or claims on the basis of 
such statement, the applicant may appeal 
to the Board of Appeals from the rejec¬ 
tion. Whenever a decision of the Board 
of Appeals includes a remand, that deci¬ 
sion ^all not be considered as a final 
decislcxi in the case, but the Board of 
Appeals shall, upon conclusion of the 
proceedings before the primary examiner 
on remand, either adopt its decision as 
final or render a new decision on all of 
the claims on appeal, as it may deem 
appropriate. 

18. Section 1.291 is revised to read as 
follows: 

§ 1.291 Prote»,U and prior art citations 
by public. 

(<) Protests against pending applica¬ 
tions will be acknowledged and r^erred 
to the examiner having charge of the 
subject matter Involved. A protest spe¬ 
cifically identifying the application to 
whkh the protest is directed will be en¬ 
tered in the application file and. if timely 
submitted and accompanied by a copy of 
each prior art document relied upon, 
will be considered by the examiner. 

(b) Citations of prior art and any 
papers related thereto may be entered 
in the patent file after a patent has been 
granted, at the request of a member of 
the public or the patentee. Such cita¬ 
tions and papers will be entered without 
comment by the Patent and Trademark 
Office. 

(c) Protests and prior art citations by 
the public and any accompan3dng papors 
should either (1) reflect that a eapj of 
the same has been served upon the ap¬ 
plicant or patentee or upon his attorney 
or agent of record; or (2) be filed with 

5596 

the Office in duplicate in the event serv¬ 
ice is not possible. 

19. In § 1.292 paragraph (b> is revised 
to read as follows: 

§ 1.292 Piiblio use proceedings. 

• • • • • 
cb) The petition and acccanpanying 

papers should either (1) reflect that a 
copy of the same has been served upon 
the applicant or upon his attorney or 
agent of record; or (2) be filed with the 
Office in duplicate in the event service 
is not possible. The petition and accom¬ 
panying papers, or a notice that such a 
petition has been filed, shall be entered 
in the application file. 

20. Section 1.346 is revised to read as 
follows: 

§ 1..T46 Signaliir<> and rertificato of at¬ 
torney. 

Every paper filed by an attorney or 
agent representing an applicant or party 
to a proceeding in the Patent and Trade¬ 
mark Office must bear the signature of 
such attorney or agent, except papers 
which are required to be signed by the 
applicant or party in person (such as the 
application itself and affidavits or^dec- 
larations required of awllcants).'The 
signature of an attorney or agent to a 
paper filed by him, or the filing or pres¬ 
entation of any paper by him, constitutes 
a certificate that the paper has been 
read; that its filing is au^orized; that 
to the best of his knowledge, information, 
and belief, there is good groimd to sup¬ 
port it, including any allegations of im¬ 
proper conduct contained therein; and 
that it is not interposed for delay. 

Effective date: These amendments be¬ 
come effective on March 1, 1977, except 
for §§ 1.51. 1.97, 1.98, and 1.99 which 
become effective on July 1, 1977, and 
i§ 1.65 and 1.69 which become effective 
on January 1,1978. 

Dated: January 18,1977. 

C. Marshall Dann, 
Commissioner ot Patents 

and Trademarks. 

Am>roved: January 19, 1977. 
Bctst Ahcker-Johusoh, 

Assistant Secretary for 
Science and Teehndloyy. 
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