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BLANK No. 6. APPEARANCE.

UNITED STATES CIRCUIT COURT OF APPEALS FOR THE FIRST CIRCUIT.

Memorandum. The signature of a member of the Bar of the United States Circuit Court of Appeals for the Pirst Circuit is

required.
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BLANK No. 6. APPEARANCE.

UNITED STATES CIRCUIT COURT OF APPEALS FOR THE FIRST CIRCUIT.

NO. H f- OCTOBER TERM, 189^

Memorandu.m. The signature of a member of the Bar of the United States Circuit Court of Appeals for the First Circuit is

required.
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BLANK No. 6. APPEARANCE.

UNITED STATES CIRCUIT COURT OF APPEALS FOR THE FIRST CIRCUIT.

NO. ///^ OCTOBER TERM, 189 ^

V.

The Clerk will enter my appearance as Counsel for the

;
-

''

Memorandu.m. The signature of a member of the Bar of the United States Circuit Court of Appeals for the hirst Circuit is

required.
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Unitaci Stated Circjiit Court of Appeals for tho

First Circuit.

Pi'^rca h Bushnell Manufacturing Company , App si 1 ^Jit

V.

Rmil W??rckm3i8ter,App«5ilos.

Motion for igavs to fila additional brief for appsilant.

Motion is hereby made tc the Court that leave be granted

to Wi3.ii, im A. Jenner,Eaq. ,of counsel for appellant in the abcvs

entitled cause, tc file a printed brief, a copy of which is

hereto annexed, in addition to the brief heretofore filed by

him, in order that the attention of tl' e Court may be called

to the provisions of a section of the Copyright Act not re-

ferred to at the hearing of the cause but believed to be ma-

terial to its just determination.
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lit y. Burgoyne's Pr'ntlng Business, 148-150 Centre St . N. (

United States Circuit Court of Appeals

FIRST CIRCUIT.

Pierce & Bushnell Manufactur-

ing Company,

Defendant-Appellant,

vs.

Emil Werckmeister,

Complainant-Respondent.

Additional Note.

The copyright act as amended March, 1891, provides re-

specting the notice :

“ § 4963. Every person who shall insert or impress such
notice, or words of the same purport, in or upon any book,
map, chart, dramatic or musical composition, print, cut, en-

graving, or photograph, or other article, for which he has not
obtained a copyright, shall be liable to a penalty of one hun-
dred dollars, recoverable one-half for the person who shall sue
for such penalty, and one-half to the use of the United States.”

Unless the photograph was actually copyrighted, the notice

on it was wrongful. The notice on it could be rightful

only if copyright was “ obtained ” on if. Where

an “ article ” is copyrighted, the copyright covers

every copy, and every copy is to be regarded as an

original, and should properly be impressed with the notice

under § 4962. This dilemma is presented : If complainant’s

photograph is a “copy” of the copyrighted painting, it was

itself copyrighted, and was rightfully impressed with the
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notice, l)ut in such case the proviso of § 4956 requiring manu-

facture here Avould apply to it, but the ])roviso of § 4956 would

not apply to it oidy on the view that the photograph was not

copyrighted, and in that case the notice was improperly im-

pressed upon it under § 4!)63, but if the notice had been

omitted there would then have been no notice at all to the

public, none on the original painting and none on the photo-

graphs. To hold that the photograph is not a co])y of the

painting but is copyrightable separately avoids the dilemma.

If the photograph had been copyriglited here the requirements

of the proviso of § 4956 would have been satisfied, the notice

required by § 4962 could have been given, and the penalty^ im-

posed by § 4963 avoided.

It is not an answer to this, that the present complainant

will risk his liability for the penalty. It may be true that he

cannot be held liable because he is in Berlin and committed

the act of impressing the notice there, and the penalty is not

attached to the importing or sale here of a falsely marked

article, but the illegality in the act of impressing the notice is

not to be affected by the residence of the wrong-doer. The

act should apply in all its parts to foreigners as well as resi-

dents, otherwise a resident might copyright his painting, .send

a negative abroad, have photographs of it made and marked

with the notice, import them and sell them here and thus evade

the requirements of the proviso, and the penalty, and still enjoy

the monopoly.

Respectfully submitted,

W>i. A. Jenner,

Of Counsel.
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Iiljiited ^tiTies oic

Ipresiikut ofl the ^|niteil ^tates oji ^,merica*

To The Honorable the Judges of the. Court

of the United States for the District of^

GREHTIJVG:

DECIIEE.

September 12, 1894.

This cause having come on to be heard upon the Ihll of complaint
herein, the answer thereto of the defendant, the Pierce & Bushnell
Manufacturing Company, the replication of the complainant to such
answer, and the proof oral, documentary and written, taken and filed

in said cause.

Now, therefore, on consideration thereof, after hearing Louis C.
Raegener, Esq., of counsel for complainant, and Alexander P.
Browne, Esq., of counsel for defendant, it is ordered, adjudged and
decreed, and the Court doth hereby order, adjudge and decree, as
follows :

—
That Gustav Naujok, on or about Oct. 1, 1891, was a German

sulqect and a resident of Germany, and the author and designer of
a certain painting in oil called “ Die Heilige Ciicilie ”, and that said
painting is a work of art. That on March 5, 1892, the said Gustav
Naujok assigned and transferred to the complainant, who does busi-
ness under tlie firm name of “ Photographische Gesellschaft ”, the
right to obtain a copyright for said painting.

That on May IG, 1892, the complainant, under the name of the
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©ttfiiit 0f the ftniteil ft»tes

FOR THE DISTRICT OF MASSACHUSET^'S.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Co.

Emil Werckmeister, a citizen of the Empire of Germany,

brings this his bill of complaint against the Pierce & Bushnell

Manufacturing Company, a corporation duly organized and

established under the laws of the State of Massachusetts, and a

citizen of said State; and thereupon your orator complains and

says

:

That your orator does business under the firm name of

Photographische Gesellschaft, and for many years prior to the

year 1890 did business under the said firm name of Photo-

graphische Gesellschaft.

And your orator further shows unto your Honors, that on

or about October 1, 1891, one G. Naujok invented, designed and

painted a certain painting called “ Die Heilige Cacilie.” That

said painting “Die Heilige Cacilie” is of an allusive character,

and by means of representing the patron saint of music,

St. Cecilia, sitting before an organ, and cherubs dropping

fiowers, and by means of the artistic coloring of the picture and

the expression in the face of St. Cecilia, expresses emblemati-

cally the power of sacred music.

And your orator further shows, that the said G. Naujok, on
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or about the 5th day of March, 1892, assigned, transferred and

sold to your orator all his right, title and interest in any copy-

right obtainable in the United States of America and in all other

countries, and also the solo liberty and right of printing, re-

printing, publishing, completing, copying, executing, finishing

and vending said painting.

And your orator further shows unto your Honors, that hav-

ing acquired the right to obtain the copyright for said painting

and the sole right for printing, reprinting, publishing, complet-

ing, copying, executing, finishing and vending the same, and

being a subject of the Empire of Germany, and desiring to

secure the copyright thereof under the laws of the United States

respecting copyrights, your orator, before the publication

thereof in this or any foreign country, to wit, on the 16th day

of May, 1892, delivered at the office of the Librarian of Congress,

at Washington, District of Columbia, a copy of the title and

description of said printing, which description was in the follow-

ing words, to wit

:

“St. Cecil is playing on an organ, whilst cherubs are strew-

ing roses on the key-board,”

and also a photograph thereof; and that such title and descrip-

tion and photograph were duly deposited in the mail within the

United States, addressed to the Librarian of Congress, at Wash-

ington, District of Columbia, on the 16th day of May, 1892, and

that the Librarian of Congress duly received the same and

recorded the title thereof on said 16th day of May, 1892, as will

more fully and at large appear from a duly authenticated copy

of said record, ready in Court to be produced, if required, a copy

whereof is hereto annexed, marked “ Exhibit Certificate A.”

And your orators further shows unto your Honors, that he

began the publication of said painting on or about the 15th day

of September, 1892, and not before, either in this country or

any foreign country.

And your orator further shows unto your Honors, that by

reason of the premises and of the statutes in such cases made
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and provided there was secured to your orator, his executors,

administrators and assigns, or intended so to be, for the term of

twenty-eight years from the said 16th day of May, J892, the

sole liberty of printing, reprinting, publishing, completing,

copying, executing, finishing and vending the said painting.

And your orator further shows unto your Honors, that being

the lawful proprietor of said copyright as aforesaid and in pos-

session of the same, and being able and desirous of supplying

copies of the same to purchasers, your orator had made and

prepared at his place of business, in the City of Berlin, in the

Empire of Germany, certain negatives from which to print

photographs of said painting “Die Heilige Cacile,” which nega-

tives belonged to and were paid for by your orator and prepared

under the direction of your orator’s employees by persons paid

to prepare the same for your orator, and that your orator had

printed and continues to print therefrom copies of said painting;

and that your orator, after the day of depositing the said title

and description as aforesaid, and not before, commenced to pub-

lish copies of said painting and duly gave notice of your orator’s

copyright as is required by law, by inscribing upon a visible

portion of every copy of said painting published by your orator,

the word “Copyright,” together wfith the year the copyright

was entered and the name of the party by whom it was taken

out, thus: “ Copyright, 1892, by Photographische Gesellschaft.”

And your orator further shows unto your Honors, that

in the production of copies of said painting and since he

secured the copyright for said painting as aforesaid, he has

invested and expended large sums of money and been to great

trouble and expense in making, selling and advertising copies

of the same for sale, and for the purpose of carrying on the

business of selling the same and making the same profitable to

your orator and useful to the public; and that said painting has

been and is of great benefit and advantage to your orator; and

that there is a large sale and demand for copies of said painting;

and that your orator at all times has had and now has on hand

sufficient copies of said painting for sale to the public at a rea-
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sonable price, and is prepared to supply the demand theix'for

and sell copies of such painting at a reasonable price; and that

the public have generally acknowledged and acquiesced in the

aforesaid rights of your orator, and your orator believes that he

will realize and receive large gains and profits therefrom, if in-

fringements by the said defendant and its confederates shall he

prevented.

And your orator further shows unto your Honors, on in-

formation and belief, that said Pierce & Bushnell Manufactur-

ing Company, the defendant, well knowing the premises and

the rights secured to your orator as aforesaid, but contriving to

injure your orator and to deprive him of the benefits and advan-

tages which might and otherwise would accrue unto him from

said painting and copyright, on or about the 1st day of March,

189S, and at other times after the recording of the title and de-

scription of said painting as aforesaid, and within the term lim-

ited (to wit, within the said twenty-eight years as aforesaid),

and before the commencement of this suit, and without the

consent of your orator first obtained in writing, signed in the

presence of two or more witnesses, and against the will of your

orator, and in violation of your orator’s rights, and in infringe-

ment of said copyright, did, as your orator is informed and be-

lieves, at the City of New Bedford and the City of Boston, both

in the State of Massachusetts, and at the City of Chicago, in the

State of Illinois, and at other places within the United States,

print, reprint, publish, complete, copy, execute and finish great

numbers of copies of said painting, the property of your orator

and for which your orator had obtained said copyright as afore-

said; and that said defendant, at said times and places afore-

said, and knowing that such copies of said painting were

worked, printed, reprinted, published, completed, copied, exe-

cuted and finished without the consent of your orator first ob-

tained as required by law and as aforesaid, and against the will

of your orator, did publish such copies thereof, and sell such

copies thereof, and expose to sale such copies thereof, and that

the defendant still continues so to do, and that it is threatening
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to make copies of the aforesaid painting in large quantities, and

to supply the market therewith and to sell the same.

And your orator further shows unto your Honors, upon in-

formation and belief, that said defendant has published, sold

and exposed to sale large quantities of pirated copies of said

painting at the times and places aforesaid and has large quan-

tities on hand, which it is offering for sale, and has made and

realized large profits and advantages therefrom, but to what ex-

tent and how much exactly your orator does not know, but be-

lieves that the same amount to about five thousand dollars.

And your orator further shows unto your Honors, upon in-

formation and belief, that at the time of publishing and of sell-

ing and of exposing to sale the said pirated copies of said

painting by the defendant the defendant knew that the said

copies by it published and by it sold and by it exposed to sale

were published and were sold and were exposed to sale without

the consent of your orator and in violation of your orator’s

rights and in infringement of your orator’s said copyright.

And your orator further shows unto your Honors, that the

publishing, the selling and the exposing to sale of such pirat-

ical copies of your orator’s said painting by said defendant, and

its preparation for and continuance thereof, and its other afore-

said unlawful acts, in disregard and defiance of the rights of

your orator, have the effect to and do encourage and induce

others to infringe said copyright, in disregard of your orator’s

rights.

All in defiance of the rights acquired by and secured to your

orator as aforesaid, and to your orator’s great and irreparable

loss and injury, and by which your orator has been and still is

being deprived of great gains and profits, which he might and

otherwise would have obtained, but which have been received

and enjoyed by the said defendant, by and through its aforesaid

unlawful acts and doings.

And your orator further shows unto your Honors, that it

fears and has reason to fear that unless the defendant is re-

strained by a writ of injunction issuing out of this Court it will
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continue to print, reprint, publish, complete, copy, execute,

finish, sell and expose to sale groat numbers of piratical copies

of said painting “Die Heilige Ciicilie,” and thereby will cause

irreparable injury to your orator’s aforesaid exclusive rights.

And your orator prays that the said defendant, the Pierce &
Bushnell Manufacturing Company, may be compelled by a de-

cree of this Honorable Court to pay over unto your orator all

such gains and profits as have accrued or arisen to or been

earned or received by the said defendant, and all such gains and

profits as your orator would have received but for the said

wrongful acts and doings of the said defendant.

And your orator prays that the said defendant, the Pierce &
Bushnell Manufacturing Company, its servants, agents, attor-

neys and workmen, and each and every of them, may be re-

strained and enjoined, provisionally, pending this suit, and

forever afterwards, by the order and injunction of this Honor-

able Court, from directly or indirectly working, printing, re-

printing, publishing, completing, copying, executing or finish-

ing any copies of the aforesaid painting, so as aforesaid the

property of your orator, or any part thereof; and from publish-

ing, exposing to sale, selling or otherwise disposing of any pirat-

ical copies of said painting, or any like or similar to those which

it has heretofore made, sold or exposed to sale, or any part or

parts of such copies; and also from publishing, exposing to sale,

selling or otherwise disposing of any of the plates upon which

the same were copied, and from directly or indirectly copying,

imitating or counterfeiting the aforesaid copyright painting, of

which your orator is proprietor; and that the exclusive right

and privilege of your orator in said painting, and the working,

printing, reprinting, publishing, completing, copying, execut-

ing, finishing and vending thereof, may be established; and that

the defendant may be decreed to pay the costs of this suit; and

that your orator may have such further relief, or such other re-

lief, as to this Honorable Court shall seem meet, and as shall be

agreeable to equity.

May it please your Honors to grant unto your orator the
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wi-ifcs of iujunction, as well provisional as perpetual, issuing out

of and under the seal of this Honorable Court, commanding, en-

joining and restraining the said defendant, the Pierce & Bush-

nell Manufacturing Company, its servants, agents, attorneys

and workmen, and each and every of them, as is hereinbefore in

that behalf prayed.

To the end, therefore, that the said defendant, the Pierce

& Bushnell Manufacturing Company, may, if it can, show

why your orator should not have the relief hereby prayed, and

may, according to the best and utmost of its knowledge, remem-

brance, information and belief, full, true, direct and perfect an-

swer make to the several matters hereinbefore averred and set

forth, except to such of said matters as may subject the defend-

ant to a penalty or forfeiture, which matters the said defendant

is not required to answer.

Your orator also waives answer under oath to this bill.

May it please your Honors to grant unto your orator a writ

of subpoena ad respondendum issuing out of and under the seal

of this Honorable Court, directed to the said defendant, the

Pierce & Bushnell Manufacturing Company, commanding it

by a certain day and under a certain penalty to be and appear

in this Honorable Court, make answer to this bill of complaint,

and to perform and abide by such order and decree herein as to

this Court may seem required by the principles of equity and

good conscience.

And your orator will ever pray, &c.

EMIL WERCKMEISTER.

Goepel & Raegener,

Complainant’s Solicitors,

280 Broadway, New York.

Louis C. Raegener,

Of Counsel.
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State of New York,

City and County of New York, ss. :

Charles E. Wendt, being duly sworn, deposes and says,

that be is the attorney-in-fact in the United States of America

of Emil Werckmeister, the complainant herein, and that he has

heard read the foregoing hill of complaint and knows the con-

tents thereof to be true to his own knowledge, except as to the

matters therein stated to be alleged on information and belief,

and that as to those matters he believes it to be true.

That the reason this verification is not made by the com-

plainant in person is because the said complainant resides in the

City of Berlin, in the Empire of Germany.

CHARLES E. WENDT.
Subscribed and sworn to before )

me this 23d day of May, 1893. )

Benj. B. Kenyon,

(seal.] Notary Public,

N. Y. Co.

(“ Exhibit Certificate A.”)

Also marked “Complainants’ Exhibit No. 1,” May 5. 1894.

(L. S.)

No. 20698 X, Library of Congress,

Copyright Office, Washington.

To wit: Be it remembered.

That on the 16th day of May, anno domino 1892, Photograph-

i^che Gesellschaft, of Berlin, Ger., have deposited in this Office

the title of a Painting, the-title or description of which is in the

following words, to wit:

Die heilige Cacilie, ^
G. Naujok.

Photo. & Descript, on file;

the right whereof they claim as proprietors in conformity with

the laws of the United States respecting Copyrights.

A. R. Spofford, h
Librarian of Congress.
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CIRCUIT COURT OF THE UNITED STATES,

District of Massachusetts.

No. 3149. In Equity.

Emil Werckmeister

Pierce & Bushnell Manufacturing Company.

The ansiuer of The Pierce & Bushnell Manufacturing Com-

pany, defendant, to the bill of complaint of Emil Werckmeis-

ter, complainant.

4 his defendant, answering, says that it does not know and is

not informed, save by the bill of complaint, whether the com-

plainant does and has done business as therein averred, and

leaves the complainant to make such proof thereof as he may'be

advised is material.

This defendant denies that at the time stated in the bill, or at

any other time, one G. Naujok invented, designed or painted the

painting called “ Die Heilige Cacilie.”

This defendant denies that the said Naujok, at the time set

forth in the bill of complaint, assigned, transferred, or sold to

the complainant any right, title or interest in any copyright ob-

tainable in the United States of America, or that he assigned the

sole liberty and right of printing, reprinting, publishing, com-

pleting, copying, executing, finishing and vending said painting

as therein alleged.

The defendant denies that the complainant, before the publi-

cation of said painting, delivered at the office of the Librarian of

Congress a copy of the title and description of said painting, as

averred in the bill, or that the same were duly deposited in the
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mail within the United States, addressed to the Librarian of Con-

gress, as averred in the bill, or otherwise, or that the said Libra-

rian duly recorded the title theieof, as averred in the hill, or

otherwise.

The defendant further denies that a photograph of said paint-

ing was delivered by the complainant at the office of the Libra-

rian of Congress, as averred in the bill, or otherwise.

The defendant further denies that the complainant began the

publication of said painting on or about the 15th day of Septem-

ber, 1892, as averred in said bill; but avers that the same was

published by the complainant or the said Naujok long before the

said 15th day of September, 1892, and also long before the 16th of

May, 1892, being the date averred as the date of the alleged de-

livery and mailing of the copy of the title and description and

of the photograph of said painting.

The defendant denies that there has been secured to the com-

plainant, either for the term averred in the said bill or for any

other term, any right or liberty or copyr ight with respect to said

painting, either as averred in the bill of complaint or otherwise.

The defendant admits that photographic negatives of the said

painting wer’e made and prepared by or for the complainant, as

averi-ed in said bill, and that photographs were printed therefrom,

and that the photographs so printed were published and sold,

but denies that any notice of the complainant’s alleged copyright

was given, as required by law, and avers that, even if the com-

plainant did inscribe upon a visible portion of every photograph

so published and sold by hini, the words and figures, as averred

in the bill, yet that this was not the notice required by law of

the alleged copyright in the said painting, and also avers that

the complainant failed to give notice of his alleged copyifVght

upon the said painting by inscribing upon the face oi- front

thereof the notice required by law, or any other notice of the

same legal tenor and effect.

The defendant denies that the complainant has invested

and expended large sums of money or been to trouble and

expense in connection with the manufacture and sale of the
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said painting or copies thereof, or that the same is of great ben-

efit and advantage to the complainant, or that there is a large

sale and demand for copies thei eof, or that the complainant has

any copies thereof on hand for sale to the public or otherwise,

or that the public has acknowledged or acquiesced in any alleged

rights of the complainant.

The defendant denies that at the time, or in the manner

averred in the bill or otherwise, it has printed, reprinted, pub-

lished, completed, copied, executed or finished any copies of said

painting, either as averred in the ^aid bill or otherwise, or that

it threatens or intends to do so in the future.

The defendant denies that it has- published, sold or exposed

for sale any pirated copies of said painting, or has any such

copies on hand, either as averred in the bill or otherwise.

The defendant submits to this Honorable Court that the com-

plainant has no right to any further answer to the bill of com-

plaint, or any part thereof, than is hereinbefore contained, and

no right to any injunction, account or other relief, as prayed for

in said bill, and the defendant prays to be hence dismissed, with

its reasonable costs and charges.

THE PIERCE & BUSHNELL MANUFACTURING CO..

By ARTHUR G. GRINNELL,
Treasurer.



12 REPLICATION.

CIRCUIT COURT OF THE UNITED STATES,

District of Massachusett.s.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Company.

The replication of Emil Werckmeister, complainant, to the

ansiver of Pierce & Bushnell Manufacturing Company, de-

fendant.

The repliant, saving and reserving unto himself now and at

all times hereafter, all and all manner of benefit and advantage

of exception which may be had or taken to the manifold insuf-

ficiencies of the said answer, for replication thereunto, says that

he will aver, maintain and prove his said bill of complaint to be

true, certain and sufficient in law to be answered unto, and that

the said answer of the said defendant is uncertain, untrue and

insufficient to be replied unto by the repliant. Without this, that

any other matter or thing whatsoever in the said answer con-

tained, material or effectual in the law to be replied unto, and

n^t herein or hereby well and sufficiently replied unto, confessed

or avoided, traversed or denied, is true. All which matters and

things the repliant is and will be ready to aver, maintain and

prove as this Honorable Court shall direct, and humbly prays

as in and by his said bill he has already prayed.

GOEPEL & RAEGENER,
Complainant’s Solicitors,

280 Broadway,

New York.
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United States of America,

Massachusetts District, ss. :

THE CIRCUIT COURT OF THE UNITED STATES

Within and for the Massachusetts District.

To the Consular Officer of the United States at Berlin,

Germany

:

Know ye, That, reposing confidence in your wisdom, pru-

dence and fidelity, we have appointed, and by these presents do

authorize and empower you to take the answers to the inter-

rogatories hereunto annexed of Emil Werckmeister and Franz

Schroeder, witnesses to be examined on behalf of the complain-

ant, and to be used in a certain cause now pending in said Court,

wherein Emil Werckmeister is plaintiff, versus Pierce & Bush-

nell Manufacturing Company, defendant.

And to this end, at certain days to be by you appointed for

that purpose, to cause said witnesses, as aforesaid, to be brought

before you, and each witness, while present before you, to ex-

amine carefully on oath touching the premises. And when you

shall have taken the examination as aforesaid, to reduce or cause

the same to be reduced to writing, and to be subscribed by each

of said witnesses in your presence. And the same, so taken

and subscribed, to return, together with this commission and

your doings herein, enclosed, sealed and directed to the Circuit

Court aforesaid, holdeu at Boston, in said district, as soon as the

same shall have been executed.

I

In testimony whereof, we have caused the seal of the said

Circuit Court to be hereunto affixed.

Witness, the Honorable Melville W. Puller, Chief Justice, at

Boston, this 23d day of November, in the year of our Lord one

thousand eight hundred and ninety-three.

ALEX. H. TROWBRIDGE,
Clerk.
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CIRCUIT COURT OF THE UNITED STATES

For the District op Massachusetts.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Company.

Interrogatories to be administered to Emil Werckmeister,

as a witness on behalf of complainant, under and pursuant to a

commission issued by this Court:

1. What is your name, age, residence and occupation?

2. Of what country are you a citizen?

3. If you state in answer to the last question that you are a

citizen of Germany, please state since what time you have been

a citizen of Germany?
a

4. Under what firm name do you do business?

5. If, in answer to the last interrogatory, you give the name

of a firm, please state for how long a period you have done

business under such firm name?

6. Are you the only one that does business under the firm

name that you have given in answer to the last interrogatory?

7. Do you know whether G. Naujok, the painter of the

painting called “ Die Hielige Cacilie,” transferred the right of
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publishing said painting to the complainant, and ' the right to

take a copyright thereon in the United States?

8. If you have answered the last question in the affirmative,

please state what you know upon the subject referred to in the

preceding interrogatory, and produce any documents or letters

which you have received from the said Gr. Naujok upon the sub-

ject matter of the aforesaid interrogator}^?

9. Do you know Franz Schroeder, and if so, in what rela-

tionship does he stand to you and your business?

10. What experience, if any, have you had qualifying you

to give testimony as an expert in this case?

11. Are you familiar with the painting called “Die Heilige

Cacilie,” painted by G. Naujok?

12. Are you able to state whether said painting is a valuable

work of art?

13. Have you permitted, either directly or indirectly, the

defendant, the Pierce & Bushnell Manufacturing Company, of

New Bedford, Mass., to make and sell copies of the painting

called “Die Heilige Cacilie” ?
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CIECUIT COURT OF THE UNITED STA L’ES

For the District of Massachusetts.

In Equity.

Emil Werckmeister

Pierce & Bushnell Manufacturing Company.

Interrogatories to be administered to Franz Schroeder, as

a witness on behalf of complainant, under and pursuant to a

commission issued by this Court:

1. What is your name, age, residence and occupation?

2. In what relationship do you stand to the complainant in

the above entitled suit?

3. Do you know of what country the complainant, Emil

Werckmeister, is a citizen? If so, please state the same?

4. Do you know under what firm name the complainant

does business? If so, state the same, and also for how long a

period the said complainant has done business under such firm

name?

5. When did the complainant begin the publication of copies

of a certain painting painted by G. Naujok and called “ Die

Heilige Cacilie ” ?

6. Please produce a copy of said painting, and have it

marked by the Commissioner “ Exhibit A.”

Y. Do you know whether G. Naujok, the painter of the

painting called “ Die Heilige Cacilie,” transferred the right of
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publishing said painting to the complainant, and the right to

take a copyright thereon in the United States?

8. If you have answered the last question in the affirmative,

please state what you know upon the subject referred to in the

preceding interrogatory, and produce any documents or letters

which you have received from the said G. Naujok, upon the

subject matter of the aforesaid interrogatory.

9. Did the complainant prepare any negatives from which

photographs of said painting “ Die Heilige Cacilie ” were pre-

pared? If so, where?

10. Do you know to whom the negatives referred to in the

preceding interrogatory belong? If so, state to whom they be-

long?

11. How many copies of said painting called “Die Heilige

Cacilie” did the complainant produce and sell?

12. Are you able to state whether the copies of the said

painting “Die Heilige Cacilie” had any copyright notice upon

them, and if so, please state whether every one of the copies

produced by the complainant bore such copyright notice, and

also state the exact phraseology of such copyright notice, and in

giving your testimony you may refer to “ Exhibit A ” ?

13. Please state what experience, if any, you have had

which qualifies you to give testimony as an expert in this

matter?

14. Are you able to state whether the said picture “Die

Heilige Cacilie ” is a valuable work of art?

15. If you know whether the public, excepting the defend-

ant herein, have respected the rights of the complainant, please

state so?

16. Has the complainant gone to any trouble and expense in

advertising the said picture “ Die Heilige Cacilie,” and in put-

ting the same upon the market? If so, state to what trouble

and what expense he has gone?
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CIRCUIT COURT OF THE UNITED STATES,

District of Massachusetts.

No. 3149. In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Company.

Cross-interrogatories to be administered to Franz Schroe-

der as a witness on behalf of complainant, under and pursuant

to a commission issued by this Court:

1. Was any copy of the painting by G. Naujok, called “Die

lleilige Cacilie,” whether by photographing, etching, engrav-

ing, or otherwise, ever published by any one, to your knowledge,

before the date given by you in answer to interrogatory 5, and

if so, when, where and by whom, and in what form? Please

answer fully?

^
2. If the copy produced by you in answer to interrogatory 6

is a photographic copy of the said painting, please state by what

person the negative of said photograph was actually made, and

at what time and under what circumstances.

3. Has the complainant or his firm ever published any copy

of the said painting “ Die Heilige Cacilie ’’ by any other pro-

cess than by photography, or any photographic copy made from

any other negative than the one hereinbefore referred to? If

yes, when? and please produce samples of all such other copy or

copies to be marked as exhibits in this case; and if said copies so

produced are marked with any statement or notice of copyright
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or registration, please state when said statement or notice was

first imprinted upon said copy, and by whom?

4. If yon know of any copy, photographic or otherwise, of

the said painting “ Die Hedige Cacilie,” whether produced by

the complainant or otherwise, which has borne any copyright

notice different from that given by you in answer to interroga-

tory 12, please state the facts fully?

Depositions of witnesses produced, sworn and examined the

15th day of December, in the year one thousand eight hundred

and ninety-three, at the Consulate General of the United States

of America at No. 49 Markgrafens Strasse, Berlin, German
Empire, under and by virtue of a commission issued out of the

Circuit Court of the United States within and for the Massa-

chusetts District, to the Consular Officer of the United States at

Beilin, Germany, directed, for the examination of witnesses in

a cause therein depending between Emil Werckmeister, plain-

tiff, and Pierce & Bushnell Manufacturing Company is defend-

ant, on the part and behalf of the plaintiff:

Emil Werckmeister, of Berlin, German Empire, by

occupation a publisher, aged forty-nine years and upwards, being

duly and publicly sworn, pursuant to the directions hereto an-

nexed, and examined on the part of the plaintiff, doth depose

and say as follows:

First.—To the first interrogatory he saith: My name is Emil

Werckmeister, my age forty-nine years, my residence Berlin,

German Empire, my occnpaiion that of a publisher.

Second.

—

To the second interrogatory he saith:

I am a citizen or subject of the German Empire.

Third. --To the third interrogatory he saith:

I have been a citizen or subject of the German Empire since

the day of my birth in 1841.

Fourth.—To the fourth interrogatory he saith:

My firm name is “ Photographische Gesellschaft.”
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Fifth.—To the fifth interrogatory he saith:

The firm name exists since 1802, and I have been sole pro-

prietor of the firm since 1872.

Sixth.—To the sixth interrogatory he saith:

So far as I know, I am the only person who does business

under the firm name Photographische Gesellschaft.

Seventh.—To the seventh interrogatory he saith:

The painter, G. Naujok, transferred to my firm the right of

publishing the painting called “Die Heilige Cacilie.” Being

thus the assign of the author, my firm was entitled to secure

the copyright of the painting under the laws of the United

States.

Eighth.—To the eighth interrogatory he saith:

All letters and documents concerning the subject are filed

with our records. The document of transfer runs literally as

follows: “ Tch tlbertrage der Photographischen Gesellschaft in

“ Berlin, fur mein Werk ‘ Die Heilige Ciicilie,’ das Verlagerecht

“ —worunter ich das unbeschrankte Nachbildungsrecht ver-

“ standen wissen will—gegen Zahlung von Rrn. Ftinfhundert

“ und neun Freiexemplars.

“Konigsburg, i/Pr. den 5 Marz, 1892.

“(Signed) Gustav JSaujok.'’

A copy authenticated by a notary public may be produced

any time.

Ninth.—To the ninth interrogatory he saith:

I know Franz Schroeder; he is my attorney and the manager

of my business since nearly 25 years.

Tenth.—To the tenth interrogatory he saith:

Doing business since a very long time on a very large scale,

hardly surpassed by any other houses, and having branches in

London, Paris and New York, I dare to say I am rather an ex-

pert in art publishing matters.
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Eleventh.—To the eleventh interrogatory he saith:

I am familiar with the painting called ‘‘ Die Heilige Cacilie,’’

painted by G. Naujok.

Twelfth.—

T

o the twelfth interrogatory he saith:

It is a very valuable work of art, exhibited in the Munich

Salon of 1892, and sold at a high price.

Thirteenth.—To the thirteenth interrogatory he saith;

I did not permit the Pierce & Bushnell Manufacturing Com-

pany to make and sell copies of the painting called “Die Heilige

Cacilie,” neither directly nor indirectly.

EMIL WERCKMEISTER.

Subscribed and sworn to before me on the day, at the place,

and within the hours first aforesaid.

W. H. EDWARDS, Consul General,

[SEAL.J Commissioner.

Consulate General of the United 1

States of America, !

City of Berlin,
[

‘

German Empire,
j

Pursuant to the foregoing commission, I caused the said

Emil Werckmeister to come before me on the 15th day of De-

cember, A. D. 1893, and having sworn the said Emil Werck-

meister to testify the truth, the whole truth, and nothing but

the truth relating to the cause for which the deposition is taken,

I examined the said Emil Werckmeister, and his testimony was

reduced to writing by William Haupt, a disinterested person, in

my presence.

The said plaintiff Emil Werckmeister was present by him-

self, and was not represented by an agent or attorney while

giving his deposition, and I took said deposition separate and

apart from all other persons, no person being present except

myself and William Haupt, a disinterested person, and the wit-

nei^s Emil Werckmeister; and in taking the deposition I put the

interrogatories and cross-interrogatories to the deponent as
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directed in the foregoing commission, and in all respects fully

and exactly complied with the directions in said commission in

taking the same.

And after said deposition was taken I carefully read the
same to the said Emil Werckmeister, and he subscribed it in my
presence.

Witness my hand and official seal, the day and year above
written.

W. H. EDWARDS, Consul General,

[seal.
] Commissioner.

CIRCUIT COURT OF THE UNITED STATES

For the District of Massachusetts.

In Equity.

Emil Werckmeister

Pierce & Bushnell Manufacturing Co.

(St. Cacilie.)

Translation of the Testimony of Franz Schroder.

g,
1. To the first interrogatory he saith: My name is Franz

Schroder; my age fifty years. My residence is Gross Lichte-

felde, near Berlin. My occupation is that of a painter and

power of attorney for the Photographische Gesellschaft.

2. To the second interrogatory he saith: I am in no way re-

lated to the complainant

3. To the third interrogatory he saith: Emil Werckmeister

is a citizen of the German Empire.

4. To the fourth interrogatory he saith: The complainant,

Emil Werckmeister, does business under the firm name “ Photo-
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graphische Gesellschaft,” art publisher. Since 1872 the com-

plainant is the sole proprietor of this business. Since 1867 the

complainant, however, has been with the said busines.s.

5. To the fifth interrogatory ho saith ; The first copy of the

painting called “Die Heilige Cacilie ” was published in Ger-

many on the 19th of September, 1892. The first copies were

sent by the Protographische Gesellschaft to America on the 24:th

day of August, 1892.

6. To the sixth interrogatory he saith; Hereby I add to my
deposition a copy of the aforesaid picture called “Die Heilige

Cacilie,” and designate the same as Exhibit A.

7. To the seventh interrogatory he saith: Yes. I know this,

as I keep the records for the same. G. Naujok, the painter of

the picture “ Die Heilige Cacilie,” transferred the right of pub-

lication for the aforesaid painting to the complainant, with the

right for the copyright in the United States of America.

8. To the eighth interrogatory he saith: I personally attended

to the assignment of the right of publication, and I personally

obtained from the painter Naujok, in Konigsberg, the exclusive

right of publication of the picture “ Die Heilige Cacilie” for the

Photographische Gesellschaft of Berlin, by an instrument trans-

ferring the right of publication, dated March 5, 1892. A copy of

this instrument, in writing, I annex to my testimony and de-

signate the same Exhibit B. Application for the copyright for

“ Cacilie” was made in Washington on May 16, 1892.

9. To the ninth interrogatory he saith: Yes; the complain-

ant has made a great many negatives in his art establishmen-

from the picture “Die Heilige Cacilie”; that is to say he had

them made.

10. To the tenth interrogatory he saith: The negatives be-

long to the complainant.

11. To the eleventh interrogatory he saith; The complainant

published, from the day of the publication up to now, about ten
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thousand copies of the so-called painting “ Die Heilige Cacilie.”

Just as many were sold.

12. To the twelfth interrogatory he saith: All copies here the

inscription “Copyright 1892, by Photographische Gesellschaft.”

It is not conceivable that other copies, which did not bear this

inscription, left the establishment of the Photographische

Gesellschaft, because the cartones for this purpose were not

printed until the application for the copyriglit had been made in

Washington and we had received notice that the copyright had

been there entered.

13. To the thirteenth interrogatory he saith: I am a painter.

I have studied in the academy of art at Dresden and at Berlin.

Besides this I am familiar with all technical matters in reference

to the art productions, and have been with the Photographische

Gesellschaft over twenty-four years as art salesman and

expert.

14. To the fourteenth interrogatory he saith: I consider the

picture “ Die Heilige Cacilie” a very valuable work of art.

15. To the fifteenth interrogatory he saith: Yes, indeed, I

know that very well, that the picture “ Die Heilige Cacilie ”

has not been infringed by anybody except the defendant.

IG. To the sixteenth interrogatory he saith: The Photo

graphische Gesellschaft undertakes either through Mr. Werck-

raeister or through me journeys to all the larger art centres for

the purpose of visiting the designers of paintings, and for the

purpose of acquiiing the right of reproduction from them.

Besides this the “ Gesellschaft,” through its travelers, causes

the art dealers in Europe to be visited and samples shown to

them. Besides this the Photographische Gesellschaft founded

a branch in New York, and from New York all the lai’ger cities

in America are visited. Besides that the Photographische

Gesellschaft has branches in London and Paris for the same

purpose.
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Cross Interrogatories.

1. To the first cross-interrogatory he saith: The painting

“ Die Heilige Cacilie,” by G. Naujok, to the best of my knowl-

edge, has been reproduced by nobody, either through photog-

raphy, etching and engraving, or in any other way, before or

after the date to which I have testified, with the exception of

the rightful publication by the Photographische Gesellschaft.

2. To the second cross- interrogatory he saith: The negatives

from all paintings, including those from the painting by Naujok,

are not made in our establishment by one, but by different of

our employees, and therefore I cannot designate a particular

person. At all events, the negatives were immediately made as

soon as we had received the aforesaid painting from Naujok.

3. To the third cross-inteirogatory he saith: “ Die Heilige

Cacilie” has been published in photographic folio size, imperial

size and normal size, which latter is the largest size. Besides

this it has been published in photogravure in imperial size. All

of these negatives of the various sizes are all copies of the

original by Naujok and therefore only differ in their size, and I

refer in this respect to the Exhibit A as a sample. The same

may bo said with regard to the photogravure of this picture.

The negatives were made after receipt of the painting from

Naujok. All these copies bore the inscription “ Copyright 1892,

by Photographische Gesellschaft.” This inscription was printed

on the cartones for the copies by us as soon as we were assured

that the painting by Naujok called “Die Heilige Cacilie ” had

been entered in Washington.

4. To the fourth cross-interrogatory he saith: About this I

know nothing. I have never seen a copy of the so-called paint

ing upon which there was any other notice than the one put on

by us, and no one excepting the defendant has reproduced the

picture called “ Die Heilige Cacilie.”
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Exhibit B (Copy).

I transfer hereby to the Photographische Gesellschaft in Berlin

for my work “Die Heilige Cacilie” the right of publication -by

which I wish to have understood the exclusive right of repro-

duction—against a payment of 600 mark, and nine gratuitous

copies thereof.

Konigsbekg, in Prussia, March 5, 1892.

(Signed) GUSTAV NAUJOK.

The undersigned hereby consent that the aforesaid answers of

the witness Franz Schroder translated into English as aforesaid,

may be accepted and printed in lieu of the answers of said wit-

ness in German, and that Exhibit B, above, is a correct transla-

tion and may be accepted and printed in lieu of the original.

March
,

1894.

GOEPEL & RAEGENER,
Complainant’s Solicitors.

ALEX P. BROWNE,
Defendant’s Solicitor.

U. S. Consular Agency,

Konigsberg, Pr., January 12th, 1894.

Conrad H. Gadeke, United States Consular Agent at

Konigsberg, P. Germany, having been appointed by the Circuit

Court of the United States within and for the Massachusetts

District to have the answers to the interrogatories and cross-

interrogatories, annexed at this appointment, of G. Naujok, as

witness in a certain cause wherein Emil Werkmeister is Plain-

tiff versus Pierce and Bushnell Manufacturing Co. Defendant.

I have called the said witness G. Naujok this 12th day of Janu-

ary, 1894, at half-past nine o’clock before me at my office, who
having carefully been examined on oath, answered the interro-

gatories and cross-interrogatories as follows:
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Interrogatories,

1. What is your name, age, residence and occupation.

Answer. Gustav Naujok, 32 years, Konigsberg, Pr., Painter.

2. Do you know the Photographische Gesellschaft of Berlin?

Answer. Yes.

3. Do you know who invented and designed a certain paint-

ing called “ Die Heilige Cacilie, ” a copy of which is herewith

presented to you marked “ Exhibit B2”?

Answer. Yes, I have invented and designed it myself.

4. Did you transfer and assign the right of publishing the

said painting “ Die Heilige Cacilie ” and the right to take a copy-

right thereon in the United States to any one? If so, when and

to whom?
Answer. Yes, I have transferred and assigned the right of

publishing the said painting “ Die Heilige Cacilie ” and the right

to take a copyright thereon in the whole world and therefore

also in the United States to the Photographische Gesellschaft

at Berlin on March 5, 1892.

5. How did you transfer the right of publication and the

right of taking copyright in the United States?

Answer. By handwriting, not especially for the United

States but as aforesaid for the whole world.

Cross-interrogatories.

1. If you answer interrogatory 3 to the effect that you

invented and designed the painting called “ Die Heilige Cacilie”

state when the picture was begun by you and when it was

finished?

Answer. The picture was begun by me in February, 1891,

and finished in October, 1891.

2. Did you ever paint a replica of said painting “ Heilige

Cacilie” and if yes, when was such replica begun and finished by

you?

Answer. No, I never have painted a replica of said picture

“ Die Heilige Cacilie.”
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3. State whether or not there has ever been put upon said

painting “ Die Heilige Ciicilie ” or replica, or upon the canvas or

frame thereof, at any time, any statement or notice that the

same has been copyrighted or registered or otherwise protected

by law, and if yes, state at what time or times and in what way

any such statement or notice was put on and by whom, and give

the words and figures of all said statements or notices in full.

Answer. No, only my name, “G. Naujok” is put on the pic-

ture by myself.

4. State whether or not any picture or replica “ Die Heilige

Cacilie,” invented and painted by yourself, was ever publicly ex-

hibited, and if so, at what time or times and places and under

what circumstances. Please answer fully.

Answer. This picture is publicly exhibited by myself at

Berlin in the “ Kunsthandlung von Schulte” from January,

1892, until March, 1892, and at Munich, in the “ Grosse Interna-

tionale Kunstausstellung im Glaspalast’’ in summer 1892.

5. State whether or not any reproduction of the said painting

“Die Heilige Cacilie” or of any replica thereof, whether by

photographing, etching, engraving, or otherwise copying has

ever been made by yourself or by others (except the complain-

ant herein) with your knowledge or consent, and if yes, state

the nature and character of every such reproduction, by whom
made, if not by yourself, and by whom, where and when pub-

lished. This interrogatory is intended to include reproductions

in exhibition catalogues, illustrated journals, etc., and is to be

answered accordingly.

Answer. No, to my knowledge not.

6. If in answer to interrogatories 4 and 5, you state that you

transferred the right of publishing the painting “ Die Heilige

Ciicilie” and the right to take copyright thereon in the United

States to Emil Werkmerster or the Photographische Gesellschaft

by an instrument in writing, please produce the same to be made

an exhibit and attached to this deposition.

Answer. I cannot produce any instrument in writing, as I
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have transferred all rights to the Photographische Gesellschaft

at Berlin only by handwi-iting, and as I have not retained any

copy of the same.

7. Have you transferred the right of publication or any right

of copyright in the said picture “ Die Heilige Cacilie” for any

country other than the United States to any person, and if so,

when and to whom, and if by an instrument in writing, please

produce the same to be annexed to your deposition and made an

exhibit in this case.

Answer. I have transferred the right of publication and the

right of copyright in the said picture “Die Heilige Cacilie” for

the whole world to the Photographische Gesellschaft at Berlin

by handwriting, whereof copy is not retained by me.

8. By whom is the painting by you entitled “ Die Heilige

Cacilie,” or any replica thereof, now owned and at what place? If

you state that it is owned by any one other than yourself please

state when it left your possession and give in full its history so

far as you are able.

Answer. I do not know by whom the painting entitled by me
“ Die Heilige Cacilie” is now owned and at what place; it left

my possession in summer 1892, as I sent it to Munich to the

Grosse Internationale Kunstausstellung, where it is sold by the

“ Ausstellungs commission.”

GUSTAV NAUJOK.

Conrad H. Gadeke,

[l. s.] U. S. Consular Agent.
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CIRCUIT COURT OF THE UNITED STATES

For the District of Massachusetts.

In Equity.

Emil Werckmeister

Pierce & Bushnell Manufacturing Co.

New York, May 5, 1894.

Testimony on behalf of complainant taken de hene esse before

Thomas M. Rowlette, a Notary Public for New York

County, pursuant to notice.

Present: Alexander P. Browne, Esq., of Counsel for Deft.

Louis C. Raegener, Esq., of Counsel for Complt.

Complainant’s counsel offers in evidence certificate from the

Librarian of Congress, dated May 1(5, 1892, and the same is

marked “Complainant’s Exhibit No. 1, May 5, 1891.”

It is conceded and admitted by defendant’s counsel that “ Die

Heilige Cacilie” referred to in Exhibit 1, and in the instrument

signed by Gustav Naujok, is the same picture, a photographic

copy of which is attached to the commissions of complainant,

Emil Werckmeister, Franz Schroeder and Gustav Naujok, and

that the description thereof filed with the Librarian of Congress

was set forth in the bill of complaint.

Complainant’s counsel also offers in evidence a photograph,

and defendant’s counsel admits that the same was made, pub-

lished and sold by the defendant at some time during the year
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1893, and prior to the commencement of this suit. The same is

marked “ Complainant’s Exhibit No. 2, May 5, 1894.”

Adjourned, subject to notice.

Attest,

Thomas M. Kowlette,

Notary Public,

New York Co.

leissGi





P
for the First Circuit begun and holden at Boston
Trithin and for the District of Massachusetts,
on Tuesday, the fifteenth day of May, in the year
of our Lord one thousand eight hundred and
ninety-four.

Before

I No. 374 , Equity

,

The Honorable WILLJ^ L. ^TNAM,
Circuit Jtidg e.

EMIL V.’ERCKMEISTER,

V,

^ompla inant

,

PIERCE & BUSHNELL MAIRJFACTURING COMPANY,
Defendant.

The<^ill of ^^mplaint in this cause was
filed in till Clerk’s Office on the twenty-
fourth day of May , A. D. 1893, and was duly entered
at the May Term of this Court , A. D. 1893, and is

in the words and figures following:
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bill op complaint

(Piled May 24,1893.

MOIUNDUM. Ths i^ill of ||cinplaint as

• Transcrip^^ of Record, beginning

rn pa^^l^il^-e inserted. ALEX. H. TROWBRIDGE.

Clerk . )

, At the same term the following Answer

I was filed:
?

il answer.
' l^iled Sept.l,1893J

'll

' (MEMORANDUM. The Answer as printed in

this' Tramcrfpt of Record, beginning on page 9,

IIL here inserted. ^LEX. H.TROWTOIDGE.Cl^. )

l| Also at the sam® term the following

llReplication was filed:

i ^ replication.

^iled Sept. 2, 1893

J

' (MEI40RANDUM. The Replication as printed

in this Tr'Snsoript of Record on page 12, is here

inserted. ALEX. H.
JR^RIDGE, 01^. )

This cause was thence continued from

term to term to the present May Term, A. D. 1894

,

when, publication of the testimony tevii^ passed

in the Clerk’s office, the same is set down f^
hearing and fully heard by the C^t.the HoniV-.-«<4--

Y/illiam L. Putnam, Circuit Judge , sit ting.

V
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r
On the seventh day of August ,

A. D. 1894, the

^r^•^yTinn of the Court is announced.
^ On the twelfth day of September ,1894, the

Wowing Decree is entered.

I amut DECR:p;^. -

Sr^Bntonad Sept/f?, , 1894. ^

This cause laving come on to be heard upon

the bill of complaint herein, the

3f the defendant the Pierce & Bushnell Manu-

facturing Company, the replication of the com-

plainant to such answer and the proof oral.dooti-

nentary and written, taken and filed in said

cause,
on consideration thereof

after hearing Louis O.Raegener ,Esq. .of counsel

for complainant, and Alexander P. Browne, Esq. , of

counsel for defendant, it is ordered, ad^iu^ed

and decreed, and the court doth hereby order,

adiudge and decree as follows:
^ ^ ,

Ttnt Gustav Naujok on or about October

1st, 1891, was a German subject and a resident

of Germany, and the author and designer of a

certain painting in oil, called "Die Heilige

Cacilie«,and that said painting is a work of

art. That on March 5th, 1892, the said Gustav

Naujok assigned and transferred to the com-

plainant who does business under the firm name

of "Photographische Gesellschaft" , the right to

!

obtain a copyright for said painting.

! That on May 16th, 1892 , the conplainant

under the, name of the "Photographische Gesellschaf

t

deliveredto the office of the Librarian of Con-

gress a description of the said painti^ to-

gether with a photograph of said painting.
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9^^

That,orx May 16th, 1892 , the complainant

became duly vested with a copyright for said

painting and has the sole right of printing,

reprint ing ,pi^bl is hing ,
completing , execut in^5 » in-

is hihg and varying the said painting.

That, on or about September 15th, 1892,

I
the complainant made and published in Germany

ia photograph of the said painting and subsequent^

ly imported or caused to be imported the same

photograph, and has sold it or caused it to be

Isold in the United States.

That, the complainant inscribed upon a

iUisible portion of every photograph of said

P painting published by him, the words "Copyright

11892, by Phot ographische Gesellschaf t .
"

f
That, the defendant , the Pierce & Bushnell

''
Manufacturihg Co. ,has made and sold in the Uni-

ted States at some time during the year 1893,

I

prior to May 1st, 1893, a photograph which is a

(copy of said painting, and that defendant has

I

infringed upon the exclusive rights of the com-

(plainant under the aforesaid copyright.

And it is further ordered, adjudged and

decreed that the complainant do recover of the

defendant the profits ,
gains and advantages v/hich

the said defendant has received or made, or which

Jnve arisen or accrued to it from the sale of

photographs and copies of the said copyrighted

painting "Die Heilige Cacilie”.

And it is further ordered, adjudged and

decreed that it be referred to - - - -

a special master of this court^ residing in the

city of ^ ,to ascertain and take and state

and report to the court an account of the number

within the United States of photographs and

tjopies of the said copyrighted painting made,

and also the number within the United States

sold by the said defendant , and also the gains.





profits and advantages which the said defendant
has received or which have arisen or* accrued
to it since the first day of January , 1893, from
infringing within the United States, the said
exclusive rights of the said c>onplainant by the
making and selling of photographs and copies of
said copyrighted painting.

' And it is further ordered, adjudged and
decreed that the complainant on such account-
ing, have the right to cause an examination of
said defendants and its officers ore tenus or
otherwise; and also the production of the books,
vouchers and documents of said defendant , and
that the officers of said defendant attend for
such purpose before said master from time to

time as such naster shall direct.
It is also further ordered, adjudged and

decreed, that a perpetual injunction be issued in
this suit against the said defendant , the Pierce
& Bushnell Manufacturing Go. , res training it, its
officers, agents , clerks , servants , and all claiming
or holding imder or through the said defendant
from directly or indirectly within the United
States , working

, printing , reprinting , publishing

,

completing , copying, executing or finishing any
photographs or copies of the said painting
”Die Heilige Cacilie” not made by the complain-
ant, and from, within the United Stat es ,

publish-
ing, exposing for sale, selling or otherwise dis-
posing of any photographs or copies of said
painting not made by complainant , or any like
or similar to those which it has heretofore
made, sold or exposed to sale, or any part or
parts of such copies, and also from, within the
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United States .publis hing, exposing for sale, sell-
ing or otherwise disposing of any of the plates
or negatives from which the defendants photo-
graphs of the said painting were produced.

_i’rom this decree the defendant claims an
appeal to the United States Circuit Court of
Appeals for the First Circuit, and gives good and
sufficient security that it will prosecute its
appeal to effect and answer all damges and
costs if it fail to make its plea good, and said
appeal is allowed.

By the Court

-Clerk

A true record
Attest: ALEX.H. TROTORIDGE

Cl(Clerk
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CLERK'S CERTIFICATE.

UNITED STATES OF AI^.ERICA,

District of Massachusetts ,ss.

I, ALEXANDER H. TROWBRIDGE, Clerk of the
Circuit Court of the United States for the First
Circuit and District of Massachus etts , certify
that the foregoing is a true copy of the record
in the cause, in equity , entitled.

No. 374,
EMIL WERCKIffilSTER,

Complainant

,

V,

PIERCE <5b BUSHNELL MANUFACTURING
COMPANY, Defendant,

in said Circuit Court determined, and that an-
nexed hereto are true copies of the Opinion of
the Court, the Claim of Appeal and Assignment
of Errors and Bond to Party on Appeal, and also
annexed hereto is the original Citation on Ap-
peal with Acknowledgment of Service thereon,
all constituting a true copy of the record and
all proceedings in said cause.

In testimony whereof
I hereunto set my hand
and affix the seal of
said Circuit Court, at

Bos ton, in said Dis-
trict, this tv/enty-sixth
day of November, in the
year of our Lord one
thousand eight hundred

ninety-four and of
he Independence of the

d States the one
ed and nineteenth.

Clerk





CLAIM OF APPEAL AI^D ASSIGNMENT OP ERRORS
(Filed Oct. 11,1894.

)

1
57

'

And now comes the respondent and claims
an appeal in this suit and assigns therefor the
following errors, viz.:

First. That the Court having found that
the complainant failed to inscribe the notice
required by law upon some visible portion of
the painting alleged to be copyrighted or of
the substance on which the same was mounted,
erred in finding that he was not thereby de-
barred from maintaining this action for the in-
fringement of his copyright.

Second. That the Court erred in finding
and bolding that the painting alleged to be
copyrighted had not been published v^ithin the
sense of the copyright law prior to the deposit
of the description and photograph thereof in
the office of the Librarian of Congress.

Third. That the Court having found that
the comi)la inant had published copyrightable but
uncopyrighted photographs of his alleged copy-
righted painting and that the defendant had
copied solely the uncopyrighted photograph and
not the copyrighted painting itself, erred in
finding that such copying was an infringement
of the copyright upon the said painting.

Fourth. That the Court having found that
the complainant had placed upon the uncopyrighted
photographs a notice of copyright and had failed
to place the same upon the copyrighted painting,
erred in not finding that the plaintiff by virtue
of such false and incorrect marking of his un-
copyrighted photograph had debarred himself from
equitable relief.
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Fifth. That the Court erred in finding
that the complainant’s uncopyrighted photograph
could not have been copyrighted under section
three of the Act of 1891.

Sixth. That the Court having foimd that
the complainant had published copyrightable but
uncopyrighted photographs of the said alleged
copyrighted painting, erred in finding that he
had not thereby dedicated the right of copying
said photographs to the public, including the
defendant herein, and therefore also erred in
enjoining the defendant herein from copying
said copyrightable but uncopyrighted photograph.

Seventh. That the Court erred in finding
that the complainant was the proprietor or as-
sign of the said copyrighted picture or of the
right to copyright the same at the time of his
alleged copyrighting thereof, and also erred in
finding that the said copyright was rightfully
and effectually registered by the complainant
in his own name.

J^EX. P. BmVNE,
“^olici ton^and of Counsel

for defendant , respondent

.

Nov. 13, 1894.
This appeal and also the appeal bond

i
and citation were first presented to me this

jiday. I allow the appeal without passing on the

ji

question of s easonableness ,as no supersedeas

i
is asked. />





BOND TO PARTY ON APPEAL.’’

(Piled Nov. 5,1894.

)

-CaUM OF AFF^BAfc^^FOR THE FIRST OIHOUIT.

Know all Men by these Presents, That we, The Pierce &

BushneTl Manufac turiii{j .CompaRy., of. Nevif...Bedford, Massachusetts , The

Pierce & Bushnell Mfg.Co. ,
as principal,

and Arthur G.Grinnell and William D. Howland, both of New. Bedford.,

County ^'of Bristol, Massachusetts

V, ,
as sureties,

are held and firmly bound unto Emil Werckmeis ter, doing business as The

Berlin PhotographischeGesellsc haft of New york,N.Y.

,

in the full and just sum of Three hundred...dollars ($300)

to be paid to the said Emil Werckmeis ter .his

certain attorney, executors, administrators, or assigns ; to which payment, well and truly to be

made, we bind ourselves, our heirs, executors, and administrators, jointly and severally, by these

presents Sealed with our seals and dated this eleventh day of October ,

in the year of our Lord one thousand eight hundred and ninety-four .

Whereas, lately at a Circuit Court of the United States

for the District of. Massachusetts in a suit in Equity depending in

said Court, between said Emil Werckmeister , complainant ,and said Pierce &

Bushnell Manufacturii^ Company, defendant.

a decree was entered against the said defendant

and the said defendant

having obtained an appeal to remove said cause to the United States Circuit Court of

Appeals for the First Circuit, to reverse the decree in the aforesaid suit, and a citation

directed to the said Emil Werckmeis ter , .complainant ,

citing and admonishing him to be and appear in the said United States Circuit

Court of Appeals for the First Circuit, in the City of Boston, Massachusetts, on the

Now, the condition of the above obligation is such, That, if the said Pierce a

Bushnell Manufacturing Company
...sjiall prosecute

its appeal to effect, and answer all damages and costs if it

^
its appeal good, then the above obligation to be void; else to remain in full f(

Sealed and delivered in presence of

Eliot D. Stetson to all

these signatures.

1^,

App'Ksvftri'i Assented to.
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P"«WI{f'W AWML8 WR-I'HE FIRST CIRCBff.

CITATION ON APPEAL.

UNITED STATES OF AMERICA, SS.:

The President of the United States,

To ^
^

^
w .ldy(^0^\XXjv^ /IjUaj ^

GREETING I

You are hereby cited and admonished to be and appear in the United States

Circuit Court of Appeals for the First Circuit, in the city of Boston, Massa-

next, pursuant to an

Appeal ^iyo^tam^ from a decre^.^f the'f^ ^ Court of the

United States for the District of wherein

Ua. P/jyu(^ J" /SyUMJyut^uH

ou C^in^^unaJz^ dulx^

XJa^oLu. fTHaA^^a
^ 4oa^ / /\//a^

\

appellant

and you are appellee
,
to show cause, if any there be, why the said decree, elntered against

the said appellant
,
should not be corrected, and why speedy justice should mlt be done to

the parties in that behalf. / /

Witness, the \\ox\0)X2^i\Q. pA
Judge of the p)iAAj-^AXj Court of thi United States

for the District of f
^
tbi^ [Jt.i

,n fHA^
,
in tly? year hf ou”

thousand eight hundred and ninety

t^ J^7c/T//. V'^

C/^ • V r. ^0 JrU c/c

-jZ7T2~k^> i
^

jf-y^/ mt/ef
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2!he folio vdng is the opinion of the Court
in accordance with whi oh- the-dec^ee was- entered
Sept. I2yl39 4.

Oiircuit flf i\t Enite^

DISTRICT OF MASSACHUSETTS.

‘/V-

IN EQUITY.

EMIL WERCKMEISTER

PIERCE & BUSHXELL MANUFACTURING COMPANY.

OPINION OF THE COURT.

August 7 ,
1894 .

Putnam, J. On or about October 1, 1891, G. Naujok, a

German subject and a resident of Germany, painted in oils a

picture called by him, and in this case, “Die Heihge Cacilie”, an

undoubtedly meritorious work of art. On the fifth of the suc-

ceeding March he executed, in behalf of the complainant in

this case, who describes himself in his bill as a citizen of the

Empire of Germany, and who transacts his business under the

name of the Photographische Gesellschaft, an instrument of

which the following is a copy

:

“ I transfer hereby to the Photographische Gesellschaft, in

Berlin, for my work, Die Heilige Cacilie ’ the right of publi-

cation— by which I Avish to have understood the exclusive

right of reproduction— against a payment of 500 marks, and
nine gratuitous copies thereof.

Konigsbukg, in PiiUssiA, March 5, 1892.

. Gustav Naujok.”

The artist never painted a replica. In the summer of

1892 he sent the picture to Munich, to the Grosse Interna-

tionale Kunstausstellung, where it was sold to some person



t WERCKMEISTER Vs . PIERCE & BUSIIXELL m’f’g CO.

unknown to the artist, and not shown in this case
;
and neither

the artist nor either of the parties to this case know where the

picture is, or where it has heen since the sale. From January,

1892, until March, 1892, the picture Avas publicly exhibited at

Berlin- in the Knnsthandhmg von Schulte, a public art gal-

lery, the rules of wliich as to suffering copies to lie taken are

not shoAvn. No other publications are proven, except the pho-

tographs of the parties to this case.

On the sixteenth of May, 1892, complainant delivered

at the office of the Librarian of Congress a copy of the title

of the painting and a description of it, and obtained the fol-

loAving certificate :

“ Library of Congress,

Copyright Office, Washington.

To AViT : Be it remeaibered.

That on the 16th day of May, anno doniim 1892, 1 hoto-

crraphische Gesellschaft, of Berlin, Ger., have deposited in this

Office the title of a Painting, Lie title or description of winch

is in the folloAving Avords, to Avit

;

DIE HEILIGE CACILIE,
G. Nau.iok.

Photo. & Descrip, on file
;

the ri^dit Avhereof they claim as proprietors in conformity AVitli

the laws of the United States respecting Copyrights.

A. R. Spofford,
Lilirarian of Congress.”

Aftenvards, on or about the fifteenth of September, 1892,

complainant put on tbe market in Germany a pbotograph

of the painting, and subsequently imported, or caused to be

imported, the same photograph, and has sold it, or caused it to

be sold, in the United States. Subsequently the defendant

sold in the United States a photograph which is an undoubted

infringement, if under the law there can be an infringement,

and the bill is brought to restrain the defendant touching its

photograph, and for other relief.
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The photograph of the complainant bears the inscription,

“Copyright, 1892, by Photographische Gesellschaft”, and

reproduces from the picture the signature of the artist
;
hut

it contains no notice, unless implied in the foregoing words,

that the painting itself was ever copyrighted, nor has there

been inscribed on the ])ainting, or its mounting, the notice

pointed out by section 4962 of the Revised Statutes.

Ry the proclamation of the President of April 15, 1892, 27

Stat. 1021, the benefit of the International Copyright Act of

March 3, 1891, c. 565, 26 Stat. 1106, was extended to German

subjects.

The Act of 1891, sec. 3, provides that the two copies of a

copyrighted photograph required to be delivered at the office

of the Lilirarian of Congress, shall be printed from negatives

made within the limits of the United States, or from transfers

made therefrom, and that during the existence of the copyright

the importation into the United States of the photographs

copyrighted, or any edition or editions thereof, or any nega-

tives, slndl be ])rohibited. Consequently, the complainant’s

imported photographs cannot be directly protected by statute.

As they are not copy righted, and are therefore, perhaps, not

prohibited from importation, it is claimed that if his posi-

tions in this case are sound, the policy of the provi.sions of the

third section to which we have referred, may be partially de-

feated These jirovi.sions, however, are apparently precise, in

that they are limited to the cases of “book, chromo, lithograph

or photograph”
;
Littleton v. Oliver Dit.son Com/j(uu/, decided

by this court August 1, 1894. They do not assume to reach

any reproduction which does not involve depositing with the

Librarian of Congress two copies
;
and the case at liar does not

fall within the latter cla.ss, hut within the class requiring one

photograph of the subject matter of coi>yright. Therefore we are

apparently not met by any broad policy, such as would trouble

us in reaching a result not fairly excluded by the letter of the
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statute. But as the right of tlie coiiiplaiuant to enjoin the

defendant does not depend on the right of the former to import

photogra])hs, we need not particularly investigate the effect of

these statute provisions.

At the common law the artist, or the owner of the })ainting,

can prohibit reproductions of it until he in some way publishes

it
;
but, after publishing it, either hy photographs or otherwise,

it becomes subject to the same rules as other pnhlished matter,

and the public becomes entitled to it. This principle is so

fundamental that it need not he elaborated, or fortified by

any citation of authorities
;
and we will only refer on this ])oint

to PctTtou V. Ptcukj, 3 Cliff. 537, 548, o40. Moreover, a mere

exhibition of a picture in a public gallery, like that at Berlin,

does not at common law forfeit the control of it hy the artist,

or the owner, unless the rules of the gallery provide for copy-

ing, of which there is no evidence in this case. But if, by

proper authority, which it does not lie in the mouth of the

complainant in this case to deny, photographs of this painting

have been put on the market in the United States, undei such

circumstances that they are

statutes, the public is free to copy^^^id to sell copies of H m

the legitimate course of trade, and the lull cannot be main-

tained.

The propositions of the complainant necessary to maintain

his case are, that by virtue of the agreement given him by the

artist, which we have already set out, he was entitled to copy-

right the painting itself, and that he has lawfully done so
;
and

that the painting being copyrighted, all reproductions of it in

every form are infringements. While he admits that he is

neither the author nor the proprietor of the painting, yet he

claims, by virtue of the instrument given liim by Naujok, to

come in under the words “ assigns of any such person
,
found

in section 4952 of the Revised Statutes. In response to the

complainant’s claim, the defendant, among other things, lefers
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to .section 4962 of the Re\ised Statutes, and asserts that even

if the complainant’s po.sition was correct in other respects, he

could maintain no action for any infringement of his copyright,

because the words specified in the section last referred to have

not been inscribed on any visible portion of the original paint-

ing, or on the substance on which the painting is, or may
have been, mounted.

Neither ]iarty has cited to the court any decided cases, nor

referred ns to any other authorities, liearing directly on the

principal questions involved. Yuencjlhuj v. Schile, 12 Fed.

Rep. 97, has been brought to our attention, as leading up

to the proposition that the proprietor of a painting, merely as

such, has no right to a cop}'right thereon. We do not under-

stand that such is a proper inference from that case, or that

the statute hnv is to that effect. We have no occasion to

make any issue touching any questions which were actually

decided in that case. Onr attention is also called to Schu-

macher V. Schwencke, 30 Fed. Rep. 690; but this case, .so far

as it applies to the case at bar, is only in harmony with Gam-

hart V. Bull, 14 C. B. (N. S.) 306, Itosslter v. Hall, 5

Blatch. 362, and Ex Parte Beal, Law Rep., 3 Q. B. 387, 394,

to the effect that the person holding the copyright of an

original painting is protected against any reproduction of it,

Avhether by a photograph of it, by a reproduction of an autho-

rized photograph, or in any other manner. The decRions of

the English courts are of but little as.sistance, because their

statute touching co])yrights of original painting.s, 25 & 26

Met. c. 68, makes special provisions with reference to the right

to a copyright ini])liedly jiassing with the jiicture itself, and

also the general co])yright act now in force, 5 & 6 Viet. c. 45,

contains, in section 2, a definition of the word assigns, and, in

section 25, provisions about the nature of the e.state in copy-

rights, not found in the statutes which govern ns. Some Eng-

lish cases will, however, he referred to, which relate incidentally

to the determination of this case.
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Returning to the princijial projiositions at issue, they divide

themselves into three : First, wliether the complainant had a

lawful right to copyright the oi'igiual picture
;
second, whether,

if the copyright is valid, it carries with it ])rotection against all

reproductions of it, including the photogra])hs of the defendant;

and third, whether the omission to inscribe on the original

painting, or its mounting, either of the expressions required

by the copyright statutes, and already referred to, bars this

action. If either of these propositions are determined against

the coni})lainant, we, of course, need go no fartlier.

We have no doubt that the law is correctly laid down in the

cases to which we have referred, that the author or proprietor

of a painting who properly copyrights it, is protected against

all reproductions of it in any form. This proposition is so fun-

damentally essential to the policy of the copyright statutes,

that it needs no elaboration
;
and it follows logically that, if

the complainant in this case, who received from the artist the

exclusive right of reproducing the painting, became thereby

entitled to a copyright, his copyright ])rotects him as fully

as the artist would have been protected, if he had reserved his

right of reproduction and taken the copyright himself. There-

fore on the second pi’oposition at issue we are clearly with the

complainant.

It is to be observed that the instrument given by Naujok to

the complainant contained no expression of any authority to

copyright, In the name either of Naujok or the complainant;

but this is of no consequence if the complainant’s contention is

correct, that he is covered by the words “assigns of any such

person ”, already cited. In accordance with that contention

the complainant registered the copyright in his own name, and

on his own right, and not in the name of Naujok, nor on the

assumption of any agency coming from Naujok, either revoca-

ble or otherwise. It is also to be noticed that the case runs

clear of the difficulties which would arise from the word sole
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in section 4952 of the Revised Statutes, if the right vested in

the complainant by Nanjok had not been exclusive, even as

against Naujok himself.

At the common law, the right to control the publication of

a painting follows the title of the painting. It vests in the

artist so long as he retains the painting
;
but, when it is sold by

him, if sold vithout any qualification, limitation or restriction,

all the incidents of the painting, including that of controlling

its publication, vest in the purchaser. This is in strict har-

mony with the law touching the incidents of property, and

flows necessarily out of it. We hardly need to cite authorities

to sustain this proposition, but refer again in this connection to

Parton v. Prang, 3 Cliff. 537, 550, 551. The English copy-

right statute, 25 & 26 Yict. c. 68, which created the law

authorizing copyrighting of paintings, Flshbimiv.Hollingshead,

(1891) 2 Ch. 371, 379, and which is still in force, contains

regulations touching this matter, enabling the artist, when

dispo.sing of his painting, to retain or dispose of the right

to reproduce it. But nothing of this nature is found in our

statutes, and the question arises, therefore, how far their general

terms are intended to vary from the practice of the common

law referred to. Is there, or is there not, enough in them to

overcome the presumption that the statutes do not change the

common law, except so far as the intention to do so is ap-

parent? In the aljsence of something showing an intention to

vary the common law rule, it must be presumed to stand. We
do not mean by this that, at common law, the owner of a

painting might not empower some other person than himself

to elect as to publication, or that he might not dispose of the

painting, reserving to himself the right of such election; but

we mean to say that, inasmuch as at the common law this right

is presumahly in the j)roprietor of the ])ainting, it re({uires

something more than general expressions in a statute to sat-

isfy the court of an intention to vest the ])rivilege of secur-
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iiig a copyright in any other person than the one in whom it

presnniably exists. Moreover, the word assigns, on which the

complainant relies, is ordinarily construed as only indicating

the nature of the estate, and its oi-dinary effect is only to the

extent of declaring that whatever is obtained is of an assign-

able character. Strictly, an anthority to assign, or an assign-

ment, relates to what already exists, and has no ])ertinency

to the creation of a right out of another right, as hy the

instrument given by Naiijok to the complainant. Such instru-

ments are ordinarily spoken of as licenses and not assign-

ments, and the holders of them as licensees and not assigns.

This is the common rule under the statutes touching patents,

although they contain a system so much more elaborated than

those touching copyrights, that it is not safe to reason too

liberally from one to the other. Instruments of this class re-

lating to patents are ordinarily regarded as strictly in gross.

Oliver V. Rumford Chemical Worhs, 109 U. S. 75, 82.

But the instrument in this case is so strongly expressed that

it must be construed as vesting in the complainant all the right

of publication which Nanjok had, or ever could have, and there-

fore as vesting a full estate, which would pass liy succession,

and also be assignalile. The instrument having been executed

in Germany, where the technical rules of the common law

touching the particular phraseology required to create more,

than a life estate or a personal interest, do not exist, is

especially free from doubt on this score. It cannot be ques-

tioned that all the right which Nanjok had to publish or repro-

duce passed out of him, and as it was in him assignable and

descendilile, it follows necessarily that the same qualities attach

to it as vested in the complainant. It is for this, with other

reason^ that, as we have already stated, no embarrassment

arises in this case from the word sole in section 4952 of the

Revised Statutes.

Following out the same line touching the distinction be-
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tween transferring interests already existing and creating new

ones, and between assignments and licenses, it is stated in

Copinger on the Law of Copyright, 3rd ed., page 449, that it

has been decided that a document conveying the sole right to

reproduce a picture in chromos, or in any other form of color

painting, for the term of two years, was not an assignment,

and therefore did not need to be registered; but the learned

author questions this decision. In Lucas v. Cooke, 13 Ch. D.

872, Mr. Justice Fry, of especially large experience and ability

in cases of this character, used, with reference to an instrument

of this nature, the words assignment and license interchange-

ably
;
and, on the whole, it involves no \dolent presumption to

maintain that section 4952 of the Re\dsed Statutes, in its use

of the word assigns, had no reference to its narrow, technical

meaning to which we have referred.

The English statute, 25 & 26 Viet. c. 68, already referred

to, in designating the persons who may copyright an original

painting, uses only the word author and the words and his

assigns”. The word proprietor occurs at various points in the

English copyright acts, but not in this connection; and the

same may be said as to the copyright statutes of the United

States prior to the act of July 18, 1870, c. 230, sec. 86, 16

Stat. 212. The provisions of the statute last named were re-enact-

ed by section 4952 of the Revised Statutes, and further re-

enacted, so far as this point is concerned, by the first section of

the International Copyright Act of March 3, 1891, c. 565, 26

Stat. 1107. As there found, it pimddes in terms that the “au-

thor” * “or proprietor of any” * “painting” * “and the

assigns of any such person shall, upon complying with the pro-

visions of this chapter, have the sole liberty of printing, re-

printing, publishing, completing, copying, executing, finishing

and vending”. The phraseology of the statute, 25 & 26 Viet. c.

68, might not require beymu^^ impheations

of the common law, or ^yond' Tiolding/ that the word assigns
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contemplated anyone except the purchaser of the painting it-

self. But section 4952 of the Ke\dse(l Statutes, as re-enacted

in the International Copyright Act, in addition to the word

author, uses the word proprietor; and this latter word extends

to paintings as well as to the other matters designated in the

section. By the word author and the word proprietor onr

statute exhausts everything which the English statute neces-

sarily covers by the word author and the words “or his as-

signs”; and if nothing more was contemplated than is provided

by the English statute, the word jirojnietor, or the word as-

signs in onr statute— one or the other of them— would he

necesarily surplusage and of no effect. The language of our

statute is not only explicit in including author, projnietor

and assigns, hut is rendered even more so by the use in the

same connection of the words “upon complying with the pro-

visions of this chapter”. These demonstrate that the assigns,

equally with the author or proprietor, may register and com-

plete the copyright.

Applying the ordinary rules of construction, the court must

ascertain, if it can, why, after using the word proprietor, onr

statute also uses the word assigns. Certainly this re{|uirenient

cannot be met if the word assigns is limited to its ordinary

technical meaning, already referred to, or to the holder of the

original painting
;
because all this is covered by the word pro-

prietor. We therefore cannot escape the conclusion that the

statute requires us to broaden out the class of persons author-

ized to take out a copyright, so as to include others than mere

proprietors of the paintings themselves, having regard always,

of course, to the Avord sole, which the section contains, and to

which Ave liaAm already referred. We are unable to perceive

the force of all these Avords, unless the statute covers cases of

the precise character of this at bar.

What the complainant claims has been accomplished in this

case, could clearly haA^e been accomplished by first registering
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a copyright, or copyrights with various nationalities, by Nan-

jok, or in his name, and by his then assigning them absolutely

and Avithont reservation to the complainant. The result under

those circumstances would have been precisely the same as

the result which the complainant now maintains
;
and certainly

a construction of a statute which avoids this circnmlocntion,

cannot be unjust or against good sense. On the whole, we

think the complainant rightfully and effectually registered the

copyright, as maintained liy him.

So far the history of the legislation in the United States has

not been of much assistance to the court
;
hut on the remaining

proposition it proves to he of great value.

The defendant claims that section 4962 of the Revised Stat-

utes is to be read literally, and that being thus read, it requires

the notice to be inscribed on the painting itself, or at least on the

mounting of it. If the defendant is right in this literal reading,

it follows that the statute is satisfied by inscribing the notice

on the original painting, or its mounting, and that all repro-

ductions thereof, Avhether in engravings, photographs or other

forms, go free from the notice. The Supreme Court has

said, what must be patent to everyone, that the object of the

statute in this particular is to give notice of the copyright to

the public. Burroto-Giles Lithographic Company v. Sarony,

111 U. S. 53, 55. The purpose of the statute, therefore,

wotdd wholly fail of accomplishment by inscribing notice on

the painting only, which presumably passes into some private

collection, entirely out of the \iew of the general public. This

is so patent that it need not be enlarged upon, and would be

enough of itself to persuade the courts very urgently to look, if

necessary, beyond the mere letter of the statute. Moreover,

the same clause of section 4962 on Avhich the defendant relies,

groups paintings witli engravings, photographs, chromos and

various (Hlier articles which need not be specified
;
and if the

defendant’s construction properly applies to paintings, it would
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seem to folloAV that it applies to all the other articles named in

the same clause,and that the notice, therefore, should be inscribed

on some original, or (piasi original, engraving, photograph or

chromo, and not on the copies thereof which go out to the public.

But the practice as to such articles is distinctly the other way;

and its correctness was expressly recognized in the decision of

the Supreme Court last cited, in Avhich the court said that the

notice is to be given by placing it upon each copy”. Thus

in a single sentence the Supreme Court has torn down the

structure of apparent literalness on which the defendant relies.

An examination of the history of the legislation out of which

section 4962 developed, makes the result entirely clear. The

first statute re(|uiring the inscription of a notice was that of

April 29, 1802, c. 36, 2 Stat. 171. At that time the province

of the copyright laws was narrow, and was divided in that stat-

ute into two fields. Section 1 provided that the copy of the

record of registration required by law to Ije puljlished in

one or more newspapers, should be inserted on the title page,

or the page immediately following it, of every book, hut that

in the case of a map or chart certain aljhreviated phraseology,

pointed out by the statute, should be impressed ‘‘ on the face

thereof”. Section 2 extended the copyright privilege to liis-

torical and other prints, and required that the same entry im-

pressed on the face of maps and charts, should be engraved on

the plate, with the name of the proprietor, and printed on every

print. Under this statute it was clear that the notice })rescribed

should go out to the public on every copy protected by the

statute, and evidently the engraving of it on the engraver’s

plate was only to make sure that the main purpose of the

statute was accomplished.

The next statute is the act which so long stood as the copy-

right code of the United States, that of February 3, 1831, c.

16, 4 Stat, 436. The provisions of that act touching the

question now under examination we reproduce here at length:
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‘‘Sec. 5. And be it further enacted, That no person shall

be entitled to the benefit of this act, unless he shall give

information of copyright being secured, by causing to be in-

serted, in the several copies of each and .every edition published

during the term secured on the title-page, or the page imme-
(hately following, if it be a book, or, if a map, chart, musical

composition, print, cut, or engraving, by causing to be im-

pressed on the face thereof, or if a volume of maps, charts,

music, or engravings, upon the title or frontispiece thereof, the

following words, viz :
‘ Entered according to act of Congress,

in the year
,
by A. B., in the clerk’s office of the

District Court of ’, (as the case may be).”

f This statute somewhat extended the scope of the copyright

privilege, but left the pi’ovision on this point entirely clear.

A distinction was made by section 5 between a book, on one

hand, and a “ map, chart, musical composition, print, cut or

engraving”, on the other, but it was only as to the precise

place on which the notice should be inscribed,—in the one case

on the title-page, or the page immediately following it, and in

the other on the face, with a provision that in cases of volumes

of maps, charts, music or engravings, it should be on the title

or frontispiece. Except as to the mere place of impressing the

notice, the statute applied without discrimination to all articles

within the scope of the copyright privilege, and looked for

the inscription of the notice on every copy which went out to

the public, and nowhere else. The words “ the several copies

of each and every edition ” ran through and governed every

part of the section. This is so clear that it needs nothing to

be added to the statement of the fact.

I'he next act was that of August 18, 1856, c. 169, 11 Stat.

188, which contained nothing to be noticed in this connection.

Next came the act of March 3, 1865, c. 126, 13 Stat. 540.

This is important, because it first extended the copyright

privilege to photographs, and provided that this extension

should enure to the benefit of the authors of photographs
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“ upon tlie same conditions as to the authors of prints and

engravings”. In other words, when photographs first came

into the copyright statutes, they came in under the clear

provisions of the fifth section of the act of 1831, requiring

the inscription of the notice to lie on every copy going out to

the public, and nowhere else. That was the law when the

revised code of July 8, 1870, c. 230, 16 Stat. 108, was adopted.

The provision we are looking for is found in section 97 of that

act. This statute first extended the cojiyright privilege to

paintings, statues, statuary, models and designs, and section 97

was a conse(|uent attempt to cover the additional articles by

condensation of phraseology. It was afterwards incorporated

into section 4962 of the Kevised Statutes, on which the de-

fendant re.sts.

To this time there had been no indication of any policy ex-

cept that which the Supreme Court, in the citation we have

made, had said was necessary to give the public notice of the

copyright privilege claimed,— a policy which we have already

seen, expressly included photographs, maps and charts as well as

books. In this attempted condensation, maps, charts and pho-

tographs were dislocated from the express provision touching

books, and associated with paintings, statues, statuary, models

and designs. As no reason can be suggested for any change

touching maps, charts and photographs, the presumption is that

Congress intended, notwithstanding the awkward phraseology

used, that the law should continue the same as to them; and, if

this presumption stands, it carries with it the same law for paint-

ings as for maps, charts and photographs. Logan v. United

States, 144 U. S. 263, 3U2. The whole section was as follows

:

“Sec. 97. And be it further enacted. That no person shall

maintain an action for the infringement of his copyright unless

he shall give notice thereof by inserting in the several copies of

every edition published, on the title-page or the page imme-
diately following, if it be a book

;
or if a map, chart, musical

composition, print, cut, engraving, photograph, painting, draw-
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ing, chronio, statue, statuary, or model or design intended to be

perfected and completed as a work of the fine arts, by inscribing

upon some portion of the face or front thereof, or on the face of

the substance on which the same shall be mounted, the following

words, viz :
‘ Entered according to act of Congress, in the year

, by A. B., in the office of the librarian of Congress, at

Washington

The words “ several copies of every edition published ” may

well be held to permeate and govern that portion of the section

commencing with the words “if a map, chart”, etc., as effect-

ively as it does the words “if it be a book”, and the section

may well be construed precisely the same as if the words “ if it

be a book” preceded the words “on the title-page”. The word

“thereof”, in the latter part of the section, may well be held to

refer back to the words “ the several copies” in its early part.

For clearness, we give the section as thus re-arranged :

“ That no person shall maintain an action for the infringement

of his copyright, unless he shall give notice thereof by inserting

in the several copies of every edition published, if it be a book,

on the title-page or the page immediately following, or if a map,
chart, # painting, # by inscribing upon some portion of the

face or front thereof * .”

Under the circumstances, the breaking up and dislocation of

the section into sentences, or phrases, should be held to have

been merely for the purpose of indicating the place where the

notice is to be inscribed, according to the subject matter of the

publication, that is to say, on the title page, or on the page im-

mediately following, if it be a book, but, if it be other matter,

on the face, or front; and it .should be further held that in all

other particulars the directions of the statute are identical with

reference to each article to which the subject matter relates.

A re-arrangement of clauses, or parts of sentences, is justifia-

ble under the most common circumstances, and is especially

justifiable in order that the statute ma}' not be read contrary

to its plain purpose and the general public policy.
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A careful comparison of this section of the act of 1870 with

the corresponding section of the act of 1831, shows that there

are no other differences, except those of detail required by the

extension of the copyright code, nor any which can affect the

proposition we are considering.

This provision of law, as we have already said, was re-enacted

without substantial change in section 4062 of the Revised Stat-

utes. It was again re-enacted in the act ofJune 18, 1874, c. 301,

18Stat., 78. The only differences are the option of the shorter

form of notice contained in the latter statute, and a l)roadening

out of the provision touching the portions of the puljlished arti-

cle on which the notice may be inscril)ed. No other purpose

in the last enactment was suggested in lU(j(jhi>< v. Kenfeh 140

U. S. 428, in which it is somewhat referred to.

The only remaining act to be considered is that of August 1,

1882, c. 366, 22 Stat. 181. The main purpose of this statute

was to make sure of the accomplishment of one general pur-

pose of the act of 1874. The latter required that the notice be

inscribed on some visible portion of the published articles, while

the act of 1882 expressly permitted it, under some circumstan-

ces, to go on the back or bottom of such articles, although in

some senses the back or bottom might not always be visible

portions thereof The reading of the act of August 1, 1882,

contains, however, a legislative construction of the prior statutes

on the point which we are considering. The prior statutes in-

cluded designs in the same class with maps, charts, photographs

and paintings. Therefore if, with reference to paintings, the

inscription is to go on the painting itself, it would follow as a

matter of course, that, with reference to models and designs,

under section 4962 of the Revised Statutes, it should appear

on the original models and designs, and not on the articles

put on the market constructed according to them. But the act

of 1882 says in terras, that the manufacturers of designs of

molded decorative articles may put the mark prescribed by stat-
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ute, not on the designs, but “ upon the back or bottom of such

articles”. As the clear purpose of this statute related entirely

to the place where, on any particular article, notice might be

inscribed, and it clearly was not in any way intended to change

the law as to what the inscription shall be impressed on, the

effect of this phraseology cannot be mistaken.

On the whole, while we must admit that the phraseology of

the statute is unfortunate, and might have been more clearly

and positively expressed, we are convinced that, as we have

already said, the differences in the various phrases relate entirely

to the place on which the notice is to be inscribed, according to

the subject matter of the article published, and that, with that

exception, the phrases apply alike to all classes of articles, and

relate entirely to the notices to be inscribed on what goes to the

public in various forms and editions, and that there is no re-

quirement that any shall be inscribed on the painting itself,

more than there is that there shall be an original, or quasi origi-

nal, map, chart, musical composition, print, cut, engraving,

photograph, drawing, chromo, or model or design, to be in-

scribed with the notice, as the defendant claims the painting

in this case should have been inscribed.

The defendant also claims that the words inscribed on the

photograph, namely, “ Copyright, 1892, by Photographische

Gesellschaft ”, give no notice that the painting has been copy-

righted, and imply only that the photograph has been. If this

is so, the fault is that of the statute and not of the complainant,

as he has used exactly the phraseology imposed by law. Un-

doubtedly the statute, if it had not been so condensed, might

have given a form of notice more in harmony with the facts of

cases of this character; but we can see that in this notice there

is enough to give any one who is looking for the truth, and who

desires to avoid infringement, the thread which will lead him

easily to the actual condition of the copyright. There is some-

thing in the form of this notice which tends to sustain the con-
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tention of the defendant that it should have been inscribed on

the painting itself, but not enough to overcome the force of the

rules of construction which have led us to the result we have

explained.

We perceive nothing further in the case which requires any

observations from the court.

Decree for the complahirmt ; complainant to file draft decree

on or before the twenty-fifth mutant, and the defendant correc-

tions thereof on or before the first day of September next.

A true copy:

Attest:
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Ilnitcil ®iwuit ®outt of Appeals

FOR THE FIRST CIRCUIT—OCTOBER TERM.

1894 .

Pierce and Bushnell Manufacturing Company, Defendant,

Appellant,

against

Emil Werckmeister, Complainant, Appellee.

No. 118.

BRIEF ON BEHALF OF APPELLEE.

This is an appeal from an interlocutory decree in a suit

brought to restrain the infringement of a copyrighted paint-

ing called “Die Heilige Cacilie.” The opinion of Judge Put-

nam (p. 41, Rec.) fully states the facts. The assignment of

errors is found on page 37 of the Record.

I.

The law did not require any copyright notice to be

inscribed upon the original painting or the substance on

which the same was mounted.

The point under consideration presents two questions: (A)

Was it necessary to inscribe the notice under all circum-

stances; and (B) was it necessary in this particular case?
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The statute says (in Section 4902): '' No person shall main-

tain an action for the infri)i(jernent of any co])nri(iht unless he

shall (jive notice thereof hy iusertimj in the several copies of

every edition published, on the title pa(je or the paje iinmedi-

cdely folknviiKj, if it be a book; or if a map, cliai t, Jiiusical com-

position, print, cnt, engraving, pliotograph, painting, (Ivawing,

chromo, statue, statuary oi- model or design intended to he per-

fected and completed as a work of the line arts, by inscribing

ui>on some visible portion thereof or of the substance on which

the same shall he mounted, the following words: ‘ Entered ac-

cording to Act of Congress, in the year
,
by A. B.. in the

office of the Librarian of Congress at Washington,' or, at his

option, the word ‘ Coi)yright,’ together with the year the copy-

right was entered and the name of the party by whom it was

taken out, thus: ‘Copyright 18 by A. B.’”

A.

Appellant’s counsel seems to construe this sentence as though

it read, “No person shall maintain an action for the infringe-

ment of his copyright unless he shall give notice thereof, if a

painting, by inscribing upon some visible portion thereof or of

the substance on .which the same shall be mounted, the follow-

ing words:” *

If this he the proper construction, then the law would he

complied with by putting the notice upon the original painting,

l)rint, cut, engraving, &c., and it would be unnecessary to p)ut

the notice upon any c<yries of a painting, print, cut, engrav-

ing, &c.

In our opinion, the object of the statute is to cause the pub-

lished copies to he marked and not the original, and that this

construction is the proper one is also evident from the recent

decision rendered by the Circuit Court of Appeals, speaking

through Judge Shipman, in the case of Falk v. Cast Litho.

and Engraving Co., in 5i Fed. Rep., 890: “The proprietor of a

copyrighted photograph may, without losing his copyright, use



3

a card containing one hnndred miniature samples of different

co])yrighted photographs which has not the word ‘copyright’

impressed thereon, for the sole purpose of enabling dealers to

give orders. Such a use is not a publication within the mean-

ing of the copyright law. * * * This card IS not one of the

published editions of the photographs which it contained.

-X- X- X statute refers to a published edition, which is an

edition offered to the public for sale or circulation."

In Burrow-Giles Litho. Co. v. Sarony, 111 U. S., 53, the Su-

preme Court said: “ The object of tho statute is to give notice

of the copyright to the public by placing upon each coptf in some

visible shape the name of the author, the existence of the claim

of exclusive right, and the date at which this right was ob-

tained.”

The court below cai'efully revised the history of the legis-

lation out of which Section 40d:l developed ’’
(pp. 52, 53, 54, 55

and 5t), Rec.), and we shall not reiterate these arguments. It

surely was not the intention to require a copyright notice to he

upon the unpublished original manuscript in the case of a book,

or the oi'iginal plate or stone in the case of an engraving or

lithograph.

Judge Putnam correctly says: “The purpose of this

statute, therefore, would wholly fail of accomplishment by

inscribing notice on the painting only, which presumably passes

into some private collection entirely out of the view of the

general public. This is so patent that it need not be enlarged

upon and would be enough of itself to persuade tiie Court very

urgently to look, if necessaiy, beyond the mere letter of the

statute.”

This section of the law, therefore, must he interpreted as

though it read: No [)erson shall maintain an action for the

infringement of his copyi ight unless he shall give notice thereof

by inserting in the several coi>ies of every edition published, if

a photograph, painting, &c., by inscribing upon some visible
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portion of the copies or tlie substance on which the same shall

be mounted the following words, &c.:

n.

We doubt very much whether in this particular case

it would have been necessary to ))ut the words “Copyright,"’

&c., on said ])ainting, for the reason that the copyright was

obtained in May, 18!)2. At that time the painting had

not been published. After the copyright had been obtained,

sometime late in tlie summer of 181)2, the )>ai liter Naujok

caused his painting to be sold. It stands to reason that it was

then no longer in his power, assuming that the copyright had

been properly obtained by the complainant, to do anything

whatsoever to ruin or injure defendant’s copyright. The sale

of the painting was not with complainant’s consent, nor was it

his publication, if indeed a sale of a publication is eo ipso a

publication. As well might the complainant’s rights be affected

by some infringer’s unauthorized publication without coiiyright

notice.

In conclusion we beg to call the Court’s attention to the fact

that this paragraph of the law is in the nature of a penal

statute and must be construed in such a way as to give the

complainant the benefit of the doubt, if there should be any.

Mr. Browne, on page 4 of his brief, says that a book is an

impression made from type. We disagree entirely with him.

A book is not necessarily printeil. Before the art of printing

was invented we had books. Decisions of our coiuts in connec-

tion with copyright cases have included within the term “book”

a leaflet, and have held that the term “ book ” does not neces-

sarily mean a bound volume, nor is any particular form, size or

style requisite.

Mr. Browne’s definition of a book, therefore, being incorrect,

his reasoning, based upon such definition, necessatily falls to

the ground. Mr. Browne’s argument, however, is substantially

to the same effect as Mr. Jenner’s on page 18 of his brief, that a
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photograph is not a copy of a painting. Of course, if a photo-

graph is not a copy of a painting, then it was not necessary to

put the copyright notice thereon, bat it was also a wrong to

do so.

II.

There was no publication of the painting prior to the

deposit of the description and photograph of the same in

the office of the Librarian of Congress.

Tlie painting was first published in Germany September 19,

1802, and the first co})ies were sent to America on August 24,

1892 (page 23, Schroeder’s testimony).

The copyright was taken on May 10, 1892. According to

the testimony of the painter Naujok (p. 28 of the Record, A. 4),

“This picture is publicly exhibited by myself at Berlin in the

‘ Kunsthandhmg von Schulte’ from January, 1892, until March,

1892, and at Munich in the Grosse Internationale Kimstausstel-

lung iin Glaspalast in summer 1892.” This exhibition between

January and March was not a publication.

“ The exhibition of a painting or a work of .scul})ture is not

strictly a publication within the meaning of the statutes of the

United States, because the right secured is that of copying and

not that of exhibiting. This objection may not exist in Eng-

land, where, as is shown further on, the right of exhibiting as

well as that of publishing is secured by statute.”

Drone on Copyrights, p. 2b 7.

Parton v. Prang, 3 Clif., .549.

Anyway, the burden of ])roof would be on the defendant to

show that the exhibition of this painting was a publication.

We believe that an exhibition, public or private, of a painting

or a hook, is not per se a publication thereof, either before or

after copyright; and further, that the publication of a book or



pliotograph or painting can only take place when copies thereof

are offered to the public for sale or ciicnlation. Under this

definition tlie author’s or proprietor’s common law copyright is

destroyed whenever copies are made public, whether with or

without his consent; and his statutory copyright is destroyed

whenever with his consent co|)ies are made |)uhlic for sale or

circulation without a copyright notice.

The rule contended for by the a])p('llant that a public exhibi-

tion of a })ainting should amount to a publication, because the

possibilit}^ of copying exists, ought not to he the true rule, and it

is im)K)ssible of pro])er application. Suppose Mr. Vanderbilt, in

his mansion on Fifth avenue, at stated periods, allowed the pub

lie to view certain masterpieces in his galleiy, Avould not the

commoii law right protect these pictures from being co[)ied?

Undoubtedly it would. Would the wrongful jaihlication of

copies of some of the.se paintings destroy the statutory copy-

right? Undoubtedly it would. Such being the case, why
should the exhibition of the painting at Berlin piior to stat-

utory copyright destroy the copyright? The sale and circulation

of authorized copies without copyright notice would undoubt-

edly destroy the statutory coi)yright. The case of Paiton v.

Prang, 4 Cliff, 537, appears to hold these views. That case

decided that only an unqualified publication, such as is made

by printing and offering copies for sale, can destroy the

common law copyright.

The case of Turner v. Robinson, Irish Chancery, 5U>, referred

to by appellants, does not apply. There is no necessity under our

laws for fixing a tennlmis a quo; for with reference to common
law co})yrights theie is no necessity for a terminus a quo, and

under the statutory copyright law the terminus a quo begins

fioni the date of filing the description. Therefore it is un-

necessary to hold that the public exhibition of a ])ainting is per

se a publication. Tlie rule above referred to would fully meet

all the possible contingencies which might arise.

The exhibition in the summer of 1892 at Munich was suh.se-

quent to the taking of the copyright, and even if that should be
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a publication it lias no bearing upon the question under consid-

ation, as it was without complainant’s knowledge or consent.

In the case of Wercknieister vs. Springer Lithographing Co.,

03 Fed. Kep., fi08, Judge Townsend held that the sale of a re-

plica made subsequent to the transfer of the right of reduplica-

tion to the complainant was not a publication even of the replica

and certainly not of tlie painting. In that case the right of re-

duplication of the replica was reserved by the author.

In that same case the learned Judge further held that a

crayon sketch of the painting published in the Salon catalogue

was a qnalihed or limited publication which did not work a

forfeiture of the light of copyright.

Mr. Brown, in his brief, refers to the case of Turner vs. Rob

inson, and speaks of the ferininits a quo, hut in that case the

term began from the date of publication. There was, therefore,

a difficulty under the English law to say when the copyright

term began. There is no such difficulty under onr law. It is

for a fixed period from the date of filing, and while under the

English law it may have been necessary to consider an exhibi-

tion of a painting a publication, it certainly is not necessary

under our law to stretch the definition of the term publication in

such a way.

III.

If the copyright is valid it carries with it protection

against all reproductions of it, including the photograph

of the defendant.

In Schumacher vs. Schwencke, 30 Fed. Rep., 690, Judge
Coxe held: “Although the law recognizes a distinction between
a painting and a print, a copyright for the former will protect

its owner in the sale of copies thereof, even though they may



8

approi)riatoly l)e called ])i’ints. and a ])arty who copies such

copies will be guilty of infringement.”

“The owner of a copv righted painting by ])ublisbing litho-

graphic copies thereof does not lose the i-ight to restrain others

from copying these coj)ies.”

(Quoting from the decision: “The defendants now contend:

first, that the law rocognizt'S a distinction between a painting

and print, and a copyright fora painting cannot be infringed by

a lithographic print thereof which is itself the subject of the

copyright; and, second, that the complainants having published

a large number of lithogra])hic copies of the painting have lost

the right to restrain others from copying these co])ies.” “ It by

no means follows from the fact that the law recognizes a distinc-

tion between a painting and a print that a copyright for the

former will not protect its owner in the sale of co})ies tlnu-eof,

even though they may appropriately be called prints.”

Judge Putnam, wbo referred to this case and other English

cases on page 45 of the Record, states on page 4(i of the Record:

“We have no doubt that the law is correctly laid down in the

cases to which we have referred, that the author or proprietor of

a painting, who properly coi)vrights it, is protected against all

reproductions of it in any form. This proposition is so funda-

mentally essential to the policy of the copyright statutes that it

needs no elaboration.”

Appellant’s counsel refers to Drone on Copyright, p. 484, as

an authority for holding that a copy of a photograph of a paint-

ing is not a copy of a painting. Drone bases his views on ex

parte Beal Law Rep., 3 Q. B., 393, which actually holds the

contrary view, and suggests that where one man owned the

copyright on a painting and another on an engraving, that a

copy of the latter is not an infringement of the copyright on the

former, to which view no exception can be taken.
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IV.

It was the duty of the complainant to inscribe the photo-

graphs published by him with the copyright notice-

If a photograph or a chroinois in any sense whatever a copy

of a painting, and if it can he truthfully said that a large number

of such copies, published at different periods, are editions of the

painting, then, under Section •iOO'i, it was made obligatory upon

the complainant to mark these copies of the various editions by

him published, with the copyright notice. If photographs, prints,

cuts and chronios are not coi)ies of a ))ainting, then of course

the complainant had no right to mark his photographs with the

copyright notice; but it seems to us that this proposition is too

simple to need any elaborate argument.

Section 4952 of the Revised Statutes says: “The author, in-

ventor, designor or proprietor of any book * * * or of a

painting * * shall, upon complying with the provisions

of this chai)ter, have the sole liberty of printing, reprinting,

pul)lishing, completing, copying, executing, finishing and vend-

ing the same.”

Under this section the word “copying” is broad enough to

take in photographs, and under the other section, 4902, it was

obligatory upon the complainant to nmrk his copies.

V.

Photographs of the painting could not have been sepa-

rately copyrighted.

In Burrow-Giles Co. v. Saiony, 11 U. S., 53, the Court said:

“AVe entertain no doubt that the Constitution is bioad enough

to cover an act authorizing copyright of photogra])hs, so far as
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they are representatives of the oiiginal intellectual conceptions

of the author.”

In the Sarony case, and likewise in the other cases quoted in

the opinion, tliere appears to have been novelty, invention and

originality in connection with the production of tlie ])hotogra]ili

;

but to take an inanimate object, like a i)ainting, and simply to

photograph it does not, in our o[)inioii, })er se, involve novelty,

invention or originality, and no valid copyright can be taken

upon a luechanical reproduction ot an inanimate object. It is

true that in many cases the artist may create the original as a

|)hotograph; in otlier words, he may first take a pbotogra])h by

artistically posing an animate obj('ct or he may ])hotograph a

landscape, and then he might go to work and ])aint that same

subject. The artistic arrangement and selection of colors might

involve sufficient originality to entitle him to a sej)arate copy-

right on the painting. The original ci-eation or de.sign would,

however, be incorporated in a photogra])h. The same thing, no

doubt, would apply in the case of a lithograph. The original

artistic work might begin with a lithograph and end in a paint-

ing. In such a case separate copyrights might be taken for the

lithograph and the painting.

Defendant's counsel also contends that because § of the Act

of 1891 provides that where copyrights are obtained upon pho-

tographs, the two copies which must be sent to the Librarian of

Congress must be produced in the United States fiom negatives

or drawings on stone made within the limits of the United

States or from transfers, that therefoi-e there existed an obliga

tion on the part of the complainant to copyright his photo-

graphs.

We claim, as the Court below remarked, this provision was

inserted in the statute to satisfy the clamoi- of the labor unions,

and it has reference solely to- books, photographs, chromos or

lithographs.

Section 3 (in the Revised Statutes § 490-ij, says: “ Pro-

vided, that in the case of a book, photograph, chromo or litho-

graph, the copies of the same required to be delivered or de-
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posited as above shall be printed from type set within the limits

of the United States, or from plates made therefrom, or

from negatives or drawings on stone, within the limits of the

United States, or from transfers made therefrom.’’ The

law makers were well aware of the fact that engravings,

musical compositions, maps and charts, paintings, draw-

ings, statues and statuary could he reproduced in the United

States. As early as 1874 Congress began to draw a distinction

between works of the fine arts and between prints and labels

designed to be used for any other article of manufacture.

Under the provisions of § 4952«, all classes of commercial

matters are sent to the Patent Office, and while a painting or

picture intended to be used for other articles of manufacture

might well be artistic, and might in a certain sense be an article

of manufacture, yet, if it is intended to be used commercially

and not tor the advancement of education and art, in that case

the copyright must be applied for in the Patent Office and not

in the Librarian’s office. So likewise in this section under con-

sideration (4!»56) there is a clear distinction made between works

of the fine arts and between articles of manufacture, so to speak.

Connected with the fine arts aie paintings, statuary, engrav-

ings. From the very nature of these subjects every one knows

that they are not manufactured and reproduced in those

immense quantities that lithographs, chromos, photographs and

books are reproduced, and tberefore the statute does not make

it compulsory that in these cases the work must he done in this

country; but for the purpose of benefiting printers and litho-

graphers and to satisfy their clamor. Congress insisted that in

the case of copyrighted books, photographs, chromos and litho-

graphs only, the work must be done in this country.
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The Court below did not find that complainant had pub-

lished copyrightable photographs, and the Court correctly

held that the publication of complainant’s photographs

was not an abandonment of such photos to the public.

Everything that miglit l)e said in connection with tliis

assignment of error lias been discussed in connection with

other points.

VII.

Complainant had the lawful right to copyright the

original painting as the assignee of the author and pro-

prietor, and he likewise properly entered the copyright

in the name of the “ Photographische Gesellschaft”

§ 4952 of tlie Revised Statutes states: “ The author, inventor,

designer or proprietor of any hook, map ^ * or of a

painting, drawing * " and the executors, administrators

or assigns of any sucli person shall, upon coni]»lying with the

provisions of this chapter, have the sole liberty of ])iinting, re-

printing, publishing, completing” * * *

The statute, therefore, gives permission to take the copy-

right to the following six classes: first, the author, inventor and

designer; second, to the proprietor of any hook * * * painting

* * * third, to the executors, administrators of the author,

inventor, designer; fourth, to the executors, administratoi’s of

the proprietor; fifth, to the assigns of the author, inventor, de-

signer; and sixth, to the assigns of the proprietor.

In the case under considei ation the complainant was the as-

signee of the author, inventor, designer and proprietor of the

painting in question.
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111 Yueiigling v. Schile, in 12 Fed. Rep., 97, decided in the

Soutliern District of New York, by Judge Brown, it was decided

on page lOB as follows: “ To a mere owner of a work as such,

to a ‘ proi)i‘ietor’ in that sense only, without any express or im-

plied transfer from the author, or inventoi-, of his right to a

copyi ight, Congress, as above observed, is not by the Constitu-

tion vested with the power to grant a copyright.”

Therefore it would seem that unless it apiieared from the

circumstances the ordinary proprietor of a painting has no right

to take a copyright thereon. He buys the picture without the

right of reproduction, unless indeed from the surrounding cir-

cumstances or by express or implied agreement or possibly by

custom he has by virtue of the purchase of the painting become

entitled to obtain the copyright. But suiely after the right to

obtain a copyright has already been sold, assigned and trans-

ferred the subsequent purchaser of a painting cannot obtain a

copyright, and the above citation is authority for this state-

ment. But this case seems to bristle with statements which

exactly bear out our position. Thus on page 100 the Court

says:

“ The Act of 1870 for the first time uses the word ‘ proprie-

tor,’ in connection with the words ‘author, inventor or designer,’

as one of the persons to whom a copyright may be granted;

although ever since the Act of 1790 a proprietor might obtain a

copyright if he were the lawful representative of the exclusive

rights of a native or resident author. Thus, although the con-

nection in which the word ‘ proprietor ’ is used in the Act of

1870 is new, the use of the word itself in relation to copyrights

is as old as the law of copyrights.”

And on page 103, the Court says: “ The word ‘ proprietor,’

as used in the copyright laws, in itself means the representative

of an artist or author ivho might himself obtain a copyright.’’'

And on page 105, referring to the Act of 1790; “Thus in .

this early act the term 'proprietor’’ is used to embrace all the

persons, except the original author himself, who by Section I.



might obtain a copyriglit, viz., the author’s executors, adminis-

trators or nssign.s, or any person who liad ‘ ]mrcliased or legally

acquired the copyright.’”

And at the bottom of said page: “A third ])er.son may
become such an owner or ‘ proprietor ’ through a transfer or

assignment, verbal or written, embracing the right of copy-

right, after the work is completed, or by virtue of an original

employment under a contract with the autlior, which, by agree-

ment, is to confer upon the employer the coni|)lete ownership

both of the work itself and of any co])yiight that may he

obtained thereon.”

The syllabus on page 97, under the number 9,, in re|)orting

this decision, contains the following: “ field * " that

the n'ord ‘;n-o;n7c/or ’ in Section 89 of the Act of 1870, and in

Section 4952 of the Kevised Statutes, must he construed in the

‘limited and restricted sense’ in wdiich it has been used in

every act from that of 1790 downwai-ds, viz., as the Ie(j(d rep-

resented ive of a right derived from a native or resident author

or artist."

From the following it therefore a})poai’s that the complain-

ant, the assignee of the eorchisire rigid of reproduction obtained

from the author and proprietor of the p>aint in gown's the proper

pai-ty to take the copyright.

See likewise the case of Werckmeister vs. The Springer

Lithographing Co., 03 Fed. Rep., 808, and cases cited. Judge

Townsend, unaware of Judge Putnam’s decision, came to the

same conclusion that complainant, as assignee of the author,

properly took out the copyright.

Judge Townsend also held that the copyiaght was properly

taken out in the name of the Photographische Gesellschaft,"

and he cites Scribner vs. Allen, 49 Fed. Rep., 854; Burro-Giles

Litho. Co. V. Sarony, 111 N. Y., 53; Black u. Allen, 42 Fed,

Rep., 618, and Carte v. Allen, 27 Fed. Rep., 861.
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VIII.

In answer to Mr. Jenner’s brief we submit the following

suggestions with reference to the seventh and fourth assign-

ments of erroi's:

On page 2 of his brief he states; “ Idiis exclusive right to

make copies * * was merely one of the consequences and

incidents of ownership, and the transferance of this right to

another was a license, a mere permission, and not an assign-

ment.”

Paragraph 41t52 of the Revised Statutes grants to the author

or proprietor, upon complying with the })rovisions of this chap-

ter, the sole liberty of printing, reprinting, publishing, com-

})leting, copying, executing, finishing and vending, and this sec-

tion grants the same rights.

We, therefore, fail to see what Mr. Jenner means when he

says the exclusive right to make copies is an incident of owner-

ship. According to our view the exclusive right to make copies

is that wdiich i;)52 gives to the author oi- proprietor, and that is

all that the com})lainant in this case wants.

The exclusive right to make copies is not an incident, hut it

is the principal and only object of the copyright law. This sec-

tion gives a monopolistic right to make copies either to the

author or to the proprietor. Certainly giving permission to

another to make a single copy is not an assignment.

Mr. Jenner very correctly says in his brief, on page 3, that a

license under a patent right is never constiued as an assign-

ment, unless the instrument imports the transfer of the

patentee's entire right, and then sometimes it is. This is one of

the times that it is, because the author and proprietor in this

case of the i)ainting, to the exclusion of himself, gave the sole

right of reproduction to the comi)lainant, and therefore whether

this document is technically an exclusive license of the entire

right forever, or is a grant or an assignment, is of no conse-

quence. It is in effect an assignment.
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The case of Palte vs. Derby, 5 McLean, 329, referred to by

Mr. Jenner, if it has any bearing upon the issues, is in favor of

a]] of tlie contentions made by the apptdlee. Firstly, that case

was dismissed by the Coui t for want of jiiri.sdiction, and tliere-

foro really all that the Court said concerning the copyright

questions involved, was '' obiter dictum.'’' Secondly, that was a

case betw'een two contestants for the copyright. Thirdly, in

that case, as in the case under consideration, the printer (in this

case the photographer) took the copyright in his name under a

similar agreement as the one under consideration, and the Court

stated that this was proper, and that the j)rinter had a perfect

right to take the copyright. The decision further says: “We
must look out of the contract to the acts of the parties in re-

gard to the copyright. These acts must necessarily have a

strong bearing upon the contract. It will tend to show how it

was understood and construed by the ]>arties to it.”

So in the case under consideration, Mr. Naujok testifies (on

p. 29 of the record) how he understood this conveyance on his

part. Photographs were published by the complainant with

the copyright notice thereon; one of them was shown to Mr.

Naujok and he never objected then nor now to complainant’s

taking the copyright. Besides that, the instrument shows on

its face that it was the intention that the exclusive right or re-

production for the consideration expressed in the document and

for no future consideration shoidd he vested in complainant.

In the case of Jam vs. Mulleman, 3 Duer, 25.5, the definition

between a grant and a license is pointed out, and it is there

said that a license, whether oral or written, is always revocable.

Cei-tainly the right granted to the complainant in this case was

not revocable, and, therefore, by the very definition laid down

in the case cited, the right given to complainant was not a

license.

Mr. Jenner seems to have confused the common law copy-

right in a painting with the statutory copyright. Of the former

it may perhaps truly be said that it is an incident to the owjier-

ship of the painting. For all that the common law coi)yright
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does is that it acknowledges the artistic production to be prop-

erty and prohibits a trespass to be committed thereon, which

consists in copying the same. J ust as it is hard to realize that

one man may own the ahsolnte fee and also enjoy the posses-

sion of land, and that another should have the right to prohibit

trespasses over such land, so in the case under consideration

the right to forbid nraking copies is an incident to the owner-

ship of the painting. The one goes with the other, and it is

probably ti-ue that one man cannot own the painting and

another have the right to forbid the making of copies thereof.

When, however, we look at the statutory copyright we find that

this consists in the creation of a privilege or monopoly. This

right is not a negative one like the corrrnron law right. True,

as an incident to the sole and exchisive privilege of making-

copies, necessarily there is the right to prevent others fronr

copying.

Here the privilege or rrronopoly is in iro serrse an incident of

the ownership irr the pairrting arry nrore than the ownership of

the original models or drawings is a necessary incident to a

patent grant. While it is true that rreither a statutory copy-

right nor a patent can be granted for an idea, but requires an

embodiment in some definite shai>e, still tlie shape or means

are only necessary in order to define the monopoly granted.

The specification and drawings in a patent case and the de-

scription and photograph in a copyright case add nothing to the

right granted—they explain, define and limit it. Therefore it

necessarily follows that not only after but before the statutory

copyright or })atent is applied for, tlie author or inventor may
sell his copyright or patent, or his rights thereto, to one person,

and his original paintings, model or machine, which embody

his invention or design, to another.

Undei- Point 11., on page 6, Mr. .Jemier says: “ The Consti-

tution gives no authority to Congress in terms to grant either a

patent or a copyright to any person except the author or the

inventor.” Yet we all know that patents are continually issued

to the assignee of the inventor and the only reason that patents
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are not granted in tliis country to the assigns of inventors as

freely as in England and some other countries is that the oath

of the author or inventor is necessary.

There is no difference in these respects between a patent or

a copyright. In both cases the Government grants the exclu-

sive right for a certain ])eriod to an author or inventor to make

or produce copies of tlie new invention or creation. It is true

that you can neither patent nor co])yright ideas. Under

either the patent or copyright laws the ideas must he tangibly

connected with means of some kind. Nevertheless, it was truly

said in the case to which we will hereafter again refer that “ the

property in the copyi-iglit is regarded as a different and distinct

right wholly detached from the manuscript or any physical ex-

istence and will not pass with the manuscript unless included

by express words in the transfer.”

So in a patent case, it is not necessary for the inventor to

sell his model or his machine when he transfers the right, to ob-

tain the patent, for we may quibble with regard to whether an

inventor sells his right to a patent or whether he sells his right

to an invention; he certainly sells the monopoly which the Gov-

ernment, hut for his sale, would give him, and this same mon-

opoly Naujok in the case under consideration sold to the com-

plainant.

Under III. we beg to make the following remarks: In our

opinion the ordinary plain interpretation of paragraph 4952 is

that the author, inventor, designer or his assigns, or the j)ro-

prietor of the book or painting, or his assigns, or the executor,

administrator of the author, inventor, designer, or their assigns,

or the executor or administrator of the proprietor or their as-

signs, may take out the copju’ight, and the principal reason

why there seems to he a difference of opinion between Mr. Jen-

ner and ourselves is that he continually refers to the grant of a

copyright as an incident to the ownership of the painting.

The object of the copyright law is to give a monopoly

to reproduce in unlimited quantities, if one pleases, copies.

That is what the statute gives, and that it does not give as an



19

incident to anything, and tliere is no reason why it should be an

incident to anything.

If counsel’s reasoning were correct, unless the assignee of

an inventor owned the model or the first machine built by the

inventor, he would never be able to get a valid patent, because

the patent right would be an incident connected with the own-

ership of the model.

The very cases cited by counsel, notably Stevens v. Cady, 11

How., .528, and Stevens vs. Gladding, 17 How., 416, in our

opinion, hold the contrary to what Mr. Jenner contends for.

In these cases it was held: ‘‘A copyright is a ]u-operty in

notion and has no corporeal and tangible substance and it is

not the subject of seizure.”

It was also held that “the ownership of a plate and the

owmership of a copyright was a distinct species of property and

that the plate may be used without infringing upon the copy-

right by printing and publishing the map.’' And on page 531,

in the case of Stevens vs. Cady, it was said: “ But the property

in the copyright is regarded as a different and distinct right,

wholly detached from the manuscript or any physical existence,

and will not pass with the manuscript unless included by express

words in the transfer.”

Under V. we are not willing to admit that a statue cannot be

said to be copied in a photograph, but we are aware that the

decisions hold that a dramatization on the stage of the plot de-

scribed in a book is not an infringement of the copyright in the

book; but we believe, as was held in the case of Rossiter r;s. Hall,

in the 5th of Blatchford, 362, referred to in Mr. Jenner's brief, on

page 17, and in Drone on Copyrights, on page 192, “that the

word copy is a general term added to the more specific terms

before used for the very purpose of covering methods of repro-

duction not included in the words engraving, etching, or work,

and, if it covers anything, should cover the photographic

method, which, more nearly than any other, produces a perfect

copy.”
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In the case i-eferred to, the point was made that a plioto-

graphic copy could not he a copy, because pliotograpliy had not

been discovered at the time tlie coj)yright was taken, and yet

the Court overruled this point, and held that the statute was
sufliciently broad to include every inetbod of reproduction.

On page 18
,

Mi'. Jenner veiy correctly takes the ])osi-

tion that the appellant is forced to take, that a photo-

graphic copy of a painting is not a copy of the painting in

the sense of the copyright law. If he is correct, then of

course the defendants have not infringed. It would

follow that the complainant’s ))hotographic copy of the

painting would also not be a copy of the painting. If this should

be held to be the law it would be necessary for the author or

proprietor of the painting to take: First, a copyright on a paint-

ing; second, a copyright on the drawing or sketch of that paint-

ing; third, on a chromo reproduction of that painting; fourth,

on an engraving of that painting; fifth, on a cut of that paint-

ing; sixth, on a print of the painting; seventh, on a photograph

or negative of the painting. For it certainly follows that if the

defendant can escape liability by making a photograjihic copy,

because complainant failed to take a copyright for the photo-

graph, the defendant could likewise escape liability by making-

copies in the shape of chromos, engravings, drawings, cuts or

prints, if no special copyright had been taken on the chromo,

engraving, drawing, cut or print.

Under VI. we beg to say that while it seems unjust that any-

one should pay the penalty for being misled in the case supposed

by counsel, still these same risks every purchaser of a new pro-

cess or machine must take continually. A new machine or a

new process or a new device is offered to a large manufacturer;

does he not take the same risk in using the machine or in using

the process that it has been previously been patented by some-

body, and if such manufacturer wants to go absolutely safe is

it not necessary for bini to ransack the Patent Office to ascertain

whether there is any patent on such a machine or process be-

fore he can safely employ it? Therefore, we fail to see wherein
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the risk is any greater under the copyright law than it is undet*

the patent law.

Under VII. we beg to say that page 30 of the record shows

that the photographs published by complainant are copies of

the painting and that they are similar to the copy left with the

Librarian of Congress. There is no evidence whatever that

there have been any subsequent editions, and the burden of

proving this would he upon the appellant in this case, and

unless of course a photograph is a substantial “ subsequent

change,” we fail to see in what respect the complainant has

failed to comply with the law.

Conclusion.

The appeal should be dismissed, with costs.

Resi^ectfully submitted,

Louis C. Raegener,

Of Counsel for Appellee,

280 Broadway, New York.

New York, Jan. 4, 1895.

[3402K]
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United States Circuit Court of Appeals

FIRST CIRCUIT.

PlEKCE & BuSHNELL MANUFACTURING

Company,

Defend ant-Appellant,

vs.

Emil Werckmeister,

Plaintiff-Respondent

Supplemental Brief for Defendant-Appellant.

The following supplement is submitted in support of the

seventh and fourth assignments of error, that the Circuit Court

erred in finding that the complainant was the proprietor or

assign of the said picture or of the copyright of the same at the

time of his alleged copyrighting thereof, and also erred in find-

ing that the said copyright was rightfully and effectually

registered by the complainant in his own name, and also

finding that the prescribed public notice was given.

In I’espect to the point thus raised, the appellant submits

that there was error in the decree below for the following-

reasons :

I.

The complainant was never the proprietor of the picture

nor of any statutory copjuight in it.

The instrument executed by Naujok upon the 5th of March,

1892, is a license and not an assignment. The language of
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tins instrument is herewith quoted for convenience of refer-

ence (see Record, p. 26, Exhibit B) :

“ I transfer hereby to the Photographische (iesellschaft,

in Berlin, for my work ‘ Die Heilige Cacilie,’ the right of pub-
lication—by which I wish to have understood the exclusive
right of reproduction—against a payment of 500 mark, and
nine gratuitous copies thereof.

“ Kdnigsberg in Prussia, March 5, 1892.
“ Gustav Naimok.”

There is no evidence in the case as to the law of Germany,

and the only presumption that can be made as to Mr. Naiijok’s

(the artist) proprietary rights at the date of the instrument is

that he was the owner of the picture, with such incidents of

owuersluD as are recognized by the common law— that is, be-

sides the usual incidents of the light of possession and dispo-

sition, no one could lawfully make a copy of the jiicture or re-

produce it except the artist or those to whom he gave permis-

sion. This exclusive right to make copies, or to allow copies

to be made, was merely one of the consequences and incidents

of ownership, and the transference of this right to another was

a license, a mere permission, and not an assignment. It sim-

ply made that lawful for the licensee which, but for the license,

would have been unlawful.

Suppose an artist having painted a picture per)aitti anotlier

to make a single copy, is his act an assignment, as that word is

properly understood ? Certainly not. The quality of the act

is not changed or affected if he gives permission to a pei’son to

make as many copies as the permissee chooses, and agrees to

make none himself. The right which the permissee gets is still

only a permission or a license. The right is of the same quality

as that acquired by the holder of a theatre ticket, the right or

permission merely to enter the theatre and witness the play, or

the right which a licensee under a patent right acquires which

is to make or use or sell the invention for the term of the pat-

ent, or to make, use and sell in a limited territory or for a

limited period, and a license under a patent right is never con-
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strued as an assignment unless the instrument imports the

transfer of the patentee’s entire right in the invention
;
then

sometimes it is.

The instrument signed by Naujok, the artist, does not pur-

port to convey the right to obtain a copyright. It would be

as binding against the artist in a country where he could not

himself obtain a copyright, as in a country where he could. It

makes no reference to the artist’s right to obtain statutory pro-

tection, either in Germany or elsewhere
;
the only thing it con-

veyed, or assumed to convey, was part of the right Naujok then

had, viz. : to reproduce his own picture, make copies of it,

and, if he desired, to publish, sell or distribute those copies.

This right being a mere incident of his ownership of the

picture, it follows that the granting of that right to a third

person, the grantor still retaining the ownership, was a license

pure and simple. The instrument conveyed no interest or

estate. It gave no ownership in the picture or right of control

over it. It grants, not the whole or a part of the entire owner-

ship, but something less than the entire ownership in the

picture, viz., merely the right to look at it long enough to

draw or paint it or to “ reproduce ” it. The artist W'ould,

under no circumstances, have any ownership in the copies

made. He gave up his incidental right to interfere with copy-

ing, made that lawful which would have been otherwise un-

lawful, conveyed no jjresent interest that deprived him of his

whole ow'nership, conveyed no interest in the picture, and,

therefore, the instrument is a license merely and not an assign-

ment.

In PuLTE vs. Derby, 5 McLean, 329, a somewhat similar

agreement was held to convey, not the copyright, for none

was in existence, nor the right to obtain copyright, but to be

a license to publish, and page 331 the Court said :

“ It may be observed that in making a mere contract for
printing and publishing, it is not usual to say anything about
coj)yright.”



And page 332 :

“ When the agreement was entered into, complainant had
no copyright to convey. He had a right to his manuscript,
which the statute protects, and the property in which would
be protected at common law. Tlie right to publish this

MS., which was all that complainant could give, was provided
for by agreement.”

Jam. vs. Muileman, 3 Uuer, 255
Washburne vs. Gould, 3 Story^ Cir. Ct., 157.

II.

Section 4952 of the Revised Statutes, as amended by the

Act of 1891, does not authorize the granting of a copyright to

any one who does not, at the time of such granting, j)ossess

the ownership in the thing copyrighted, either bj" virtue of

having originated the same or by virtue of assignment from

the originator.

The learned Court below took an opposite view of this

point, and this view has been followed by his Honor Judge

Townsend, in the Second Circuit, in the case of Werckmeister

vs. Springer Lithographic Co., 63 Fed. Rep., 808. The reason-

ing in both these cases proceeds largely upon the assumption

that if the word “ assigns ” means one who holds the ownership

of the subject matter of the copyright by virtue of assignment,

then the term is synonymous with “ proprietor,” and, there-

fore, superfluous. Secondly', it is argued that the word

“assigns” must mean something else than a proprietorship of

the thing itself, derived b}’ assignment from the original owner,

and, therefore, may be construed to imply that the right to

take a copyright may be granted to a person to whom the in-

ventor, designor or proprietor )iiay have assumed to convey

the right to receive the copyright, and without parting with

the ownership or property in the thing copyrighted.



It is to be observed in respect to this contention that, in

accordance with the ordinary use of language, a person might

be a proprietor of a picture without being the assignee of the

owner. A legatee of a picture, and a person who wished to

have a favorite horse painted and who purchased and paid for

the canvas and paint, and employed an artist to paint it would,

in both cases, become a proprietor of the picture, and in a very

broad sense of the term, it might l)e said that they derived

their title by assignment from the owner of the picture in the

one case and the artist in the other, but this would be against

the ordinary usage of language. No one would ever think of

calling a legatee of a picture an assign of the testator, still less

would any one think of calling the proprietor of a picture, who

paid for the materials and employed an artist to paint it, the

assign of the artist
;
but in both cases he would be the pro-

prietor.

The publisher whose editors write in his editorial room, on

paper, with pen and ink supplied by him, upon themes and

adapting arguments suggested by him, is neither the author of

the articles nor the assign of the authors, but he is a proprietor

of them and may copyright them as such
;
and one collaborateur

(in pictorial art collaboration is even more common than in

the literary art) might easily become the proprietor of the joint

production without being the assign of the other.

In construing a statute we are neither to force a word out

of its usual import or to reject it as surplusage, unless neces-

sity requires it.

There is no reason then, arising from the supposed identity

of the word “ proprietor ” and the word “ assigns,” for depart-

ing from the ordinary and natural import of the language of

the statute. That is, that the author of the composition, or a

person to whom he has assigned the entire ownership of the

composition, the painter of a jjicture, or the owner of the pic-

ture, or the person to whom the painter or the owner may

have assigned his ownership, has the right to obtain a statu-
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toiT })iivilege, namely, the })iivilege of publishing or copying

the thing of which he is the owner, at the same time retaining

the right of restraining others from making copies of it without

his permission, which he could not do after publication at com-

mon law.

When, by compliance with the statutory conditions, the

compositicrfi, literary or artistic, has been copyrighted, that is,

when the Government has issued its grant of privilege, a new

right of pr()j>riety comes into existence, iion-existent before,

which may be dealt with independently of t4ie original subject.

The manuscript or the painting may now become the property

of one person, and the right of printing and eo{)ving of another.

The Constitution gives no authority to Congress, in terms to

grant either a patent or a copyright to any person except the

author or the inventor. A liberal construction of the clause

which confers this power has made the ca^pyright and the pat-

ent, when granted, assignable as an incident of ownership
; a

still more liberal construction has made the invention or the

subject matter of the copyright assignable before the copyright

or a ])atent has been granted
;

but, as no patent can

be granted to any other person except the inventor or

a person to whom the inventor has assigned theinven

tion itself or an undivided interest in the invention, 1. e.,

in the whole invention, so no co])yright can be granted to any

one except the author or designer, or some person to whom he

has transferred the subject matter of the copyright. There is

no such thing as transferring the right to a patent without

transferring the owner.^^hip in the invention (it may be done in

England, but not here), and the same rule apiDlies to copyrights.

As in patents for inventions it is the means and not the idea

which may be the subject of the patent, so a picture does

not consist in the desiyn but in the execution. It is the

mechanical skill in laying on the colors and defining the

outlines which constitutes an essential part of the merit

of the picture, and, perhaj)S, the most essential part.
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and it is the execution, including therein arrangement,

coloring, grouping, drawing, all the constituents which

make up the picture, or, in the case of a literary work,

the arrangement of words or expression, as distinguished from

the idea, which may be the subject of the copyright. A person,

therefore, who does not own the picture at the time when the

copyright is obtained, certainly does not fulfill the literal re-

quirements of the statute.

III.

Another circumstance tends to confirm the interpretation

here contended for. The language of § 4952 is “ assigns of

any siich person.” “Such person” includes “proprietor,”

and this certainly implies that an “assign ” is a different ]ier-

son from “ proprietor,” otherwise the words would mean “ an

assign of an assign ” which worild be tautological and super-

fluous.

If the words “ the author ” or * * * “ proprietor
”

and the “ executors, administrators or assigns of any such per-

son,” shall have an exclusive right of reproduction on com-

plying with certain conditions, etc., which is precisely equiva-

lent to the expression “ author or his assigns ” or “ proprietor

or his assigns,” be given their plain, ordinary, legal meaning,

it is not affirmed that they do not denote one of the persons

originally named or the successor to the whole of

his interest. In the case of an artist his assignee

is the one to whom he assigns his picture. There can be no

sucli thing in law or under the statute as the assignment of an

idea of a picture. A picture is not only an idea embodied in

lines and shading, the lines and shading are an integral part of

the original creation. Giving the word “ assigns ” this plain
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ordinary legal meaning there in no warrant in the statute, and

there is no warrant in the Constitution for granting a copyright

to any one else than to the artist who painted the jncture or the

}>erson who succeeds to all the rights in the picture which the

artist himself had. The ownershi]) of the picture carries the

incidents with it, and the incidents cling to the ownership until

they are separated by the statute itself upon compliance with

its provisions. Any right whatever to grant copyright to an

assignee, under the Constitution, !s only derived by implication,

and that ini])lication only attaches as an incident of ahaolaie

ownership.

The reason given for departing from the plain meaning of

the statute is that of expediency. It is suggested that inas-

much as, after copyright obtained, the artist might dispose of

the ])icture to one person and the copyright to another, it is

just as well to let him do so beforehand, and, therefore, the

statute must have so intended.

The learned Circuit Court said (see Rec., p. 51) ;

“ What the complainant claims has been accomplished in

this case could clearly have been accomplished by hrst regis-

tering a copyright or copyiights, with various nationalities, by
Nanjok, or in his name, and by his then assigning them abso-

lutely and without reservation to the complainant. The result

under those circumstances would have been precisely the same
as the result which the complainant now maintains, and cer-

tainly a construction of a statute which avoids this circumlocu-

tion cannot be unjust or against good sense.”

We respectfully submit that the above- quoted argument of

the Court below is unsound. If the statute prescribes that a

certain procedure shall be followed, certain conditions per-

formed, precedent to the grant of a privilege, the terms of the

statute must be complied with. It is not for the grantee to

say that some other procedure is just as good as that pre-

scribed by the statute
;
that it is the results which he is after,

and never mind the performance of conditions jn-ecedent. By

the same argument the assignee of an invention may apply

himself for the patent to avoid the circumlocution of the in-
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ventor applying for it. The rules governing the interpretation

of statutes does not permit that degree of flexibility and indul-

gence.

Mere expediency is no warrant for departing from the plain

legal meaning of a statute. Where it is possible to give two

meanings to a statute, and the more apparent meaning would

lead to obvious contradiction, or inconsistency, or plain viola-

tion of the intent of the law, the secondary and more remote

meaning may be chosen. But this is the limit of legal inter-

pretation. Where the Legislature has used words which have

a plain legal signification, it is not permissible to depart there-

from by a strained interpretation, merely because it may be

argued that it would be better or more convenient or wiser to

do so.

Furthermore, the general idea underlies the interpretation

which we dispute, that, as artists, authors and inventors are a

favored class, the copyright acts should be construed lil)erally

towards them, and every ambiguity be resolved in their favor.

As to this suggestion it is a serious error to regard copy-

right laws or patent laws as creating a favored class. Not so.

Their object is to promote the public good. Exclusive priv-

ileges are given to authors, artists and inventors, because it is

for the benefit of the public that books should be written,

pictures painted and inventions made, and without the legisla-

tive grant neither authors, artists or inventors would have

adequate means of making their productions j'l'otifjJ'We to

themselves, and there would be less incentive to make them

and the public would be by so much the loser. It is true that

in granting these exclusive privileges an element of justice is

involved, because they impart the attributes of property to

that which w'as not fully recognized as property at common
law

;
but, nevertheless, this qualified and limited

right of property is taken out of the public

domain, and if the puldic derived no benefit on

its side from tiie transaction, the rc'ason upon which the law-
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making power has always proceeded in passing copyright and

patent laws would be taken away. They are grants, just as a

county issues bonds or makes a grant to a railroad company,

becaiise it is for the benefit of the public that the road should

be built, and because without legislative aid there would be no

adequate means or incentive to build it, and not to reward the

public spirit of the promoters of the road.

It is a sufficient reason, therefore, for rejecting the interpre-

tation given by the learned Court below to Section 4952 that it

is not in accordance w'ith the plain, ordinary meaning of the

word “assign,” and that it is not is made the more apparent

from the labored reasoning to establish a different meaning to

which both the Circuit Court in this case and his Honor Judge

Townsend have been obliged to resort.

Stephens vs. Cady, 14 How'., 528 (reaffirmed in Stevens vs.

Gladding, 17 How., 44fij, is not in conflict witli tlie proposition

here maintained. In that case the defendant claimed the right

to print and publish a copyright map by virtue of his purcha.se

on an execution sale of the plates u])on wdiich the map was

engraved, and the question in the case was whether the title to

the plates thus acquired carried with it the copyright in the

map. The Court held that it did not
;
basing its conclusion

upon the ground, among others, that the copyright was an in-

corporeal right to the multiplication of copies for the benefit of the

author or his assigns disconnected from the plate or any other

physical existence. We maintain the correctness of this conclu-

sion, but add, in harmony with Judge Nelson’s opinion, that this

exclusive right to multiply copies is purely the creature of the

statute, without existence until the form of the statute is com-

plied W'ith, after which its existence is independent of the phy-

sical existence of the original. But, before such statutory

creation, there is merely a potentiality of its being brought

into existence, which cannot be said to be even an inchoate right,

because, although the author before copyright may multiply
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copies, he cannot do it exclusive of others doing it, and

exclusiveness is of the very essence of coypyright. In

Stephens vs. Cady, the Court (p. 531) makes remarks

which are not, in form, limited to the case of an assignment

of copyright after it has been perfected, but the remarks

should be so limited, because no intention is apparent

to extend the remarks beyond the question before the Court,

and if so extended they would be merely obiter dicta, binding

no one. The Court also refers to Lord Mansfield’s observation

in Miller vs. Taylor, 4 Burr, 2330-2396, that “ no disposition,

“ no transfer of paper upon which the composition is written,

“ marked or impressed (though it gives the power to print and

“ publish), can be considered a conveyance of the (copy by

“ which he means copyright as appears from a previous part of

“ his 02)iuion) without the author’s express consent to jirint

“ and yniblish, much less against his will.” There is no occa-

sion to dispute this as a general projiosition, but Lord Mans-

field’s remark seems to have been based ujjon a concession of

counsel and on a question arising under the statute of Anne,

and his decision was overruled by Donaldson vs. Beckett, 4

Burr, 2408.

IV.

The interpretation given to Section 4952 by the learned

Circuit Court defeats another plain and explicit jarovision of

the act. Prior to the amendment by which photographs were,

eo nomine, included in the act, they were not the subject of

copyright (Wood vs. Abbott, 5 Blatch., 325). They were only

made so as to a limited class, and under sjiecial conditions.

When Section 4952, with other sections of the Copyright Act,

was amended in 1891, Congress must be presumed to have

contemj)lated the conseciuences of the amendment, and to have
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(Ictoniiined tliut there was notliing iu Seetion 4952, as ameiuled,

iucoiisisteut or at variance with the provisions regarding pho-

tographs. Yet, under the interpretation adopted by the Cir-

cuit Court, the complainant has, in effect, copyriglited a photo-

graph and nothing else, without comjffying with the conditions

imposed in other provisions of the act in respect to photo-

graphs, and those provisions are thus evaded.

The record shows that the original ])ainting, “Die Heilige

Cacilie,” is now adorning some gallery in Europe, but where, is

unknown (Rec., ]). 29j, while this country has been flooded

with more than ten thousand photographs of the painting made

in Germany by coni])lainant (Rec., p. 23, Int. 11 j, so that one

of the express provisions .and, indeed, a paramount object of

the act has been com))letely defeated.

Nothing can be plainer than that Congress intended, in the

case of a copyright of a book <n- photograph, or lithograph, the

copies sold and used in this country for any purpose to be

made here. This is secured by lecpiiring that the copies of the

book, photograph, cliromo or lithograph which are to be deliv-

ered or deposited iu the^office of the Lilnauian as a condition of

the copyright “ shall be jninted from type set witliin the limits

of tlie United States, or from plates made therefrom, or from

negatives or from drawings on stone made within the limits of

the United States, or from transfers made therefrom,” and the

importation into the United States “ of any' book, cliromo,

“ lithograph or photograph so copyrighted, or any edition or

“ editions thereof, or any plates of the same not made from

“ type set, negatives, or drawings on stone made within the

“ as amended the United States,” is prohibited (see § 4956

limits of March 3, 1891), excepting, of course, cojiies not

exceeding two at a time, imported for use and not for sale,

wliicli exception need not be considered.

Nothing can be clearer than the legislative intention so

expressed, that the privileges of American copyright shall not

be extended to any' book or photograph unless the mechanical
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woi'k of printing and reproduction is actually performed in

this country. The provisions of the act are so clear and

explicit that there is no occasion for referring to the protracted

Congressional debates resulting in the amendments of March 3,

1891, in confirmation of this point. It is enough to say that

by this amendment the privileges of American copyright were

extended to foreign authors and artists, and that the}- would

not have been extended excepting for the concession that

American labor should have the advantage of doing the

mechanical work involved in producing the copies of the

copyrighted thing. Whatever view's may be entertained re-

specting the wisdom of that policy, such was, beyond any

doubt, the policy which Congress inte,nded to enact into law,

and it should be subserved and not defeated by the courts, and

other provisions of the act should be construed in harmony

with that policy.

Notice that the requirement that in the case of a book,

photograph, etc., the copies required to be delivered to the

Librarian’s Office shall be printed from type set or from plates or

negatives made within the limits of the United States, and the

prohibition of exportation into this country of the copyrighted

book or photograph or plate or negative thereof not made

within the United States is contained in the “ Proviso ” to Sec-

tion 49-36. It is a rule in the construction of statutes that the

proviso always prevails over the general purview.

Potter’s Dwarris on Stat., 118.

Matter of New York & Brooklyn Bridge, 72 N. Y.,

-527.

So that the restriction and prohibition contained in the

proviso must dominate the preceding portion of the section,

and if there is inconsistency between them, the preceding part

of the section must yield to the proviso, and as the preceding-

part of the section provides that “ no person shall be entitled

to a copyright unless he shall ” comply with its j^rovisious, the

section must be understood as providing that no person shall
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be entitled to a copyright unless the provisions of the proviso

are respected.

Congress exempted paintings from the recpiirement that

copies should be reproduced within the limits of the United

States because it recognized the difference between a painting

and a photogra]di, chromo or lithograph in respect of the

genius, talent or skill involved in reproducing it, and, there- (

fore. Section 4950, as amended, requiied that a photograph of

a “ painting, drawing, statue, statuary, model or design for a

“ work of the fine arts ” should be deposited in the librarian’s

office without prescribing where the photograph should be

made, and the condition is fulfilled, if the photograph is de-

posited, whether it is made in Europe or in this country, and

the exemption was reasonable, because in the case of a painting

painted, statue modeled, &c., by a foreign artist, such photo-

graph would naturally and conveniently be made abroad, and

the foreign artist ought not in reason to be compelled to send

his ])ainting or statue here so that a photograph might be taken

of it to be delivered to the librarian in order to perfect his

copyright. But notice that this exemption includes only

paintings, drawings, statuary, models or designs “ for a work

of the fine arts,” and a painting, statue, model and the

like intended for say merely advertising or commercial

purposes, or for any purpose not properly to be termed “ for

the fine arts,” would not be included in the exemption, and

would be classed with books, ’ photograjrlis and lithographs.

No inference can be drawn from the language of the statute

that Congress intended to permit a foreign painting to be copy-

righted, and, under the protection of that copyright, photo- j

graphs of it to be made and multiplied abroad, imported into

this countiT and sold here to the profit of the foreign owner of

the copyright and the detriment of the American mechanic.

No reason can be suggested or imagined for distinguishing in

this respect between the photograph of a painting or statue made

abroad and the ])hotograph of a prominent person made abroad.
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For illustration, suppose the case of a j^ortrait of the Emperor

William painted abroad and copyrighted here by depositing

with the Librarian a photograph of the painting, and siippose

further that the Emperor William is photographed b}' another

artist, in the same costume, in the same pose, with the same

accessories, all of which would be perfectly lawful, and such

photograph to be copyrighted here, then, under the interpreta-

tion of the Circuit Court, the photograph of the painting may

be made and multiplied indefinitely in Europe and be imported

into this country and be sold here lawfully
;
but, in the case of

the photograph from life, a negative must be made here neces-

sarily from a foreign-made negative, and the photographic

copies must be made here. There is as much reason for

attaching the policy of the amendment to the first class of

photographs as to the second. There can be no doubt that

Congress intended that all photographs should be dominated

by its declared policy. Yet, if the interpretation of the Circuit

Court is sound, the first class of photographs evades the pro-

visions of the law, and may exist here in spite of the declared

intention of the law maker. Such a result should be avoided.

V.

The fundamental error from which other errors arise is in

holding that a photograph is a copy of a painting. It is not,

either in fact or within the view of the statute, because it is

not in the same or an analogous medium, and does not give

the color, nor, in man}' respects, the light and shade. That it

is not a copy in the ordinary meaning of the term copy, and

as the term copy and photograph are iised in common speech,

requires no elaboration. We may familiarly speak of a photo-

graph of a ])ainting or of a copy of a painting. The former
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suggests to the naiid oue thing, the latter an entirely different

thing. No contract calling for a copy of a painting would be

satisfied by the delivery of a photogra])h of it. A photo-

graphic copy is also a phrase of common use, and by it is

meant only a photograph of the thing. In such ])hrase the

word “ copy ” is tautological. Surely a photograph of a

statue is not a copy of the statue. A copy of a

statue may not necessarily be a duplicate of it, for a copy

of a statue may perhaps be of a different size or in a different

medium from that of the original and still be a copy within the

meaning of the act. Thus, a marble statue may be copied in

plaster or bronze, and reduced in size and the replica would

probably still be within the meaning of the act, a copy, though

not strictly so, and a painting, the original being in oil, may be

copied in oil or water color, and the replica still be a copy,

but this is as far as the reasonable use of language can go.

Certainly a statue cannot be said to be copied in a photograph,

and if it cannot in such case, a painting cannot be copied in a

photograph. This distinction is observed in Section 4956,

which requires in the case of the copyright of a painting or

statue that “ a photograph of same” shall be delivered to the

Librarian. Such a construction is in harmony with the pro-

visions of Section 4952 referring to other subjects of copyright.

Thus, it was recognized that a dramatic representation of an

unpublished play, or the dramatization of a copyrighted novel

or a translation of a copyrighted book would not be an infringe-

ment of the author’s copyright in the original, and a special

enactment was required to enable authors to reserve “ the ex-

clusive right to dramatize and translate any of their works for

which copyright should have been obtained,” and in the case of

a dramatic composition of “ publicly performing or rejrresent-

ing it.”

In Stowe vs. Thomas, 2 Wall., Jr., 547, it was held that a

translation into another language is not an infringement of the

author’s copyright of the original. A translation may be called
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a transcript or copy of tlie author’s ideas, but in no correct

sense can it be called a copy of his book. Mrs. Stowe procured

a translation of “ Uncle Tom’s Cabin ” to be made into Ger-

man. and both the original and her translation were copy-

righted. Nevertheless the defendant translated the work

anew, and published his version, which she sued to enjoin.

The Court held that the suit could not be maintained under

the law then (1853) in force, which forbade any “ copy ” of a

cop^u'ighted work, and that the copyright law protects not the

substance of the ideas, knowledge or conception embodied in

the work, but the literary and the verbal or pictorial rep-

resentation adopted by the author.

The provisions of the section giving “ sole liberty of print-

ing, reprinting, publishing, completing, copying, executing, fin-

ishing and vending the same ” was not sufficiently compre-

hensive to include the oral performance or representation

upon the stage of a dramatic composition or to include

the dramatization or translation of a literary work, and special

provision was required to cover the latter. But the change of

medium which occurs in the oral dramatic representation of a

written composition or the dramatization or translation of

a written composition is not greater or more emphatic than the

change of medium which occurs in the translation of a paint-

ing or of a statue into a photograph of it. In every case the

original is not in the translation, though something of it is,

that something being, to speak broadly, the conception.

The deduction here argued for would be reconciliable with

Rossiter vs. Hall, 5 Blatchf., 362, in which it was held that re-

production of copies of a copyrighted engraving by photo-

graphy is an infringement, because the photograph substan-

tially copies the color of the original.

The terms used in Section 4952, defining the scope of “ the

sole liberty ” thereby conferred, are all used in their common

and ordinary sense, and there is no reason for forcing upon any

of them a signification less or more than the ordinary. The
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section as a whole is corn])re]ieusive, ami gives to the origiuato.i

of a literary, dramatic oi' artistic composition the exclusive

})roperty in the expression of his composition. The term
“ copying ” as well as the other terms used, such as printing,

publishing, executing, vending, refer to a book as well as to a

picture, and printing may refer to a picture or drawing or litho-

graph as well as to a book.

If our contention is right that the term “ copying ” means

the making of a copy wherever it occurs in the act or amend-

ments, then the copyright of a painting does not prevent a

stranger from photograj)hing the painting, and the question

would then arise how shall the artist }>rotect himself from un-

authorized photographing of his painting. This question pre-

sents no difficulty. Before the pu’olication of the painting the

common law protects him as completel}'^ as the copyright acts

protect him after publication. He may copyright his painting

if he chooses by complying with the provisions of the act, or

he may copyright a photograph of it b}^ complying with the

provisions of the act regulating the copyright of photographs,

or he may do both. In the case of a foreign artist, and a paint-

ing painted abroad, he may take a photograph of it there, send

either it or the negative here, make another negative from it

and from the latter print his impressions, and in this vvay his

protection is complete, the act is complied with and its

policy oVieyed. Any other cour.se is not onl}' against

the implication, but against the expression of the

statute, because Section 4952 says that “ the

author * * * or proprietor of any book, map, chart,

dramatic or musical composition, engraving, cut, print or p/io-

tugraph or negative thereof, or of a drawing, etc.,

* * * shall, upon complying with the jirovisions of this

chapter, have the sole liberty of printing, etc., * * * and

vending the same
;

” and the originality inhering in the paint-

ing is certainly transferable to a photograph of it so as to

support copyright of the latter, within Burrows-Childs Lith.
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Co. vs. Sarony, 111 U. S., 53 ;
and if, under the Constitution,

a photograph may be the subject of copyright at all, such a

photograph would be entitled to the protection of the act and

could not be classed as a photograph of a mere inanimate

object in Avhich the creative genius of an artist has no share.

There can be hardly any doubt but that photographs were

coupled with engravings, cuts and prints, and all four with

paintings, so that the protection of the artist’s invention

should be complete. And the express mention of photographs

ss a subject of copyright excludes the inference that a photo-

graph should receive protection as an alias of a painting or

statue.

The act confers a privilege non-existent before, and every

right derived from it exists on condition of compliance with its

requirements. The law ought not to permit the owner of a

photograph to acquire a right of property in it by indirection,

when it prescribes methods for the acquisition of the right. It

is not a question of “circumlocution,” but a question of obey-

ing the statute.

VI.

This view of the act would require the artist, pursuant to

Section 4962, as amended March 3, 1891. to give notice of the

copyright, in the case of a photograph or painting “ by in-

scribing upon some visible portion thereof or of the substance

upon which the same shall be mounted ” one or other of the

legends specified in the section. The Court below lield that

the inscription of the notice need not be upon the original paint-

ing, and that it was enough if the notice was inscribed upon the

photographs of the painting. This might, and probably would,

lead to very serious consequences. The copyright, including its

renewal, endures for forty-two years. Assume the published
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photographs, after their season of novelty, to have passed

into oblivion, as they generally do, and assume the painting to

be years afterwards imported here and purchased and sold here

ultimately, with the object of reproducing it photographicallv or

by engraving. It contains no notice of copyright and nothing

to suggest to the purchaser any limitation upon the unrestricted

property in it
;

lie proceeds to photograph or engrave it, with-

out inquiring at the Librarian’s office, and thereby exposes him-

self to a penalty of ten dollars for every cop}^ found in his

possession, to the forfeiture of the plates, which, if etched or

engraved, might be a large sum, several thousands of dollars,

and the loss of the printed copies of the work in which it was to

be inserted, besides indefinite sums by way of damages and

profits, and yet the victim of such injustice would have done

everything which would be expected of a reasonably prudent

man. If the law of the C'ircuit Court is sound, such grave

catastrophes are not only possible and probable, but are cer-

tain to happen, and the owner of the copyright may rely on the

decision of the Circuit Court in this case to sustain his pro-

cedure. It cannot be supposed that Congress intended to open

the door to such possibilities. The intention of the section was

to require notice to be given. If the painting is copyrighted,

every purchaser should buy with the notice
;

if the photograph

is separately copyrighted, every purchaser of that should buy

with the notice on it
;
for mutilation of either painting, pho-

tograph or mounting would naturally suggest inquiry, and one

cannot copy without either original or photograph or the equiv-

alent. Unless this is the law, no one can safely purchase a

painting made within forty-two years without first inquiring at

the Librarian’s office to ascertain if it has been copyrighted.
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VII.

Subsequent Editions.

Section 4959, as amended, requires the delivery to the

Librarian of “ a copy of every subsequent edition wherein any

substantial changes shall be made,” and this applies to “ every

copyrighted book or other article.” If a photograph is a copy

of a painting in colors there is at least a substantial change in

the photograph as compared with the painting, the substantial

change being in the expression, corresponding to a change in

phraseology, or expression in the case of a literary composi-

tion. The act intended that every change made in a copy as

compared wdth the original should be a matter of record and

open to public examination in the Librarian’s Office.

There is no evidence in the record that two copies of the pho-

tograph were delivered to the Librarian, or any copy excepting

that delivered at the time of obtaining the alleged copyright.

Suppose replicas of the original painting to be made, there

would then be two editions of the same original painting on

the market, differing substantially, but only one record in the

Librarian’s Office, or must the copyright owner deliver two

copies of the veritable copy or replica of the painting ? This is

not a fanciful supposition, because we have only to suppose the

case of an original water-color painting, photographs of it, and,

subsequently, fac similes of it made by the Goupil process,

which cannot be distinguished from the originals except by

experts.
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Emil Werckmeister,
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The principal difficulty in this case seems to lie

in the proper construction of paragraph 4962, and
the definition of the word “copy.” Paragraph 4962

begins: “ No person shall maintain an action for the

miv'mgeruQniot his copyright sinless * * * There-

fore the first question which suggests itself is, What
is mesLuihj his copyright'^ For the answer to

this question we must look to paragraph 4952, which
says: “ The author, inventor, designer or proprietor

of any book * * * musical composition, en-

graving * * * shall, upon comjylying ivith the

provisions of this chapter, have the sole liberty of

printing, reprinting, publishing, completing, copy-

ing, executing, finishing and vending the same.^' * * *
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Applying this section to the case under considera-

tion, we understand the same to mean that the

author, inventor, designer or proprietor of the paint-

ing “St. Cacilie,” upon complying with the pro-

visions of this chapter, became entitled to the sole

liberty of ^'printing, * * * publishing,

copying, executing * * * and vending said

painting ” St. Cacilie.

In our opinion, the clause “ and in the case of

dramatic composition of publicly performing or

representing it, or causing it to be performed or

represented by others,” indicates very plainly that

the preceding phraseology, “printing, reprinting,

publishing, completing, copying,” has reference to

each and every one of the enumerated copyright-

able subjects, books, musical compositions, engrav-

ings, prints, photographs, paintings, statues, &c.

There cannot, we believe, be the slightest doubt

that under paragraph 4952 there was granted to

the owner of the copyright of the painting bt.

Cacilie,” by the terms printing, publishing, copying,

executing and vending, as ordinarily interpreted,

the sole and exclusive liberty to make photographs,

cuts, prints, engravings and other copies of his

painting. It does not follow from the foregoing

that the owner of the copyright of the painting had

the right or that it was his duty to put the copy-

right notice on photographs published by him, but

that the making and publication of photographs

without his consent by others would be an infringe-

ment, and that the sole right to make photographs

of the painting was the sole privilege of the owner

of the copyright admits of no doubt.

For the sake of argument, therefore, we shall

assume that the owner of a copyright of a painting

has the sole liberty of printing, copying and selling-

photographs of his painting. The ovAmer of the

copyright is now confronted with this difficulty: it

he puts the copyright notice on the photograph, he

may subject himself to the penalties under para-

graph 49153, upon the theory that the law required
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him to secure a specific copyright for the photo-

graph, and he has neglected to do so. If he is

afraid of incurring the penalties under paragraph

4963 for falsely marking, and therefore omits the

notice under paragraph 4962, he is confronted by

that section which says that he shall not maintain

an action for infringement unless he shall give the*

copyright notice with reference to which the Circuit

Court of Appeals, in Falk us. Cast Lithographic Co.,

54 Fed. Rep., 890, says that the notice must be in-

serted upon euery edi/mu, and offered for

sale.

In our opinion it was the duty of the owner of the

copyright to put the copyright notice upon each

photograph by him published, and that the proviso

of the paragraph 4956 applies only to such cases

where a specific copyright for a photograph has pre-

viously been obtained.

In connection with the proviso referred to in para-

graph 4956, it is interesting to note that paragraph

4960 uses the term “pi’oprietor of any copyright,”

and that it contains a distinct reference to the duty

imposed upon the proprietor of a copyright for a

painting to deposit in the office of the Librarian of

Congress, “a photograph.”

In conclusion we cannot refrain from calling at-

tention to the following suggestions upon the ques-

tion tvliether the original painting should have

home the copyright notice. Upon the argument it

was suggested that paragraph 4962 should be con-

strued differently than the Court below construed it,

and that the words ''in the severed copies of every

edition pidAished’^ had refeience only to books, for

the reason that the original embodiment of the

printed thoughts, ideas and features was some
“ manuscript,” while in the case of a photograph
or lithograph each and every one was an original

in itself, and that therefore there was no necessity

for using this j>hraseology in case of a book. This

rather effective argument we attempted to combat by
saying that some books were written on vellum and
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never printed or published, and that in that respect

they were like some paintings, and that it might be

assumed that the lawmakers knew this, and that

for that reason the clause “ in the several copies of

every edition published,” was equally applicable to

paintings as it was to books.

However, Section 1902 itself seems to us to con-

tain a complete answer why the words “m the

several copies of every edition published ” have

reference not only to books, hut also to paintings.

The v!ords “ musical composition ” are grouped with

p)hotographs and paintings. For commercial and
copyright purposes the original musical composition

in manuscript has comparatively little value; yet in

its original condition every musical comj)Osition was
first in manuscript form. It can hardly be claimed

that it could serve any sensible purpose to mark the

original manuscript with a copyright notice and not

mark the printed copies offered to the public for

sale, nor can it be claimed that each printed copy is

an original in the same sense that every photograph

is an original. The original manuscripts of Schu-

bert’s and Wagner’s compositions have a value, and

it can he said with equal force, as it was said upon the

argument with reference to original paintings, that

if such manuscripts were brought to this country,

no one could tell they were copyrighted unless the

copyright notice was upon them. Both paintings

and manuscripts are exhibited in art galleries or

museums to ivhich the public have access. Accord-

ing to our view expressed elsewhere, this would not

constitute a publication of such paintings or manu-
scripts, and as such original paintings and manu-
scripts would not be copies of an edition published

under paragraph 4902, as interpreted in the case of

Falk vs. the Gast Litho. Co., they would not require

a copyright notice.

In this connection it should also be remembered
that nobody has the right to copy an original paint-

ing or an original manuscript under the common
law until after publication. It requires no notice
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on the original painting or the original manuscript

that the common law protects the owner against

unlawful reproduction. Why, then, should there

he under the staUdory copyright a special copyright

notice required upon the original x)ainting and the

original manuscript to prevent copies being made
therefrom? It was always the law of our country,

before the copyright law was in existence, that orig-

inal productions, such as paintings and manuscripts,

were the sole property of the author, and it was the

duty of every one to let them alone and not to copy

them until the author himself published copies

or allowed copies to be made therefrom. So that

to-day, if any one should see an original painting or

an original manuscript, it would be entirely unnec-

essary for such person to know whether there was a

copyright notice thereon;- he wouM be supposed to

know the common law, and that would tell him
that he must not make copies without the permission

of the owner. We cannot see, therefore, in what
respect the public would be injured, even though no
copyright notice appeared upon an original painting

or manuscript. In either event, whether the paint-

ing was copyrighted or was not copyrighted, no one

could rightfully make copies thereof without the

owner’s consent, and it may well be assumed that

the framers of the copyright law were aware of this.

In conclusion we beg to say that we cannot see

wherein the original manuscript of a musical com-

position differs from the manuscript of a hook or

the manuscript of a painting, if we may so designate

an original painting. For copyright purposes all

originals are matrices or moulds, and the sole right

to make reproductions, castings or copies from these

original matiices or moulds is given to the owmer of

the copyright upon the original matrix or mould, be
the same a painting, negative, lithograph, manu-
script of a book or musical composition.

In discussing the meaning of the word “copy”
the query naturally suggests itself: Why is a printed

copy of a musical composition, the manuscript being
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poorly ivritten as great men usually ivrite, more of

a copy of the musical composition than a literal

photographic reproduction of a p)ainting is a copy

of the painting?

It is, therefore, respectfully suggested that para-

graph 4962 requires so to be read that the copyright

notice must only be upon the several copies of every

edition published; that a photograph is a copy of a

painting; that it is unnecessary to put the copyright

notice upon the original painting; and that the true

solution of all the doubts and arguments on the part

of the appellant is contained in the able opinion of

the Court below.

New York, February 5, 1895.

Louis C. Raegener,
Of Counsel for Respondent,

280 Broadway,
New York.
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UNITED STATES CIRCUIT COURT OE APPEALS

FOR THE FIRST CIRCUIT.

OCTOBER TERM, 1894.

No. 118.

PIERCE & BUSHNELL MANUFACTURING COMPANY,
Defendant, Appellant,

EMIL WERCKMEISTER,
Complainant, Appellee.

BRIEF FOR APPELLANT.

This is a suit in equity for infringement of a copyright alleged

to have been taken under the laws of the United States (as

amended by the act of March 3, 1891), upon a certain painting

entitled "Die Ileilige Cacilie.”

In the Circuit Court, at final hearing, before Putna.m, J., the

copyright in question was decreed valid and infringed.

At the outset it is important to consider precisely the facts pre-

sented :

1. The painting, "Die Heilige Cacilie,” is an original work

designed and executed b}' one Gustav Naujok, a citizen and resi-

dent of German}'.

2. The picture was completed by him in October, 1891.

3. From January, 1892, to March, 1892, the said picture was
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publicly exhibited by the artist at Berlin, Germany (Record, p.

28).

4. Upon the bfth day of March, 1892, Naujok assigned in

writing to the complainant " the right of publication, by which I

wish to have understood the exclusive right of reproduction,” of

the painting in question (Record, p. 26).

5. On the sixteenth day of May, 1892, the complainant under

his business name, viz.. The Photographische Gesellschaft, de-

posited in the office of the Librarian of Congress the title of the

painting, and a photograph and description thereof, claiming a

copyright therein as proprietor. The plaintiff then was and now

is a citizen of Germany (Record, pp. 2, 8).

6. In the summer of 1892, the picture was sold by the artist

through an agent, to some person to the artist unknown (Record,

p. 29).

It distinctly appeat's that no copyright notice has ever been placed

or inscribed either npon any visible portio7i of the said painting or

of the substance upon which it zvas mounted (Record, p. 28).

7. On the twenty-fourth day of August, 1892, photographic

copies of the picture, made in Germany by the employees of the

complainant, were first sent to the United States. It does not ap-

pear, however, when these copies, or any copies, were first pub-

lished by the complainant in the United States (Record, p. 23).

8. On the 19th of September, 1892, photographic copies of the

picture were first published by the complainant in Germany (Rec-

ord, p. 23).

9. At some time during the year 1893, and prior to the com-

mencement of this suit, viz.. May, 1893, a photograph. Complain-

ant’s Exhibit No. 2, was made, published, and sold by the defend-

ant corporation (Record, p. 30).

10. This photograph was made from one of the photographs of

the painting made in Germany by the complainant’s employees,

and by him published and sold in the United States.

It is not alleged nor claimed that any copyright was ever at-

tempted to be secured by the coznplamant upon his said photograph

or upon any photographic or other reproduction of the painting.
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The decree of the Circuit Court is alleged to be en-oneous (i) in

that it finds the copyright valid, and (2) in that it finds the defend-

ant’s pictures to infringe.

I.

The complainant^ having failed to inscribe the notice required by

law upon some visible portion of the painting alleged to be copy_

righted, or of the substance on which the same is moimted, is

debarredfrom maintaining this action for the infringement of his

copyright.

The law as to copyright notice is as follows :
—

"Be it enacted, etc., that no person shall maintain an action

for the infringement of his copyright unless he shall give

notice thereof by inserting in the several copies of every edi-

tion published, on the title page, or the page immediately fol-

lowing, if it be a book ; or if a map, chart, musical composi-

tion, print, cut, engraving, photograph, painting, drawing,

chromo, statue, statuary, or model or design intended to be

perfected and completed as a work of the fine arts, by inscrib-

ing upon some visible portion thereof, or of the substance on

which the same shall be mounted, the following words, viz., —
"'Entered according to act of Congress in the year ,

by A. B., in the office of the Librarian of Congress at Wash-
ington ;

’ or, at his option the word 'Copyright,’ together with

the year the copyright was entered, and the name of the party

by whom it was taken out, thus— 'Copyright, 18 , by

A. B.’”

U.S. Stat. 1874, c- 301, sec. i.

It will not be questioned that, unless the complainant herein has

complied with the provisions of the copyright law as to notice, his

right of action is lost.

Higgins V. Keuffel, 140 U.S. 428.
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The object of the copyright notice required by law is to give

notice to the public that the work has been copyrighted.

Lithographic Co. v. Sarony, iii U.S. 53.

It is clearly the intent of the statute, and for the general welfare

of the public, that every copyrighted work shall bear due notice

of the fact that it is copyrighted, in order that the public shall be

duly warned against unlawfully copying the same.

In the present case, the copyright notice was not placed upon

the picture itself. Every photograph of the painting, however,

published by the complainant was visibly inscribed with the copy-

right notice, either upon the face of the photograph itself or upon

the cardboard upon which the said photograph was mounted.

Assuming this to be so, has the statute been complied with?

The court below has held that—
"There is no requirement that any [notice] shall be inscribed

on the painting itself.”

We submit that this is error.

Upon this question we are to consider, first, the substantial dif-

ference in this respect between paintings and drawings and the

other wooks named in the act, including books and photographs.

A painting or drawing is a work produced directly by the hand of

the artist, and is therefore of necessity a unique entity. On the

other hand, a book, photograph, engraving, or other thing, into

the production of which a mechanical process enters, is of neces-

sity not unique. A book being an impression made from type, it

is clear that, although each separate impression is loosely called a

copy, yet each is the copyrighted book. The same is true of pho-

tographs and other impressions made, not from a plate of type, but

from one chemically or mechanicall}^ prepared to produce a certain

impression. Every photograph from a given negative is, of course,
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as much an original as every other photograph from the same

negative.

Now it is true that the section of the act which we are consider-

ing speaks of placing the notice upon every copy of a book,

but, when it comes to other subjects of copyright, directs that the

notice shall be placed upon the thing itself.

We submit that this difference in the wording is not one of dis-

crimination, and that the expression "eveiy copy of a book” does

not mean or express anything different from the subsequent expres-

sion "a photograph” or "a painting.”

The substance of the law is this : In every case notice must

be given. If the thing copyrighted is a single entity, as a painting

or statue, the copyright notice must be placed upon the thing itself.

If it is not unique, but manifold, as in the case of a book or photo-

graph, then the copyright notice must be placed upon every mani-

fold or '' copy.”

Let us consider this question from another standpoint. The

plaintiff contends that, by imprinting upon &^c\\ photograph of the

painting the words, "Copyright, 1893, by the Photographische

Gesellschaft,” he has given notice to the public that the paint-

mg itself has been copyrighted. But the contrary is the fact.

The photograph being in itself one of the copyrightable subjects

mentioned in the act, the imprint of the copyright notice upon it is

a notice that it has beerr copyrighted. In the present instance it

is a false notice and misleading to the public. The photograph

has not been copyrighted.

Furthermore, the notice on the photograph says nothing either

expressly or by implication about the painting, or indeed that there

is any painting. None but an expert can tell that the photograph

is a photograph of a painting. The complainant, having failed to

mark the painting, ivhich zaas copyrighted, and having falsely

marked as copyrighted the photograph zvhich is not copyrighted, has

complied neither ivitli the letter nor zvith the spirit of the lazv reqicir-

ing notice.

The fact that thepainting, although a copyrightable thing, is with-
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out notice of copyright, is m substance a declaration which the

complainant is estopped to deny that it is open to the public to be

copied, sofar as the copyright law is concerned.

The fact that the photograph, being a copyrightable thing, bears a

notice that it has been copyrighted zvhen in fact it has not, amounts

to a false representation of this complainant to the public by reason

ofwhich he is disentitled to relief in a court of equity.

It is respectfull}^ submitted that the ruling of the Circuit Court

that the copyright notice need not be placed upon the picture itself

is unsound. It leads of necessity to this proposition— Although

3'ou have copyrighted a painting and published that painting, as by

exhibition without restriction as to copying, and yet have imprinted

no copyright notice thereon, 3’ou have still complied with the law

;

because, in the case of a painting, the notice is not to be put upon

the painting itself, but onl}^ upon such reproductions thereof, not

being themselves paintings, as 3'ou may see fit to publish. It is

true that if 3*011 do publish such reproductions 3’ou must impress upon

them a notice that 3*0111- painting is copyrighted, but so long as you

do not publish reproductions 3*011 need give no notice of 3mur cop3*-

right whatever.

We submit that the logicall3* absurd consequences above pointed

out grow entirel3^ out of the fallacy involved in confusing the two

classes of cop3*rightable things, viz., those single and those multiple

in their nature, and hence in failing to perceive that a different

rule as to marking must appl3* in the two cases if the public are to

be informed in everv instance of the existence of cop3*right.

II.

The painting having, as appears, been publicly exhibited for

neardy three months before the deposit of title, etc., in the office of the

Librar'ian of Congress^ this deposit ivas not made before publication

as required by the act, and hence no valid copyright has been

obtained.

The Revised Statutes, section 4956, as amended b3* chap. 565,
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sec. 3, of the act of 1891, provide that " no. person shall be en-

titled to a copyright unless he shall, on or before the date ofpublica-

tion in this or any foreign country, deliver at the office of the

Librarian of Congress ... a description of the painting . . .

for which he desires a copyright; nor unless he shall also, Jiot

later than the date of publication thereof in this or any foreign

country, deliver at the office of the Librarian of Congress ... in

case of a painting, ... a photograph of [the] same.”

Now, according to the proofs, it appears that nothing was

deposited with the librarian until April 5, 1892, and that for three

months prior to that date the painting had been on public exhibi-

tion in the " Kunsthandlung von Schulte,” which is understood to be

the equivalent in German of the "Schulte Art Gallery.”

The question then arises ivhether the public exhibition of a copy-

rightablepamting is a pitblication thereof within the meaning of the

United States copyright laws.

That it is a publication in the ordinary sense of the word cannot

be denied. In the Century Dictionary we find the first definition

of "publication” to be "the act of publishing or bringing to public

notice.”

In the case of Turner v. Robinson, 10 Irish Chancery, 516, is

found the following dictum of Brady, Lord Chancellor:—
"In the statutes bestowing protection upon the work of

sculpture, the terniimis a quo from which the protection com-

mences is the publication of the work, that is, from the moment

the e}'e of the public is allowed io rest upon it. Many large

works in this branch of art which decorate public squares

and other places are, of course, so published, but there are

others not designed for such purposes, which could never be

published in any other way than in exhibitions
; therefore I

apprehend that these works of sculpture must be considered

as published by exhibition at such places as the Rtwal Acad-

emy and Manchester, so as to entitle them to the protection of

the statutes from the date of such publication.”
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Now in the United States the terminus a qtto is the time of

recording tlie title (Rev. Stat. sec. 4953), which must be not later

than the date of publication. Hence, if thy learned chancellor’s

dictum is correct, it applies as well to our law as to the English.

There are, furthermore, many considerations of public policy

which should lead courts to hold that, in the case of a copyright-

able painting, its public exhibition should be held to be a publica-

tion within the statute.

That by public exhibition the painting is publicly exposed or

brought to public notice cannot be denied. If publicly exposed,

there is no question that opportunity for copying it is thus afforded

to the public.

It is true that this opportunity may be more or less interfered

with or limited by the police regulations of the particular gallery

or place of exhibition. But if the rule of law were that, whether

public exhibition is or is not statutory publication, rests upon the

rules and regulations as to copying existing in each instance, it

would be obviously a very unsatisfactory rule.

The true rule, we submit, is this :

The copyright lazv has provided a notice zvhich, ifplaced zipon a

painting before publication^ is notice to all the zvorld that it may not

be copied, and therefore, if the author or proprietor of a painting

zvishes to retain copyright therein, he must comply zvith all the pro-

visions of the lazv, including that as to notice, before it is so publicly

placed or exhibited that possibility ofcopying exists.

To require that when an artist desires and intends to reserve to

himself the right of copying his picture he shall copyright and

mark it before he places it upon public exhibition is simple and

salutary. On the other hand, to hold that whether or not the

placing of a picture upon public exhibition is or is not a publication

shall depend upon the facts of each particular case, is to leave the

rights of the public at large wholly dependent upon private regu-

lations of which they may have no knowledge.
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We submit that, upon the above considerations of the spirit of the.

copyright law, the simplicity of its provisions, and public policy

generally, public exhibition of a painting should be held to be a

publication thereof within the meaning of the statute.

The case of Tumer v. Robinson above cited was itself a case

where, in the absence of any copyright law under which it could

be protected, a painting had been publicly exhibited, and had been

copied by the defendant while so on exhibition. The court inti-

mated that, if there had been a cop3'right law, it would have held

the exhibition a publication under that law. There being no such

law, the court proceeded to consider the question of intent as

affecting a common law publication or dedication of the right of

copying by public exhibition, and an examination of the report

will show that the determination of this question was attended with

the usual difficulty.

The Circuit Court in its opinion makes no allusion to the case of

Turner v. Robinson nor to the foregoing arguments of counsel.

It merely states, "A mere exhibition of a picture in a public galler}^

does not at common law forfeit the control of it by the artist or the

owner, unless the rules of the gallery provide for copying.” No
authority is cited as to this proposition. While it may not be en-

tirely clear what is meant by the expression "forfeit the control,”

yet we submit that the court below in substance ruled that the exhi-

bition of the present painting in a public galleiy for three months

before it was copyrighted was not a publication of the painting

within the meaning of the copyright law. We submit that this

ruling was erroneous.

III.

The plaintiff having given to the public a copyrightable but un-

copyrightedphotograph ofhis copyright painting, and the defendant

having copied from this uncopyrighted photograph and notfrom the

copyrighted painting itself can he be held liable ?

The only case which has been found in which the right of copy-
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ing from an uncopyrighted copy of a copyrighted original has been

directly passed upon is that of Schumacher \ . Schwencke, 25 Fed.

Rep. 466 ; 30 Fed. Rep. 690. This case arose prior to the act of

1891, and consequently is not entirely analogous to the present

case. It was held, however, in that case that the defendant should

be enjoined, and hence the reasoning of the decision and its ap-

plicability to the present state of facts must be carefully con-

sidered.

In the Schumacher case the subject matter of the copyright was

a painting of which the complainant was the owner, and he used

chromo-lithographic productions of the painting as cigar-box

labels. These chromo-lithographic reproductions were not copy-

righted, but whether they were copyrightable or not does not

appear from either report. It may have been that, being the work

of a foreign chromo-lithographer, they were not copyrightable

at that time under the then existing copyright law.

Since that case, however, the amendment of the law by the act

of 1891, and subsequent presidential proclamations thereunder,

have expressly extended to certain foreigners, and particularly to

citizens of the German Empire, the same rights of copyright as to

American citizens.

In the case of a "book, photograph, chromo, or lithograph,”

however, the act of 1891 provides that when the same are to be

copyrighted, the copies deposited with the librarian "shall be

printed from type set within the limits of the United States, or from

plates made therefrom, or from negatives or drawings on stone

made within the limits of the United States or from transfers made

therefrom.” The same law further prohibits the importation into

the United Slates of any copies of the copyrighted book, chromo,

lithograph, or photograph during the existence of the copyright.

We find, therefore, in the act of 1891, under which the present

suit is brought, a distinct change in the policy of the government

as to the copyrighting of photographs, with which this present case

has particularly to do. We find in substance that any person wish-

ing to enjoy the benefits of a copyright under the laws of the

United States in a photograph shall be limited to the manufacture
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and sale of such manifolds of the copyright property as are printed

from negatives made within the limits of the United States.

Now in the present case, if it be held that the complainant,

having copyrighted his painting, has obtained thereby the ex-

clusive right of making and selling within the United States

photographs thereof, then he has in substance and effect exclusive

rights as to the manufacture and sale of photographs which by the

express provisions of the act of 1891 he shall not have. He may,

as in the present case he does, make his photographs exclusivel}'

abroad from negatives made exclusively abroad, and he may

import the photographs so made freely into this country, and still

have the exclusive right of making or of selling them here. In

other words, he has, in stthsfance and effect, copyright protection for

a photograph made and sold under circumstances tinder which the

copyright law expressly states that such protection shall not be

granted.

Now it is elementary that, in construing a statute, effect must be

given to all of its provisions. Hence, when we find that Congress

has expressly attached to the acquisition and enjoyment of the sole

right of multiplying copies of a photograph, certain provisions of

law as to manufacture and non-importation, each of which has

been distinctly violated in the present case, it is submitted that the

court cannot be called upon to give sucb a construction to one

portion of the statute as to a painting as shall result in the obvious

disregard of another portion as to a photograph.

It is to be noticed that no hardship would be imposed upon the

complainant in the present instance, under the act of 1891, by

restricting him to the sale within the United States of photographs

made from a negative made here, and forbidding the importation

by bim of photographs made from negatives made abroad. It

was entirely in his power before publication to bring, as be did do,

a copy of his unpublished photograph to this country, and here

have the same rephotographed, and then publish and sell within

the United States only prints from the new negative thus obtained ;

all of which he has failed to do.
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It is not perhaps material in the present case to inquire as to the

objects which Congress had in view when, simultaneously with

the removal from the statute book of the clause discriminating

against the right of copyright in a foreigner, it annexed to that

right in certain instances certain conditions as to manufacture and

sale. That it has so annexed them is clear, and therefore they

cannot be disregarded. The present case, then, arises under a law

different from that which governed in Schumacher v. Sclizvencke,

and therefore the doctrine of that case, even if sound of itself, is

no longer applicable where suit is brought for infringement by

copying an uncopyrighted photograph of a copyrighted painting.

If the complainant’s uncopyrighted photograph be copyrightable,

and the provisions of the statute be not complied with, either as to

manufacture or importation, then clearl}' a decision securing to

the complainant the exclusive right of reproducing this photograph

would amount to a substantial abrogation of the statutory require-

ments in regard thereto.

We have thus far assumed that the complainant’s photograph

would have been copyrightable had the provisions of the act of

1891 been complied with.

It is quite true that in Lithographic Co. v. Sarony, the Supreme

Court expressly refused to decide whether or not a photograph

which was " a mere mechanical reproduction ” of some object, in-

volving " no originality of thought, or any novelty in the intellectual

operation connected with its visible reproduction,” was copyright-

able within the purview of the Constitution.

Lithographic Co. v. Sarony, iii U.S. 59.

In the present case, however, we submit that this state of facts

does not arise. Iji the first place, the burden of proving that the

photograph lacks copyrightable quality is upon the complainant,

and no such allegation or proof appears. On the contrary, it ap-

pears that the photographs in question are copies of the painting,

that they have been made at large expense, and that there is a large
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sale and demand for tliem, all as alleged in the bill. And further-

more, we confidenth^ submit that, prima facie at least, and in the

absence of allegation or proof to the contrary by the complainant,

the court will find of its own motion, upon inspection of the sample

of complainant’s photograph produced, that it is an artistic work

and worthy of copyright protection.

Indeed, it is matter of common knowledge that in such cases as

the present, while the mechanical process of photographing a

painting is precisely the same by whomever performed, yet the

artistic value of the result will depend upon the judgment, taste,

and intellectual skill of the operator. There is the question of

lighting the painting to be photographed, which is purely and

directly one of intellectual judgment. Then there is the question

of tone, as determined by the subsequent development of the plate,

which is also purely a matter of artistic judgment. It is therefore

submitted that, whenever a photograph is of such a character as to

possess of itself artistic or aesthetic value, it is the work of an artist

within the purview of the Constitution of the United States, and

copyrightable within the spirit of the decision in the Sarony^ case.

Falk V. Brett Lithographic Co., 48 Fed. Rep. 678.

Falk V. Cast Lithographic Co., 48 Fed. Rep. 262.

In England it has been recently held that a photograph of a

painting is an original and copyrightable work.

Graves, ex parte, L.R. 4 Q^B. 715.

Furthermore, in Nottage \
.
Jackson, L.R. ii Q^B.D. 627, the

court say',—
"There is nothing in the nature of the thing to make us

give a different interpretation of the word 'author’ in the case

of a photograph than that which we should give to it in the

case of a painting.”

Finally, we do not wish to be understood as admitting the

accuracy upon general principles of the decision in Schmnacher
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V. Schwencke, if it was the fact in that case that the complainant

negligently failed to protect by copyright the published copies of

his painting. We submit on general principles that the owner ofa

copyrighted painting, desiring to publish mechanical or other copies

thereof and to preserve the right of multiplying copies of those copies,

must copyright them ivhenever they are in themselves of copyright-

able natiLre, or else he will be held to have dedicated the right of

copying them to the public. The painting and the copy thereof are

two distinct entities, and it is well settled that the right of multi-

plying copies of the original and of the copy are distinct rights

and may be held by different individuals. Clearly, then, either

right may be preserved or may be lost independently of the other.

Thus, in Ex parte Beal, L.R. 3 Q^B. 387, the defendant was

complained of for copying a cop}a-ighted engraving, the property

of the plaintiff, who also owned the painting from which the en-

graving was itself made. In the course of the argument Black-

burn, J., said if it were shown that the plaintiff had no copyright

on the engraving, then it might be a question whether he could

proceed against the defendant for copying it merely upon the

strength of his copyright in the painting.

It is further stated by Drone, a writer of authority, upon this

point, as follows :
—

" The principle that copying from a protected publication is

an essential element of piracy must hold good when an author

has published substantially the same work in two forms of

which but one is copyrighted. The one unprotected is com-

mon property ; hence its use cannot be a violation of the

copyright in the other. It is true that to copy one maybe but

an indirect copying of the other. But the answer to this

objection is that copyright does not prevent aii}^ person from

using a work which he has obtained from a source open to all.

Thus, if an author publish and copyright a novel, and then

publish substantially the same production in the form of a

play without copyrighting it, the latter becomes common
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property, and its unlicensed publication cannot be an invasion

of the cop3'right in the novel. This principle may he illus-

trated by supposing a case which may arise under the statutes

of the United States. Section 4962 makes the printing of the

notice of entry in each copy of every edition of a book pub-

lished essential to copyright. Suppose the first edition is

printed with and the second without a notice, the latter edition

is not entitled to protection ; and even if the copyright in the

first edition continue valid, it cannot prevent any person from

reprinting any copy of the second edition.”

Drone, Copyright, page 400.

Again, Mr. Drone says,

—

"The statute secures copyright in a painting, and also in

an engraving, a photograph or other copy of it. The copy-

right in the original is one thing. It affords a remedy against

the unlawful copying of the original by any process. The

copyright in anj^ copy is another thing. It is this copyright

which makes unlawful the unlicensed copying of the copy.

There appears to be no reason wh}^ tbe general principle that

copyright is violated only when the thing copyrighted as

copied, should not govern in the case under consideration.

If an engraving of a painting should become common property,

and the copyright in the painting itself be valid, there is no

reasonable doubt that the latter right would not be violated by

any publication of the engraving, so if the owner has sold the

copyright in the engraving, and retained that in the painting,

it does not appear that he would have any remedy against

the unlicensed copying of the engraving, although such copy-

ing might be injurious to the property in the painting.”

Drone, Copyright, page 484.

The court below in its opinion, it is respectfully submitted, fails

to take any notice of the point above urged. No authorities are

cited in support of the proposition that copying from an unprotected
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copy is not infringement, although copying from a protected orig-

inal or a protected copy would be. None of the authorities cited

by the court have an)’ bearing upon tlie question, because in none

of them was it presented. Furthermore, no answer upon principle

or b}’ reasoning appears in the opinion. From this we are led

with great regret to believe that the question must have failed to

have been fully presented and understood in the court below.

In conclusion, it is submitted that, upon either of the three

grounds of defence above set forth, the bill must be dismissed.

ALEX. P. BROWNE,
of Counselfor Defendant, Appellant.
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United States Circuit Court of Appeals

FIRST CIRCUIT.

Pierce <fe Bushnell Manufactur-

ing Company,

Defemlant-Appellant,

vs.

Emil Werckmeister,

Complainaut-Respondent.

Counsel wislies to call the attention of the Court to the

following section of the statute :

Sec. 4963. Every person who shall insert or impress such
notice, or words of the same purport, in or upon any book,
map, chart, dramatic or musical composition, print, cut, en-
graving or photograph, or other article, for which he has not
obtained a copyright, shall be liable to a penalty of one hun-
dred dollars, recoverable one-half for the person who shall sue
for such penalty, and one-half to the use of the United States.

Wm. a. Jenner,

Of Counsel with Defendant.
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Cl Burgoyne's Prnting Business, 146-150 Centre St,. N. (

United States Circuit Court of Appeals

FIRST CIRCUIT.

Pierce & Bushnell Manufactur-

ing Company,

Defendant-Appellaut,

Emil Werckmeister,

Complainant-Respondent.

Additional Note.

The copyright act as amended March, 1891, provides re-

specting the notice :

“ § 4963. Every person who shall insert or impress such
notice, or words of the same purport, in or upon any book,
map, chart, dramatic or musical composition, print, cut, en-
graving, or photograph, or other article, for which he has not

f obtained a copyright, shall be liable to a penalty of one hun-
dred dollars, recoverable one-half for the person who shall sue
for such penalty, and one-half to the use of the United States.”

Unless the photograph was actually copyrighted, the notice

on it was wrongful. The notice on it could be rightful

only if copyright was “ obtained ” on it. Where

an “ article ” is copyrighted, the copyright covers

every cojiy, and every copy is to be regarded as an

original, and should juoperly be impressed with the notice

under § 4962. This dilemma is presented: If complainant’s

photograph is a “copy” of the cojiyrighted painting, it was

itself copyrighted, and was rightfully impressed with the
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notice, but in such case the proviso of § 4950 requiring manu-

facture here would apply to it, but the proviso of § 4950 would

not apply to it only on the view that the photograph was not

copyrighted, and in that case the notice was improperly im-

pressed upon it under § 4903, but if the notice had been

omitted thei’e would then have been no notice at all to the

public, none on the original painting and none on the ])hoto-

graphs. To hold that the photograph is not a copy of the

painting but is copyrightable separately avoids the dilemma.

If the ])hotograph had been copj'righted here the requirements

of the proviso of § 4950 would have been satisfied, the notice

required by § 4902 could have been given, and the penalty im-

posed by § 4903 avoided.

It is not an answer to this, that the present complainant

will risk his liability for the penalty. It nia}' be true that he

cannot be held liable because he is in Berlin and committed

the act of impressing the notice there, and the penalty is not

attached to the importing or sale here of a falsely marked

article, but the illegality in the act of impressing the notice is

not to be affected b}'- the residence of the wrong-doer. The

act should apply in all its parts to foreigners as well as resi-

dents, otherwise a resident might copyright his painting, send

a negative abroad, have photographs of it made and marked

with the notice, import them and sell them here and thus evade

the requirements of the proviso, and the penalty, and still enjoy

the monopol3^

Respectfully submitted,

Wm. a. Jenner,

Of Counsel.
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FOR THE DISTRICT OF MASSACHUSET^'S.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Co.

Emil Werckmeister, a citizen of the Empire of Germany,

brings this his bill of complaint against the Pierce & Bushnell

Manufacturing Company, a corporation duly organized and

established under the laws of the State of Massachusetts, and a

citizen of said State; and thereupon your orator complains and

says

:

That your orator does business under the firm name of

Photographische Gesellschaft, and for many years prior to the

year 1890 did business under the said firm name of Photo-

graphische Gesellschaft.

And your orator further shows unto your Honors, that on

or about October 1, 1891, one G. Naujok invented, designed and

painted a certain painting called “ Die Heilige Cacilie.” That

said jiainting “Die Heilige Ciicilie” is of an allusive character,

and by means of representing the patron saint of music,

St. Cecilia, sitting before an organ, and cherubs dropping

flowers, and by means of the artistic coloring of the picture and

the expression in the face of St. Cecilia, expresses emblemati-

cally the power of sacred music.

And your orator further shows, that the said G. Naujok, on
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or about the 5th day of March, 1892, assigned, transferred and

sold to your orator all his right, title and interest in any copy-

right obtainable in the United States of America and in all other

countries, and aUo the sole liberty and right of printing, re-

printing, publishing, completing, copying, executing, finishing

and vending said painting.

And your orator further shows unto your Honors, that hav-

ing acquired the right to obtain the copyright for said painting

and the sole right for printing, reprinting, publishing, complet-

ing, copying, executing, finishing and vending the same, and

being a subject of the Empire of Germany, and desiring to

secure the copyright thereof under the laws of the United States

respecting copyrights, your orator, before the publication

thereof in this or any foreign country, to wit, on the 16th day

of May, 1892, delivered at the office of the Librarian of Congress,

at Washington, District of Columbia, a copy of the title and

description of said printing, which description was in the follow-

ing words, to wit

:

“St. Cecil is playing on an organ, whilst cherubs are strew-

ing roses on the key-board,”

and also a photograph thereof; and that such title and descrip-

tion and photograph were duly deposited in the mail wdthin the

United States, addressed to the Librarian of Congress, at Wash-

ington, District of Columbia, on the 16th day of May, 1892, and

that the Librarian of Congress duly received tbe same and

recorded the title thereof on said 16th day of May, 1892, as will

more fully and at large appear from a duly authenticated copy

of said record, ready in Court to be produced, if required, a copy

whereof is hereto annexed, marked “ Exhibit Certificate A.”

And your orators further shows unto your Honors, that he

began the publication of said painting on or about the 15th day

of September, 1892, and not before, either in this country or

any foreign country.

And your orator further shows unto your Honors, that by

reason of the premises and of the statutes in such cases made
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and provided there was secured to your orator, his executors,

administrators and assigns, or intended so to be, for the term of

twenty-eight years from the said 16th day of May, 1892, the

sole liberty of printing, reprinting, publishing, completing,

copying, executing, finishing and vending the said painting.

And your orator further shows unto your Honors, that being

the lawful proprietor of said copyright as aforesaid and in pos-

session of the same, and being able and desirous of supplying

copies of the same to purchasers, your orator had made and

prepared at his place of business, in the City of Berlin, in the

Empire of Germany, certain negatives from which to print

photographs of said painting “Die Heilige Cacile,” which nega-

tives belonged to and were paid for by your orator and prepared

under the direction of your orator’s employees by persons paid

to prepare the same for your orator, and that your orator had

printed and continues to print therefrom copies of said painting;

and that your orator, after the day of depositing the said title

and description as aforesaid, and not before, commenced to pub-

lish copies of said painting and duly gave notice of your orator’s

copyright as is required by law, by inscribing upon a visible

portion of every copy of said painting published by your orator,

the word “Copyright,” together with the year the copyright

was entered and the name of the party by whom it was taken

out, thus: “ Copyright, 1892, by Photographische Gesellschaft.”

And your orator further shows unto your Honors, that

in the production of copies of said painting and since he

secured the copyright for said painting as aforesaid, he has

invested and expended large sums of money and been to great

trouble and expense in making, selling and advertising copies

of the same for sale, and for the purpose of carrying on the

business of selling the same and making the same profitable to

your orator and useful to the public; and that said painting has

been and is of great benefit and advantage to your orator; and

that there is a large sale and demand for copies of said painting;

and that your orator at all times has had and now has on hand

sufficient copies of said painting for sale to the public at a rea-
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sonable price, and is prepared to supply the demand thendbr

and sell copies of such painting at a reasonable price; and that

the public have generally acknowledged and acquiesced in the

aforesaid rights of your orator, and your orator believes that he

will realize and receive large gains and profits therefrom, if in-

fringements by the said defendant and its confederates shall be

prevented.

And your orator further shows unto your Honors, on in-

formation and belief, that said Pierce & Bushnell Manufactur-

ing Company, the defendant, well knowing the premises and

the rights secured to your orator as aforesaid, but contriving to

injure your orator and to deprive him of the benefits and advan-

tages which might and otherwise would accrue unto him from

said painting and copyright, on or about the 1st day of March,

1893, and at other times after the recording of the title and de-

scription of said painting as aforesaid, and within the term lim-

ited (to wit, within the said twenty-eight years as aforesaid),

and befoi-e the commencement of this suit, and without the

consent of your orator first obtained in writing, signed in the

presence of two or more witnesses, and against the will of your

orator, and in violation of your orator’s rights, and in infringe-

ment of said copyright, did, as your orator is informed and be-

lieves, at the City of New Bedford and the City of Boston, both

in the State of Massachusetts, and at the City of Chicago, in the

State of Illinois, and at other places within the United States,

print, reprint, publish, complete, cop}^ execute and finish great

numbers of copies of said painting, the property of your orator

and for which your orator had obtained said copyright as afore-

said; and that said defendant, at said times and places afore-

said, and knowing that such copies of said painting were

worked, printed, reprinted, published, completed, copied, exe-

cuted and finished without the consent of your orator first ob-

tained as required by law and as aforesaid, and against the will

of your orator, did publish such copies thereof, and sell such

copies thereof, and expose to sale such copies thereof, and that

the defendant still continues so to do, and that it is threatening
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to make copies of the aforesaid painting in large quantities, and

to supply the market therewith and to sell the same.

And your orator further shows unto your Honors, upon in-

formation and belief, that said defendant has published, sold

and exposed to sale large quantities of pirated copies of said

painting at the times and places aforesaid and has large quan-

tities on hand, which it is offering for sale, and has made and

realized large profits and advantages therefrom, but to what ex-

tent and how much exactly your orator does not know, but be-

lieves that the same amount to about five thousand dollars.

And your orator further shows unto your Honors, upon in-

formation and belief, that at the time of publishing and of sell-

ing and of exposing to sale the said pirated copies of said

painting by the defendant the defendant knew that the said

copies by it published and by it sold and by it exposed to sale

were published and were sold and were exposed to sale without

the consent of your orator and in violation of your orator’s

rights and in infringement of your orator’s said copyright.

And your orator further shows unto your Honors, that the

publishing, the selling and the exposing to sale of such pirat-

ical copies of your orator’s said painting by said defendant, and

its preparation for and continuance thereof, and its other afore-

said unlawful acts, in disregard and defiance of the rights of

your orator, have the effect to and do encourage and induce

others to infringe said copyright, in disregard of your orator’s

rights.

All in defiance of the rights acquired by and secured to your

orator as aforesaid, and to your orator’s great and irreparable

loss and injury, and by which your orator has been and still is

being deprived of great gains and profits, which he might and

otherwise would have obtained, but which have been received

and enjoyed by the said defendant, by and through its aforesaid

unlawful acts and doings.

And your orator further shows unto your Honors, that it

fears and has reason to fear that unless the defendant is re-

strained by a writ of injunction issuing out of this Court it will



C) BILL OF COMPLAINT.

continue to print, reprint, publish, complete, copy, execute,

finish, sell and expose to sale great numbers of piratical copies

of said painting “Die Heilige Cacilie,” and thereby will cause

irreparable injury to your orator’s aforesaid exclusive rights.

And your orator prays that tbe said defendant, the Pierce &
Bushnell Manufacturing Company, may be compelled by a de-

cree of this Honorable Court to pay over unto your orator all

such gains and profits as have accrued or arisen to or been

earned or received by tbe said defendant, and all such gains and

profits as your orator would have received but for the said

wrongful acts and doings of the said defendant.

And your orator prays that the said defendant, the Pierce &
Bushnell Manufacturing Company, its servants, agents, attor-

neys and workmen, and each and every of them, may be re-

strained and enjoined, provisionally, pending this suit, and

forever afterwards, by the order and injunction of this Honor-

able Court, from directly or indirectly working, printing, re-

printing, publishing, completing, copying, executing or finish-

ing any coijies of the aforesaid painting, so as aforesaid the

property of your orator, or any part thereof; and from publish-

ing, exposing to sale, selling or otherwise disposing of any pirat-

ical copies of said painting, or any like or similar to those which

it has heretofore made, sold or exposed to sale, or any part or

parts of such copies; and also from publishing, exposing to sale,

selling or otherwise disposing of any of the plates upon which

the same were copied, and from directly or indirectly copying,

imitating or counterfeiting the aforesaid copyright painting, of

wdiich your orator is proprietor; and that the exclusive right

and privilege of your orator in said painting, and the working,

printing, reprinting, publishing, completing, copying, execut-

ing, finishing and vending thereof, may be established; and that

the defendant may be decreed to pay the costs of this suit; and

that your orator may have such further relief, or such other re-

lief, as to this Honorable Court shall seem meet, and as shall be

agreeable to equity.

May it please your Honors to grant unto your orator the
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wi’its of injunction, as well provisional as perpetual, issuing out

of and under the seal of this Honorable Court, commanding, en-

joining and restraining the said defendant, the Pierce & Bush-

nell Manufacturing Company, its servants, agents, attorneys

and workmen, and each and every of them, as is hereinbefore in

that behalf prayed.

To the end, therefore, that the said defendant, the Pierce

& Bushnell Manufacturing Company, may, if it can, show

why your orator should not have the relief hereby prayed, and

may, according to the best and utmost of its knowledge, remem-

brance, information and belief, full, true, direct and perfect an-

swer make to the several matters hereinbefore averred and set

forth, except to such of said matters as may subject the defend-

ant to a penalty or forfeiture, which matters the said defendant

is not required to answer.

Your orator also waives answer under oath to this bill.

May it please your Honors to grant unto your orator a writ

of subpoena ad respondendum issuing out of and under the seal

of this Honorable Court, directed to the said defendant, the

Pierce & Bushnell Manufacturing Company, commanding it

by a certain day and under a certain penalty to be and appear

in this Honorable Court, make answer to this bill of complaint,

and to perform and abide by such order and decree herein as to

this Court may seem required by the principles of equity and

good conscience.

And your orator will ever pray, &c.

EMIL WERCKMEISTER.

Goepel & Raegener,

Complainant’s Solicitors,

280 Broadway, New York.

Louis C. Raegener,

Of Counsel.
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State op New York.

City and County of New York, ss. :

Charles E. Wendt, being duly sworn, deposes and says,

that be is the attorney-in-fact in the United States of America

of Emil Werckmeister, the complainant herein, and that he has

heard read the foregoing hill of complaint and knows the con-

tents thereof to he true to his own knowledge, except as to the

matters therein stated to be alleged on information and belief,

and that as to those matters he believes it to be true.

That the reason this verification is not made by the com-

plainant in person is because the said complainant resides in the

City of Berlin, in the Empire of Germany.

CHARLES E. WENDT.
Subscribed and sworn to before )

me this 23d day of May, 1893. I

Benj. B. Kenyon,

ISEAL.] Notary Public,

N. Y. Co.

(“ Exhibit Certificate A.”)

Also marked “Complainants’ Exhibit No. 1,” May 5. 1891.

(L. S.)

No. 20698 X. Library of Congress,

Copyright Office, Washington.

To wit: Be it remembered.

That on the 16th day of May, anno domino 1892, Photograph-

ische Gesellschaft, of Berlin, Ger., have deposited in this Office

the title of a Painting, the title or description of which is in the

following words, to wit:

Die heilige Cacilie,

G. Naujok.

Photo. & Descript, on file;

the right whereof they claim as proprietors in conformity with

the laws of the United States respecting Copyrights.

A. R. Spofford,

Librarian of Congress.
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CmCUIT COURT OF THE UNITED STATES,

District of Massachusetts.

No. 3149. In Equity.

Emil Werckmeister

V.

Pierce & Bushnell Manufacturing Company.

The ansiver of The Pierce & Bushnell Manufacturing Com-

pany, defendant, to the hill of complaint of Emil Werckmeis-

ter, complainant.

Ihis defendant, answering, says that it does not know and is

not informed, save by the bill of complaint, whether the com-

plainant does and has done business as therein averred, and

leaves the complainant to make such proof thereof as he may be

advised is material.

This defendant denies that at the time stated in the bill, or at

any other time, one G. Naujok invented, designed or painted the

painting called “ Die Heilige Cacilie.”

This defendant denies that the said Naujok, at the time set

forth in the bill of complaint, assigned, transferred, or sold to

tbe complainant any right, title or interest in any copyright ob-

tainable in the United States of Arneiuca, or that he assigned the

sole liberty and right of i)rinting, reprinting, publishing, com-

pleting, copying, executing, finishing and vending said painting

as therein alleged.

The defendant denies that the complainant, before the publi-

cation of said painting, delivered at the office of the Librarian of

Congress a coj)y of the title and description of said painting, as

averred in the bill, or that the same were duly deposited in the
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mail within the United States, addressed to the Librarian of Con-

gress, as averred in the bill, or otherwise, or that the said Libra-

rian duly recorded the title thereof, as averred in the hill, or

otherwise.

The defendant further denies that a photograph of said paint-

ing was delivered by the complainant at the office of the Libra-

rian of Congress, as averred in the bill, or otherwise.

The defendant further denies that the complainant began the

publication of said painting on or about the 15th day of Septem-

ber, 1892, as averred in said bill; but avers that the same was

published by the complainant or the said Naujok long before the

said 15th day of September, 1892, and also long before the IGth of

May, 1892, being the date averred as the date of the alleged de-

livery and mailing of the copy of the title and description and

of the photograph of said painting.

The defendant denies that there has been secured to the com-

plainant, either for the term averred in the said bill or for any

other term, any right or liberty or copyright with respect to said

painting, either as averred in the bill of complaint or otherwise.

The defendant admits that photographic negatives of the said

painting were made and prepared by or for the complainant, as

averred in said bill, and that photographs were printed therefrom,

and that the photographs so printed were published and sold,

but denies that any notice of the complainant’s alleged copyright

was given, as required by law, and avers that, even if the com-

plainant did inscribe upon a visible portion of every photograph

so published and sold by him, the words and figures, as averred

jn the bill, yet that this was not the notice required by law of

the alleged copyright in the said painting, and also avers that

the complainant failed to give notice of his alleged copyright

upon the said painting hy inscribing upon the face or front

thereof the notice required by law, or any other notice of the

same legal tenor and effect.

The defendant denies that the complainant has invested

and expended large sums of money or been to trouble and

expense in connection with the manufacture and sale of the
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said painting or copies thereof, or that the same is of great ben-

efit and advantage to the complainant, or that there is a large

sale and demand for copies thereof, or that the complainant has

any copies thereof on hand for sale to the public or otherwise,

or that the public has acknowledged or acquiesced in any alleged

rights of the complainant.

The defendant denies that at the time, or in the manner

averred in the bill or otherwise, it has printed, reprinted, pub-

lished, completed, copied, executed or finished any copies of said

painting, either as averred in the said bill or otherwise, or that

it threatens or intends to do so in the future.

The defendant denies that it has published, sold or exposed

for sale any pirated copies of said painting, or has any such

copies on hand, either as averred in the bill or otherwise.

The defendant submits to this Honorable Court that the com-

plainant has no right to any further answer to the bill of com-

plaint, or any part thereof, than is hereinbefore contained, and

no right to any injnnction, account or other relief, as prayed for

in said bill, and the defendant prays to be hence dismissed, with

its reasonable costs and charges.

THE PIERCE & BUSHNELL MANUFACTURING CO.,

By ARTHUR G. GRINNELL,
Treasurer.
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CIRCUIT COURT OF THE UNITED STATES,

District of Massachusetts.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Company.

The replication of Emil Werckmeister, complainant, to the

answer of Pierce & Bushnell Manufacturing Company, de-

fendant.

The repliant, saving and reserving unto himself now and at

all times hereafter, all and all manner of benefit and advantage

of exception which may be had or taken to the manifold insuf-

ficiencies of the said answer, for replication thereunto, says that

he will aver, maintain and prove his said bill of complaint to be

true, certain and sufficient in law to be answered unto, and that

the said answer of the said defendant is uncertain, untrue and

insufficient to be replied unto by the repliant. Without this, that

any other matter or thing whatsoever in the said answer con-

tained, material or effectual in the law to be replied unto, and

not herein or hereby well and sufficiently replied unto, confessed

or avoided, traversed or denied, is true. All which matters and

things the repliant is and will be ready to aver, maintain and

prove as this Honorable Court shall direct, and humbly prays

as in and by his said bill he has already prayed.

GOEPEL & RAEGENER,
Complainant’s Solicitors,

280 Broadway,

New York.
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United States of America,

Massachusetts District, ss. :

THE CIRCUIT COURT OF THE UNITED STATES

Within and for the Massachusetts District.

To the Consular Officer of the United States at Berlin,

Germany:

Know ye, That, reposing confidence in your wisdom, pru-

dence and fidelity, we have appointed, and by these presents do

authorize aud empower you to take the answers to the inter-

rogatories hereunto annexed of Emil Werckineister and Franz

Schroeder, witnesses to be examined on behalf of the complain

-

' ant, and to be used in a certain cause now pending in said Court,

wherein Emil Werckmeister is plaintiff, versus Pierce & Bush-

nell Manufacturing Company, defendant.

And to this end, at certain days to be by you appointed for

that purpose, to cause said witnesses, as aforesaid, to be brought

before you, and each witness, while present before you, to ex-

' amine carefully on oath touching the premises. And when you

shall have taken the examination as aforesaid, to reduce or cause

the same to be reduced to writing, and to be subscribed by each

of said witnesses in your presence. And the same, so taken

and subscribed, to return, together with this commission and

your doings herein, enclosed, sealed and directed to the Circuit

Court aforesaid, holden at Boston, in said district, as soon as the

same shall have been executed.

In testimony Avhereof, we have caused the seal of the said

Circuit Court to be hereunto affixed.

Witness, the Honorable Melville W. Fuller, Chief Justice, at

Boston, this 23d day of November, in the year of our Lord one

thousand eight hundred and ninety-three.

ALEX. H. TROWBRIDGE,
Clerk.
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CIRCUIT COURT OF THE UNITED STATES

For the District of Massachusetts.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Company.

Interrogatories to be administered to Emil Werckmeister,

as a witness on behalf of complainant, under and pursuant to a

commission issued by this Court:

1. What is your name, age, residence and occupation?

2. Of what country are you a citizen?

3. If you state in answer to the last question that you are a

citizen of Germany, please state since what time you have been

a citizen of Germany?

4. Under what firm name do you do business?

5. If, in answer to the last interrogatory, you give the name

of a firm, please state for how long a period you have done

business under such firm name?

6. Are you the only one that does business under the firm

name that you have given in answer to the last interrogatory?

7. Do you know whether G. Naujok, the painter of the

painting called “ Die Hielige Cacilie,” transferred the right of
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publishing said painting to the complainant, and the right to

take a copyright thereon in the United States?

8. If you have answered the last question in the affirmative,

please state what you know upon the subject referred to in the

preceding interrogatory, and produce any documents or letters

which you have received from the said G. Naujok upon the sub-

ject matter of the aforesaid interrogatory?

9. Do you know Franz Schroeder, and if so, in what rela-

tionship does he stand to you and your business?

10. What experience, if any, have you had qualifying you

to give testimony as an expert in this case?

11. Are you familiar with the painting called “Die Heilige

Cacilie,” painted by G. Naujok?

12. Are you able to state whether said painting is a valuable

work of art?

13. Have you permitted, either directly or indirectly, the

defendant, the Pierce & Bushnell Manufacturing Company, of

New Bedford, Mass., to make and sell copies of the painting

called “Die Heilige Cacilie ’• ?
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CIECUIT COURT OF THE UNITED STATES

For the District of Massachusetts.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Company.

Interrogatories to be administered to Franz Schroeder, as

a witness on behalf of complainant, under and pursuant to a

commission issued by this Court:

1. What is your name, age, residence and occupation?

2. In what relationship do you stand to the complainant in

the above entitled suit?

3. Do you know of what country the complainant, Emil

Werckmeister, is a citizen? If so, please state the same?

4. Do you know under what firm name the complainant

does business? If so, state the same, and also for how long a

period the said complainant has done business under such firm

name?

5. When did the complainant begin the publication of copies

of a certain painting painted by G. Naujok and called “ Die

Heilige Cacilie ” ?

6. Please produce a copy of said painting, and have it

marked by the Commissioner “ Exhibit A.”

Y. Do you know whether G. Naujok, the painter of the

painting called “ Die Heilige Cacilie,” transferred the right of
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publishing said painting to the complainant, and the right to

take a copyright thereon in the United States?

8. If you have answered the last question in the affirmative,

please state what you know upon the subject referred to in the

preceding interrogatory, and pi’oduce any documents or letters

which you have received from the said G. Naujok, upon the

subject matter of the aforesaid interrogatory.

9. Did the complainant prepare any negatives from which

photographs of said painting “ Die Heilige Cacilie ” were pre-

pared? If so, where?

10. Do you know to whom the negatives referred to in the

preceding interrogatory belong? If so, state to whom they be-

long?

11. How many copies of said painting called “Die Heilige

Cacilie” did the complainant produce and sell?

12. Are you able to state whether the copies of the said

painting “Die Heilige Cacilie ” had any copyright notice npon

them, and if so, please state whether every one of the copies

produced by the complainant bore such copyright notice, and

also state the exact phraseology of such copyright notice, and in

giving your testimony you may refer to “ Exhibit A ” ?

13. Please state what experience, if any, you have had

which qualifies you to give testimony as an expert in this

matter?

14. Are you able to state whether the said picture “Die

Heilige Cacilie ” is a valuable work of art?

15. If you know whether the public, excepting the defend-

ant herein, have respected the rights of the complainant, please

state so?

16. Has the complainant gone to any trouble and expense in

advertising the said picture “ Die Heilige Cacilie,” and in put-

ting the same upon the market? If so, state to what trouble

and what expense he has gone?
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CIRCUIT COURT OF THE UNITED STATES,

District of Massachusetts.

No. 3149. In Equity.

Emil Werckmeister

Pierce & Bushnell Manufacturing Company.

Cross-interrogatories to be administered to Franz Schroe-

der as a witness on behalf of complainant, under and pursuant

to a commission issued by this Court:

1. Was any copy of the painting by O. Naujok, called “Die

lleilige Cacilie,” whether by photographing, etching, engrav-

ing, or otherwise, ever published by any one, to your knowledge,

before the date given by you in answer to interrogatory 5, and

if so, when, where and by w'hom, and in what form? Please

answer fully?

2. If the copy produced by you in answer to interrogatory 6

is a photographic copy of the said painting, please state by what

person the negative of said photograph was actually made, and

at what time and under what circumstances.

3. Has the complainant or his firm ever published any copy

of the said painting “ Die Heilige Cacilie ’’ by any other pro-

cess than by photography, or any photographic copy made from

any other negative than the one hereinbefore referred to? If

yes, when? and please produce samples of all such other copy or

copies to be marked as exhibits in this case; and if said copies so

produced are marked with any statement or notice of copyright
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or registration, please state when said statement or notice was

first imprinted upon said copy, and by whom?

4. If you know of any copy, photographic or otherwise, of

the said painting “ Die Heilige Cacilie,” whether produced by

the complainant or otherwise, which has borne any copyright

notice different from that given by you in answer to interroga-

tory 12, please state the facts fully?

Depositions of witnesses produced, sworn and examined the

15th day of December, in the year one thousand eight hundred

and ninety-three, at the Consulate General of the United States

of America at No. 49 Markgrafens Strasse, Berlin, German

Empire, under and by virtue of a commission issued out of the

Circuit Court of the United States within and for the Massa-

chusetts District, to the Consular Olficer of the United States at

Berlin, Germany, directed, for the examination of witnesses in

a cause therein depending between Emil Werckmeister, plain-

tiff, and Pierce & Bushnell Manufacturing Company is defend-

ant, on the part and behalf of the plaintiff:

Emil Werckmeister, of Berlin, German Empire, by

occupation a publisher, aged forty-nine years and upwards, being

duly and publicly sworn, pursuant to the directions hereto an-

nexed, and examined on the part of the plaintiff, doth depose

and say as follows:

First.—To the first interrogatory he saith: My name is Emil

Werckmeister, my age forty-nine years, my residence Berlin,

German Empire, my occupaiion that of a publisher.

Second.

—

To the second interrogatory he saith:

I am a citizen or subject of the German Empire.

Third. --To the third interrogatory he saith:

I have been a citizen or subject of the German Empire since

the day of my birth in 1844.

Fourth.—To the fourth interrogatory he saith:

My firm name is “ Photographische Gesellschaft.”
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Fifth.—To the fifth interrogatory he saith:

The firm name exists since 1862, and I have been sole pro-

prietor of the firm since 1872.

Sixth.—To the sixth interrogatory he saith:

So far as I know, I am the only person who does business

under the firm name Photographische Gesellschaft.

Seventh.—To the seventh interrogatory he saith:

The painter, G. Naujok, transferred to my firm the right of

publishing the painting called “Die Heilitre Cacilie.” Being

thus the assign of the author, my firm w’as entitled to secure

the copyright of the painting under the laws of the United

States.

Eighth.—

T

o the eighth interrogatory he saith:

All letters and documents concerning the subject are filed

with our records. The document of transfer runs literally as

follows: “ Ich abertrage der Photographischen Gesellschaft in

“ Berlin, fiir mein Werk ‘ Die Heilige Cacilie,’ das Verlagerecht

“ —worunter ich das unbeschrankte Nachbildungsrecht ver-

“ standen wissen will—gegen Zahlung von Em. Funfhundert

“ und neun Freiexemplars.

“Konigsburg, i/Pr. den 5 Marz, 1892.

“(Signed) Gustav Naujok.’’

A copy authenticated by a notary public may be produced

any time.

Ninth.—To the ninth interrogatory he saith:

I know Franz Schroeder; he is my attorney and the manager

of my business since nearly 25 years.

Tenth.—To the tenth interrogatory he saith:

Doing business since a very long time on a very large scale,

hardly surpassed by any other houses, and having branches in

London, Paris and New York, I dare to say I am rather an ex-

pert in art publishing matters.
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Eleventh.

—

To the eleventh interrogatory he saith:

I am familiar with the painting called “ Die Heilige Cacilie,”

painted by G. Nanjok.

Twelfth.

—

To the twelfth interrogatory he saith:

It is a very valuable work of art, exhibited in the Munich

Salon of 1892, and sold at a high price.

Thirteenth.

—

To the thirteenth interrogatory he saith:

I did not permit the Pierce & Bushnell Manufacturing Com-

pany to make and sell copies of the painting called “Die Heilige

Cacilie,” neither directly nor indirectly.

EMIL WERCKMEISTER.

Subscribed and sworn to before me on the day, at the place,

and within the hours first aforesaid.

W. H. EDWARDS, Consul General,

[seal.] Commissioner.

Consulate General of the United
States of America,

City of Berlin,

German Empire,

Pursuant to the foregoing commission, I caused the said

Emil Werckmeister to come before me on the 15th day of De-

cember, A. D. 1893, and having sworn the said Emil Werck-

meister to testify the truth, the whole truth, and nothing but

the truth relating to the cause for which the deposition is taken,

I examined the said Emil Werckmeister, and his testimony was

reduced to writing by William Haupt, a disinterested person, in

my presence.

The said plaintiff Emil Werckmeister was present by him-

self, and was not repre.sented by an agent or attorney while

giving his deposition, and I took said deposition separate and

apart from all other persons, no person being present except

myself and William Haupt, a disinterested person, and the wit-

ness Emil Werckmeister; and in taking the deposition I put the

interrogatories and cross-interrogatories to the deponent as
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directed in the foregoing commission, and in all respects fully

and exactly complied with the directions in said commission in

taking the same.

And after said deposition was taken I carefully read the
same to the said Emil Werckmeister, and he subscribed it in my
presence.

Witness my hand and official seal, the day and year above
written.

W. H. EDWARDS, Consul General,

[seal.
] Commissioner.

CIRCUIT COURT OF THE UNITED STATES

For the District of Massachusetts.

In Equity.

Emil Werckmeister

vs.

Pierce & Bushnell Manufacturing Co.

(St. Cacilie.)

Translation of the Testimony of Franz Schroder.

1. To the first interrogatory he saith: My name is Franz

Schroder; my age fifty years. My residence is Gross Lichte-

felde, near Berlin. My occupation is that of a painter and

power of attorney for the Photographische Gesellschaft.

2. To the second interrogatory he saith: I am in no way re-

lated to the complainant

3. To the third interrogatory he saith: Emil Werckmeister

is a citizen of the German Empire.

4. To the fourth interrogatory he saith: The complainant,

Emil Werckmeister, does business under the firm name “ Photo-
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graphische Gesellschaft,” art publisher. Since 1872 the com-

plainant is the sole proprietor of this business. Since 1867 the

complainant, however, has been with the said business.

5. To the fifth interrogatory he saith: The first copy of the

painting called “Die Heilige Cacilie ” was published in Ger-

many on the 19th of September, 1892, The first copies were

sent by the Protograph ische Gesellschaft to America on the 24th

day of August, 1892.

6. To the sixth interrogatory he saith: Hereby I add to my
deposition a copy of the aforesaid picture called “Die Heilige

Cacilie,” and designate the same as Exhibit A.

7. To the seventh interrogatory he saith: Yes. I know this,

as I keep the records for the same. G. Naujok, the painter of

the picture “ Die Heilige Cacilie,” transferred the right of pub-

lication for the aforesaid painting to the complainant, with the

right for the copyright in the United States of America.

8. To the eighth interrogatory he saith: I personallUattended

to the assignment of the right of publication, and I personally

obtained from the painter Naujok, in Konigsberg, the exclusive

right of publication of the picture “ Die Heilige Cacilie” for the

Photographische Gesellschaft of Berlin, by an instrument trans-

ferring the right of publication, dated March 5, 1892. A copy of

this instrument, in writing, I annex to my testimony and de-

signate the same Exhibit B. Application for the copyright for

“ Cacilie” was made in Washington on May 16, 1892.

9. To the ninth interrogatory he saith: Yes; the complain-

ant has made a great many negatives in his art establishmen-

from the picture “Die Heilige Cacilie”; that is to say he had

them made.

10. To the tenth interrogatory he saith: The negatives be-

long to the complainant.

11. To the eleventh interrogatory he saith: The complainant

published, from the day of the publication up to now, about ten
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thousand copies of the so-called painting “ Die Heilige Cacilie.”

Just as many were sold.

12. To the twelfth interrogatory he saith: All copies bore the

inscription “Copyright 1892, by Photographische Gesellschaft.”

It is not conceivable that other copies, which did not bear this

inscription, left the establishment of the Photographische

Gesellschaft, because the cartones for this purpose were not

printed until the application for the copyright had been made in

Washington and we had received notice that the copyright had

been there entered.

13. To the thirteenth interrogatory he saith: I am a painter.

I have studied in the academy of art at Dresden and at Berlin.

Besides this I am familiar with all technical matters in reference

to the art productions, and have been with the Photographische

Gesellschaft over twenty-four years as art salesman and

expert.

14. To the fourteenth interrogatory he saith: I consider the

picture “ Die Heilige Cacilie” a very valuable work of art.

15. To the fifteenth interrogatory he saith: Yes, indeed, I

know that very well, that the picture “ Die Heilige Cacilie ”

has not been infringed by anybody except the defendant.

16. To the sixteenth interrogatory he saith: The Photo

graphische Gesellschaft undertakes either through Mr. Werck-

meister or through me journeys to all the larger art centres for

the purpose of visiting the designers of paintings, and for the

purpose of acquiring the right of reproduction from them.

Besides this the “ Gesellschaft,” through its travelers, causes

the art dealers in Europe to be visited and samples shown to

them. Besides this the Photographische Gesellschaft founded

a branch in New York, and from New York all the larger cities

in America are visited. Besides that the Photographische

Gesellschqft has branches in London and Paris for the same

purpose.
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Cross Interrogatories.

1. To the first cross-interrogatory he saith: The painting

“ Die Heilige Cacilie,” by G. Naujok, to the best of my knowl-

edge, has been reproduced by nobody, either through photog-

raphy, etching and engraving, or in any other way, before or

after the date to which I have testified, wdth the exception of

the rightful publication by the Photographische Gesellschaft.

2. To the second cross-interrogatory he saith: The negatives

from all paintings, including those from the painting by Naujok,

are not made in our establishment by one, but by different of

our employees, and therefore I cannot designate a particular

person. At all events, the negatives were immediately made as

soon as we had received the aforesaid painting from Naujok.

3. To the third cross-interrogatory he saith: “ Die Heilige

Cacilie” has been published in photographic folio size, imperial

size and normal size, which latter is the largest size. Besides

this it has been published in photogravure in imperial size. AU
of these negatives of the various sizes are all copies of the

original by Naujok and therefore only differ in their size, and I

refer in this respect to the Exhibit A as a sample. The same

may be said with regard to the photogravure of this picture.

The negatives were made after receipt of the painting from

Naujok. All these copies bore the inscription “ Copyright 1892,

by Photographische Gesellschaft.” This inscription was printed

on the cartones for the copies by us as soon as we were assured

that the painting by Naujok called “Die Heilige Cacilie ” had

been entered in Washington.

4. To the fourth cross-interrogatory he saith: About this I

know nothing. I have never seen a copy of the so-called paint-

ing upon which there was any other notice than the one put on

by us, and no one excepting the defendant has reproduced the

picture called “ Die Heilige Cacilie.”
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£xliibit B (Copy).

I transfer hereby to the Photographische Gesellschaft in Berlin

for my work “Die Heilige Cacilie” the right of publication -by

which I wish to have understood the exclusive right of repro-

duction—against a payment of 500 mark, and nine gratuitous

co}des thereof.

Konigsbekg, in Prussia, March 5, 1892.

(Signed) GUSTAV NAUJOK.

The undersigned hereby consent that the aforesaid answers of

the witness Franz Schroder translated into English as aforesaid,

may be accepted and printed in lieu of the answers of said wit-

ness in German, and that Exhibit B, above, is a correct transla-

tion and may be accepted and printed in lieu of the original.

March
,

189J.

GOEPEL & RAEGENER,
Complainant’s Solicitors.

ALEX P. BROWNE,
Defendant’s Solicitor.

U. S. Consular Agency,

Konigsberg, Pr., January 12th, 189-1.

Conrad H. Gadeke, United States Consular Agent at

Konigsbei’g, P. Germany, having been appointed by the Circuit

Court of the United States within and for the Massachusetts

District to have the answers to the interrogatories and cross-

inteiTOgatories, annexed at this appointment, of G. Naujok, as

witness in a certain cause wherein Emil Werkmeister is Plain-

tiff versus Pierce and Bushnell Manufacturing Co. Defendant.

I have called the said witness G. Naujok this 12th day of Janu-

ary, 1894, at half-past nine o’clock before me at my office, who
having carefully been examined on oath, answered the interro-

gatories and cross-interrogatories as folio w's:
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Interrogatories.

1. What is your name, age, residence and occupation.

Answer. Gustav Naujok, 32 years, Konigsberg, Pr., Painter.

2. Do you know the Photographische Gesellschaft of Berlin?

Answer. Yes.

3. Do you know who invented and designed a certain paint-

ing called “ Die Heilige Cacilie, ” a copy of which is hei’ewith

presented to you marked “ Exhibit B2”?

Answer. Yes, I have invented and designed it myself.

4. Did you transfer and assign the right of publishing the

said painting “ Die Heilige Cacilie ” and the right to take a copy-

right thereon in the United States to any one? If so, when and

to whom?
Answer. Yes, I have transferred and assigned the right of

publishing the said painting “ Die Heilige Cacilie ” and the right

to take a copyright thereon in the whole world and therefore

also in the United States to the Photographische Gesellschaft

at Berlin on March 5, 1892.

5. How did you transfer the right of publication and the

right of taking copyright in the United States?

Answer. By handwriting, not especially for the United

States hut as aforesaid for the whole world.

Cross- interrogatories.

1. If you answer interrogatory 3 to the effect that you

invented and designed the painting called “ Die Heilige Cacilie”

state when the picture was begun by you and when it was

finished?

Answer. The picture was begun by me in February, 1891,

and finished in October, 1891.

2. Did you ever paint a replica of said painting “ Heilige

Cacilie” and if yes, when was such replica begun and finished by

you?

Answer. No, I never have ])ainted a replica of said picture

“ Die Heilige Cacilie.”
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3. State whether or not there has ever been put upon said

painting “ Die Heilige Cacilie ” or replica, or upon the canvas or

frame thereof, at any time, any statement or notice that the

same has been copyrighted or registered or otherwise protected

by law, and if yes, state at what time or times and in what way
any such statement or notice was put on and by whom, and give

the words and figures of all said statements or notices in full.

Answer. No, only my name, “ G. Naujok” is put on the pic-

ture by myself.

4. State whether or not any picture or replica “ Die Heilige

Cacilie,” invented and painted by yourself, was ever publicly ex-

hibited, and if so, at what time or times and places and under

what circumstances. Please answer fully.

Answer. This picture is publicly exhibited by myself at

Berlin in the “ Kunsthandlung von Schulte” from January,

1892, until March, 1892, and at Munich, in the “ Grosse Interna-

tionale Kunstausstellung im Glaspalast” in summer 1892.

5. State whether or not any reproduction of the said painting

“Die Heilige Cacilie” or of any replica thereof, whether by

photographing, etching, engraving, or otherwise copying has

ever been made by yourself or by others (except the complain-

ant herein) with your knowledge or consent, and if yes, state

the nature and character of every such reproduction, by whom
made, if not by yourself, and by whom, where and when pub-

lished. This interrogatory is intended to include reproductions

in exhibition catalogues, illustrated journals, etc., and is to be

answered accordingly.

Answer. No, to my knowledge not.

6. If in answer to interrogatories 4 and 6, you state that you

transferred the right of publishing the painting “ Die Heilige

Ciicilie” and the right to take copyright thereon in the United

States to Emil Werkmerster or the Photographische Gesellschaft

by an instrument in writing, please produce the same to be made

an exhibit and attached to this deposition.

Answer. I cannot produce any instrument in writing, as I
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have transferred all rights to the Photographische Gesellschaft

at Berlin only by handwi’iting, and as I have not retained any

copy of the same.

7. Have you transferred the right of publication or any right

of copyright in the said picture “ Die Heilige Cacilie ” for any

country other than the United States to any person, and if so,

when and to whom, and if by an instrument in writing, please

produce the same to be annexed to your deposition and made an

exhibit in this case.

Answer. I have transferred the right of publication and the

right of copyright in the said picture “ Die Heilige Cacilie” for

the whole world to the Photographische Gesellschaft at Berlin

by handwriting, whereof copy is not retained by me.

8. By whom is the painting by you entitled “ Die Heilige

Cacilie,” or any replica thereof, now owned and at w^hat place? If

you state that it is owned by any one other than yourself please

state when it left your possession and give in full its history so

far as you are able.

Answ^er. I do not know by whom the painting entitled by me
“ Die Heilige Cacilie” is now owned and at what place; it left

my possession in' summer 1892, as I sent it to Munich to the

Grosse Internationale KunstaussteUung, where it is sold by the

“ Ausstellungs commission.”

GUSTAV NAUJOK.

Conrad H. Gadeke,

[l. s.] U. S. Consular Agent.
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CIRCUIT COURT OF THE UNITED STATES

For the District of Massachusetts.

hi Equity.

Emil Werckmeister

Pierce & Bushnell Manufacturing Co.

New York, May 5, 1894.

Testimony on behalf of complainant taken de bene esse before

Thomas M. Rowlette, a Notary Public for New York

County, pursuant to notice.

Present: Alexander P. Browne, Esq., of Counsel for Deft.

Louis C. Raegener, Esq., of Counsel for Complt.

Complainant’s counsel offers in evidence certificate from the

Librarian of Congress, dated May 16, 1892, and the same is

marked “Complainant’s Exhibit No. 1, May 5, 1891.”

It is conceded and admitted by defendant’s counsel that “ Die

Heilige Cacilie ” referred to in Exhibit 1 ,
and in the instrument

signed by Gustav Naujok, is the same picture, a photographic

copy of which is attached to the commissions of complainant,

Emil Werckmeister, Franz Schroeder and Gustav Naujok, and

that the description thereof filed with the Librarian of Congress

was set forth in the bill of complaint.

Complainant’s counsel also offers in evidence a photograph,

and defendant’s counsel admits that the same was made, pub-

lished and sold by the defendant at some time during the year
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1893, and prior to the commencement of this suit. The same is

marked “Complainant’s Exhibit No. 2, May 5, 1894.”

Adjourned, subject to notice.

Attest,

Thomas M. Rowlette,

Notary Public,

New York Co.

I6186G]
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TRANSCRIPT OF RECORD.

United States of Ameimca,

District of Massachusetts.

At a Circuit Court of the United States for the First Circuit,

begun and holden at Boston within and for the District of Massachu-

setts, on Tuesday, the fifteenth day of May, in the year of our Lord

one thousand eight hundred and ninety-four.

Before,

The Honorable WILLIAM L. PUTNAM,
Circuit Judge.

No. 374, Equity.

Emil Werckmeister, Complainant,

V.

Pierce & Bushnell Manufacturing Company, Defendant.

The Bill of Complaint in this cause was filed in the clerk’s office

on the twenty-fourth day of May, A. D. 1893, and was duly entered

at the May Term of this Court, A. D. 1893, and is in the words and

figures following :
—

BILL OF COMPLAINT.

[ Filed May 24, 1893.]

[Memorandum. The Bill of Connilaint as printed in this Trans-

script of Record, beginning on page 1, is here inserted. Alex. II.

Trowbridge, Cleric.^

At the same term the following Answer was filed :
—

ANSWER.

[Filed Sept. 1, 1893.]

[Memorandum. The Answer as printed in this 'I'ranscript of Rec-
ord, beginning on j)age9, is here inserted. Alex. II. Trowbihdge,
Clerk.']
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Also at the same term the following Replication was filed :
—

REPLICATION.

[Fii-kd Skpt. 2, 1893.]

[Mio.mokandum. The Replication as i)rinted in this Transcript of

Record, on pa<>o 12, is here inserted. Alex. II. TKOwniaixiE,
Clerk.

-\

This cause was thence continued from term to term to the present

May Term, A. D. 1894, when, publication of the testimony having

passed in the clerk’s office, the same is set down for hearing and

fully heard hy the Court, the Honorable William L. Putnam, Cir-

cuit Judge, sitting.

On the seventh day of August, A. I). 1894, the opinion of the

Court is announced.

On the twelfth day of September, 1894, the following Decree

is entered :
—

DECREE.

September 12, 1894.

This cause having come on to be heard upon the iiill of complaint

herein, the answer thereto of the defendant, the Pierce & Bushnell

Manufacturing Company, the replication of the comiilainant to such

answer, and the proof oral, documentary and written, taken and filed

in said cause.

Now, therefore, on consideration thereof, after hearing Louis C.

Raegener, Est]., of counsel for complainant, and Alexander P.

Browne, Esq., of counsel for defendant, it is ordered, adjudged and

decreed, and the Court doth hereby order, adjudge and decree, as

follows :
—

That Gustav Naujok, on or about Oct. 1, 1891, was a German

subject and a resident of Germany, and the author and designer of

a certain painting in oil called “ Die Heilige Ciicilie ”, and that said

painting is a work of art. That on March 5, 1892, the said Gustav

Naujok assigned and transferred to the complainant, who does busi-

ness under the firm name of “ Photographische Gesellschaft ”, the

right to obtain a copyright for said painting.

That on May 10, 1892, the complainant, under the name of the
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“ Photographische Gesellschaft ”, delivered to the office of the Libra-

rian of Congress a description of the said painting, together with a

photograph of said painting.

That on May 16, 1892, tlie complainant became duly vested with

a copyright for said painting and has the sole right of printing,

reprinting, publishing, completing, executing, tinishing and varying

the said painting.

That on or about Sept. 15, 1892, the com))lainant made and pub-

lished in Germany a photograi)h of the said painting, and subse-

quently imported or caused to be imported the same photograph,

and has sold it or caused it to be sold in the United States.

That the complainant inscribed upon a visible portion of every

photograph of said painting published by him the words “ Copy-

right 1892, by Photographische Gesellschaft.”

That the defendant, the Pierce & Bushnell Manufacturing Com-

pany, has made and sold in the United States at some time during

the year 1893, prior to May 1, 1893, a photograph which is a copy

of said painting, and that defendant has infringed upon the exclusive

rights of the complainant under the aforesaid copyright.

And it is further ordered, adjudged and decreed that the com-

plainant do recover of the defendant the profits, gains and advan-

tages which the said defendant has received or made, or which have

arisen or accrued to it from the sale of photographs and copies of

the said copyrighted painting “ Die Heilige Ciicilie ”.

And it is further ordered, adjudged and decreed that it be referred

to
,
a special master of this

court, residing in the city of
, to ascertain and

take, and state and report to the Court, an account of the number
within the United States of photographs and copies of the said

copyrighted painting made, and also the number within the United

States sold by the said defendant, and also the gains, profits and

advantages which the said defendant has received or which have

arisen or accrued to it since the first day of January, 1893, from

infringing, within the United States, the .said exclusive rights of the

said complainant by the making and selling of photograi)hs and

copies of said copyrighted painting.

And it is further ordered, adjudged and decreed that the com-
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})lainant, on such accounting, liave the right to cause au examination

of said defendants and its officers ore fennx or otherwise
; and also

tlie production of the hooks, vouchers and documents of said defend-

ant, and tliat the officers of said defendant attend for such purpose

l)efore said master from time to time, as such master shall direct.

It is also further ordered, adjudged and decreed that a pei[)etual

injunction he issued in this suit against the said defendant, the Pierce

& Bushnell Manufacturing Company, restraining it, its officers,

agents, clerks, servants, and all claiming or holding under or through

the said defendant, from directly or indirectly, within the United

States, working, printing, rej)rinting, puhlishing, completing, copy-

ing, executing or finishing any photographs oi- copies of the said

painting ‘‘ Die Heilige Ciicilie ” not made hy the complainant, and

from, within the United States, puhlishing, exposing for sale, selling

or otherwise disposing of any photographs or copies of said painting

not made hy coni[)lainant, or any like or similar to those which it has

heretofore made, sold or exposed to sale, or any }>art or parts of

such copies, and also from, within the United States, puhlishing,

exposing for sale, selling or otherwise disposing of any of the plates

or negatives from which the defendant’s photographs of the said

painting were produced.
F)}" the Court,

Alex. H. TnownmoGE, Clerk.

From this decree the defendant claims an appeal to the United

States Circuit Court of Appeals for the First Circuit, and gives good

and sufficient security that it will prosecute its appeal to effect, and

answer all damages and costs if it ffiil to make its plea good, and

said appeal is allowed.

A true record :

Attest: Alex. H. Trowbiudge, Clerk.

CLERK’S CERTIFICATE.

United States of America,

District of Massachusetts, ss.

I, Alexander II. Trowbridge, clerk of the Circuit Court of the

United States for the First Circuit and District of Massachusetts,
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certify that the foregoing is a true copy of the record in the cause

in equity, entitled,

No. 374.
Emil Werckmeister, Complainant,

V.

Pierce & Bushnell ManufactiirinCx Company, Defendant,

in said Circuit Court determined, and that annexed hereto are true

copies of the Opinion of the Court, the Claim of Appeal and Assign-

ment of Errors and Bond to Party on Appeal, and also annexed

hereto is the original Citation on Appeal with Acknowledgment of

Service thereon, all constituting a true copy of the record and all

proceedings in said cause.

In testimony whereof, I hereunto set my hand and affix the seal of

said Circuit Court, at Boston, in said District, this twenty-sixth day

of November, in the year of our Lord one thousand eight hundred

and ninety-four and of the Independence of the Ignited States the

one hundred and nineteenth.

[seal] ALEX. H. TROWBRIDGE, Clerk.

CLAIM OF APPEAL AND ASSIGNMENT OF ERRORS.

[Filed Oct. 11, 1894.]

And now comes the respondent and claims an appeal in this suit,

and assigns therefor the following errors, viz. :
—

First. That the Court having found that the complainant failed

to inscribe the notice required by law' upon some visible portion of

the painting alleged to be copyrighted, or of the substance on which

the same was mounted, erred in finding that he was not thereby de-

barred from maintaining this action for the infringement of his copy-

right.

Second. That the Court erred in finding and holding that the

painting alleged to be copyrighted had not been published wdthin

the sen.se of the copyright law' prior to the deposit of the descrip-

tion and photograph thereof in the office of the Librarian of Con-

gress.

Third. That the Court having found that the complainant had

published copyrightable but uncopyrighted photographs of his al-



88 TRANSCKIPT OF HECOHI).

leged copyriglitod painting, and that the defendant had copied solely

the uncopyrighted photograph and not the copyrighted painting

itself, erred in tinding that such copying was an infringement of the

copyright upon the said painting.

Fourth, d'hat the Court having found that the complainant had

))laced upon the uncopyrighted photographs a notice of copyright

,

and had failed to place the same ui)on the copyrighted painting,

erred in not tinding that the plaintiff', by virtue of such false and

incorrect marking of his uncopyrighted photograi)h, had debarred

himself from equitable relief.

Fifth. That the Court erred iii tinding that the complainant’s

uncopyrighted photograph could not have been copyrighted under

Sect. 3 of the Act of 1891.

Si.rlh. That the Court having found that the comi)lainant had

published copyrightable but uncopyrighted photographs of the said

alleged copyrighted painting, erred in finding that he had not there-

by dedicated the right of copying said photographs to the public,

including the defendant herein, and therefore also erred in enjoining

the defendant herein from copying said copyrightable but uncopy-

righted photograph.

Seventh. That the Court erred in tinding that the complainant

was the proprietor or assign of the said copyrighted picture or of

the right to copyright the same at the time of his alleged copyright-

ing thereof, and also erred in finding that the said copyright was

rightfully and effectually registered by the complainant in his own

name.
ALEX. r. BROWNE,

Solicitor and of Counselfor

Defendant, Respondent.

Nov. 13, 1894.

This appeal and also the appeal bond and citation were first pre-

sented to me this day. I allow the appeal without passing on the

question of seasonableness, as no supersedeas is asked.

W. L. PUTNAM, Circuit Judge.

A true copy :

Attest: Alex. IT. Tuowhuidue, Clerk.
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BOND TO PARTY ON APPEAL.

[Filed Nov. 5. 1894.]

Know all men by these pre.sents, that we, The Pierce & Biishnell

Manufacturing Company, of New Bedford, Ma.ssachusetts, The Pierce

& Bushnell Manufacturing Company, as principal, and Arthur G.
Grinnell and William D. Howland, both of New Bedford, county of

Bristol, Massachusetts, as sureties, are held and tirmly bound unto

Emil Werckmeister, doing business as The Berlin Photographische
Gesellschaft of New York, N. Y., in the full and just sum of three

hundred dollars ($300), to be paid to the said Emil Werckmeister,
his certain attorney, executors, administrators or assigns ; to which
payment, well and truly to be made, we bind ourselves, our heirs,

executors, and administrators, jointly and severally, by these pres-

ents. Sealed with our seals and dated this eleventh day of October,
in the year of our Lord one thousand eight hundred and ninety-

four.

Whereas, lately at a Circuit Court of the United States for the

District of Massachusetts, in a suit in equity depending in said

court between said Emil Werckmeister, complainant, and said

Pierce & Bushnell Manufacturing Company, defendant, a decree
was entered against the said defendant, and the said defendant,
having obtained an appeal to remove said cause to the United States

Circuit (Murt of Appeals for the First Circuit, to reverse the decree
in the aforesaid suit, and a citation directed to the said Emil Werck-
meister, complainant, citing and admonishing him to be and appear
in the said United States Circuit Court of Appeals for the First

Circuit, in the city of Boston, Mass., on the

Now, the condition of the above obligation is such, that if the said

Pierce & Bushnell Manufacturing Comjiany shall prosecute its

appeal to eflfect, and answer all damages and costs if it fail to make
its appeal good, then the above obligation to be void

;
else to re-

main in full force and virtue.

THE PIERCE & BUSHNELL MFG. CO.
ARTHUR G. GRINNELL.
WM. D. HOWLAND.

[seal]

[seal]

[seal]

Sealed and delivered in presence of

Eliot D. Stet.son,

(o all these sirjnatures.

Assented to.

Goei'el & Raegeneu,
Allorneijsfor E. Werckmeister, riaintiff.

Approved Nov. 13, 1894.

. L. PcTNAM, Circuit Judije.

A true copy :

Attest: Alex. II. Trowhridoe, Clerk.
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CITATION ON APPEAL.

UNITED STATES OF AMERICA, ss.

ThK PllESlDENT OF THE UNITED STATES,

To Emile Wekckmeisteh, a citizen of the Empire of Germany^ doiny
business as the Berlin Photographische Gesellschaft, of New York,
N. T., Greeting:

You are liereliy cited and admonislied to be and appear in the

United States Circuit Court of Appeals for tlie First Circuit, in the

city of Boston, Massachusetts, on the first day of December next,

pursuant to an appeal duly obtained from a decree entered Sept.

12, 1894, of the Circuit Court of the United States for the District

of Massachusetts, wherein the Pierce & Bushnell Manufacturing
Company, a corporation duly organized and established under the

laws of Massachusetts, and a citizen of said State, is appellant and you
are appellee, to show cause, if any there be, why the said decree,

entered against the said appellant, should not be corrected, and why
speedy justice should not be done to the parties in that behalf.

^Vitness, the Honorable William L. Putnam, Judge of the Circuit

Court of the United States for the District of Massachusetts, this

thirteenth day of November, in the year of our Lord one thousand
eight hundred and ninety-four.

M ILLIAM L. PUTNAM,
U. S. Circuit Judge.

Due service of the above citation acknowledged this twenty-tirst

day of November, 1894.

Goepel & Raegener,
Louis C. Raegener,

Solicitors and of Counsel for Plaintijf.
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Cirait C0itrt of f^e ifnitefi Staffs,

DISTRICT OP MASSACHUSETTS.

IN EQUITY.
No. 314^.

' EMIL WEIiCKMEISTER

V.

PIERCE & BUSHNELL MANUFACTURING COMPANY.

OPINION OF THE COURT.

August 7 ,
1894 .

Putnam, J. On or about October 1, 1891, G. Naiijok, a

German subject and a resident of Germany, painted in oils a

picture called by him, and in this case, “ Die Heilige Ciicilie”, an

undoubtedly meritorious work of art. On the fifth of the suc-

ceeding March he executed, in behalf of the complainant in

this case, who descrilies himself in his bill as a citizen of the

Empire of Germany, and who transacts his business under the

name of the Photographische Gesellschaft, an instrument of

which the following is a copy

:

1 transfer hereby to the Photographische Gesellschaft, in

Berlin, for my work, ‘ Die Heilige Cacilie ’ the right of publi-

cation— by Avhich 1 wisli to have understood the exclusive

right of reproduction— against a payment of 6()0 marks, and
nine gratuitous co])ies thereof.

KoNiGSBUiio, IX PnussiA, March 5, 1892.

Gustav Naujok.”

The arti.st never painted a replica. In the summer of

1892 he sent the ])icture to Munich, to the Grosse Interna-

tionale Kunstaus.stellung, where it was sold to some person
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unknown to the artist, and not sliown in this case; and neither

the artist nor either of the parties to this case know where the

picture is, or where it has been since the sale. From January,

1892, until March, 1892, the picture was publicly exhibited at

Berlin in the Knnsthandlnng von Schulte, a ])nhlic art gal-

lery, the rules of which as to suffering co])ies to be taken are

not shown. No other publications are ])roven, except the pho-

tographs of tlie parties to this case.

On the sixteenth of May, 1892, com])lainant delivered

at the office of the Librarian of Congress a copy of the title

of the painting and a descilption of it, and obtained the fol-

lowing certificate :

“ Library of Coxcress,
Copyright Office, Washington.

To wit : Be it remembered,
That on the 16th day of May, anno doinini 1892, Photo-

graphische Gesellschaft, of Berlin, Ger., have deposited in this

Othce the title of a Painting, the title or description of which
is in the following words, to wit

:

DIE HEILIGE CACTLIE,
G. Nau.iok.

Photo. & Descrip, on file

;

the right whereof they claim as proprietors in conformity with

the laws of the United States respecting Copyrights.

A. R. Spofford,
Librarian of Congress.”

Afterwards, on or about the fifteenth of September, 1892,

complainant put on the market in Germany a photograph

of the painting, and subsequently ini])orted, or caused to be

imported, the same photograph, and has sold it, or caused it to

be sold, in the United States. Subsequently the defendant

sold in the United States a photograph which is an undoubted

infringement, if under the law there can be an infringement,

and the bill is brought to restrain the defendant touching its

photograph, and for other relief.
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The photograph of the complainant bears the inscription,

“Copyright, 1892, by Photographische Gesellschaft ”, and

reproduces from the picture the signature of the artist
;

ljut

it contains no notice, unless implied in the foregoing words,

that the painting itself was ever copyrighted, nor has there

been inscril^ed on the painting, or its mounting, the notice

pointed out by section 4962 of the Refused Statutes.

By the proclamation of the President of April 15, 1892, 27

Stat. 1021, the Ijenefit of the International Copyright Act of

March 3, 1891, c. 565, 26 Stat. 1106, was extended to German

subjects.

The Act of 1891, sec. 3, provides that the two copies of a

copyrighted photograph required to be delivered at the office

of the Librarian of Congress, shall be printed from negatives

made Avithin the limits of the United States, or from transfers

made therefrom, and that during the existence of the copyright

the importation into the United States of the photographs

copyrighted, or any edition or editions thereof, or any nega-

tives, shall be prohiljited. Consequently, the complainant’s

imported photographs cannot be directly protected by statute.

As they are not copyrighted, and are thei’efore, perhaps, not

prohibited from importation, it is claimed that if his posi-

tions in this case are sound, the policy of the proAU.sions of the

third section to A\dnch Ave liaA^e referred, may Im partially de-

feated These proA’isions, hoAA'CA’er, are apparently precise, in

that they are limited to the cases of “ book, chronio, lithograph

or photograph”
;

Littleton v. Oliver Ditso)i Co7n/)(uiy, decided

by this court August 1, 1894. They do not as.smne to reach

any reproduction Avhich does not iiiA’olve depositing AAutli the

Librarian of Congre.ss tAvo copies; and the case at bar does not

fall Avithin the latter class, but Avithin the class requiring one

photogra})h of the subject matter of copyright. Therefore Ave are

a])parently not met by any broad policy, such as Avould trouble

us in reaching a result lujt fairly excluded by the letter of the



4 WERCKMEISTEIl V. PIERCE & RUSIIXELL m’f’g CO.

statute. But as the right of the complainant to enjoin the

defendant does not depend on the right of the former to import

photographs, we need not particularly investigate the effect of

these statute provisions.

At the common law the artist, or the owner of the painting,

can prohibit re])rodnctions of it until he in some way publishes

it
;
but, after publishing it, either by photogi-aphs or otherwise,

it becomes subject to the same rules as other published matter,

and the public becomes entitled to it. This principle is so

fundamental that it need not be elaborated, or fortified by

any citation of authorities ; and we will only i-efer on this point

to Parian v. Pramj, 3 Cliff. 537, 548, 540. Moreover, a mere

exhibition of a picture in a public gallerv, like that at Berlin,

does not at common law forfeit the control of it Ijy the artist,

or the owner, unless the rules of the gallery provide for copy-

ing, of which there is no evidence in this case. But if, by

proper authority, which it does not lie in the mouth of the

complainant in this case to deny, ])hotographs of this painting

have Ijeen put ou the market in the United States, under such

circumstances that thev are not protected by the copvrio-ht
PijZ II U .

statutes, the public is free to copy»«-, and to sell copies of*4t-in

the legitimate course of trade, and the bill cannot be main-

tained.

The propositions of the complainant necessary to maintain

his case are, that by virtue of the agreement given him by the

artist, which we have already set out, he Avas entitled to copy-

right the painting itself, and that he has laAvfully done so
;
and

that the painting being copyi'ighted, all reproductions of it in

every form are infringements. While he admits that he is

neither the author nor the proprietor of the painting, yet he

claims, by virtue of the instrument given him by Xaujok, to

come in under the words “assigns of any such person”, found

in section 4952 of the Revised Statutes. In response to the

complainant’s claim, the defendant, among other things, refers
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to section 4962 of the Revised Statutes, and asserts that even

if the complainant’s position was correct in other respects, he

conld maintain no action for any infringement of his copyright,

because the words specified in the section last referred to have

not been inscribed on any visible portion of the original paint-

ing, or on the substance on which the painting is, or may

have been, mounted.

Neither party has cited to the court any decided cases, nor

referred ns to any other authorities, hearing directly on the

principal rpiestions involved. YuengJhuj v. Schile, 12 Fed.

Rep. 97, has been brought to our attention, as leading up

to the proposition that the proprietor of a painting, merely as

such, has no right to a copyright thereon. We do not under-

stand that such is a proper inference from that case, or that

the statute law is to that effect. We have no occasion to

make any issue touching any questions which were actually

decided in that case. Onr attention is also called to Schu-

macher V. Schicencke, 30 Fed. Rep. 690; but this case, so far

as it applies to the case at liar, is only in harmony with Gam-

hart V. Ball, 14 C. B. (N. S.) 306, Bossiter v. Hall, 5

Blatch. 362, and Ex Parte Beal, Law Rep., 3 Q. B. 387, 394,

to tlie effect that the person holding the copyright of an

original painting is pi'otected against any reproduction of it,

whether by a })hotograph of it, by a reproduction of an autho-

rized photograph, or in any other manner. The decisions of

the English courts are of Imt little assistance, because their

statute touching copyrights of original paintings, 25 & 26

\Tct. c. 68, makes s])ecial provisions with reference to the right

to a copyright impliedly passing with the ])icture itself, and

also the general copyright act now in force, 5 & 6 ITct. c. 45,

contains, in section 2, a definition of the word assigns, and, in

section 25, provisions about the nature of the estate in copy-

rights, not found in the statutes which govern us. Some Eng-

lish cases will, however, he referred to, wliich relate incidentally

to the determination of tliis case.
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Returning to tlie principal propositions at issue, they divide

themselves into three : First, whether the complainant had a

lawful right to copyright the original picture
;
second, whether,

if the copyright is valid, it carries Avith it jirotection against all

reproductions of it, including the [)hotographs of the defendant;

and third, whether the omission to inscrilie on the original

painting, or its mounting, either of the expressions re([uired

by the copyright statutes, and already referred to, bars this

action. If either of these propositions are determined against

the complainant, we, of course, need go no farther.

We have no doubt that the law is correctly laid doAvn in the

cases to Avhich we have referred, that the author or proprietor

of a 25ftiiiting who properly copyrights it, is protected against

all reproductions of it in any form. This proposition is so fun-

damentally essential to the policy of the copyright statutes,

that it needs no elaljoration
;
and it follows logically that, if

the complainant in this case, Avho received from the artist the

exclusive right of reproducing the painting, became thereby

entitled to a copyright, his copj’right protects him as fully

as the artist Avould have been protected, if he had reserved his

right of reproduction and taken the copyright himself. There-

fore on the second proposition at issue we are clearly Avith the

complainant.

It is to be observed that the instrument given Ijy Naujok to

the complainant contained no expression of any authority to

copyright, in the name either of Naujok or the complainant;

but this is of no consequence if the complainant’s contention is

correct, that he is covered by the Avords ‘‘assigns of any such

person ”, already cited. In accordance AAuth that contention

the complainant registered the copyright in his OAvn name, and

on his OAvn right, and not in the name of Naujok, nor on the

assumption of any agency coming from Naujok, either revoca-

ble or otherAvise. It is also to be noticed that the case runs

clear of the difficulties Avhich Avould arise from the Avord sole
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in section 4952 of the Revised Statutes, if the right vested in

the complainant by Nanjok had not been exclusive, even as

against Naiijok himself.

At the common law, the right to control the publication of

a painting follows the title of the painting. It vests in the

artist so long as he retains the painting
;
but, when it is sold by

him, if sold without any qualification, limitation or restriction,

all the incidents of the painting, including that of controlling

its publication, vest in the purchaser. This is in strict har-

mony with the law touching the incidents of property, and

flows necessarily out of it. We hardly need to cite authorities

to sustain this proposition, but refer again in this connection to

Parton v. Prang, 3 Clilf. 537, 550, 551. The English copy-

right statute, 25 & 26 Wet. c. 68, which created the law

authorizing copyrighting of paintings, Flshhiirnw . Hollingshead,

(1891) 2 Ch. 371, 379, and which is still in force, contains

regulations touching this matter, enabling the artist, when

disposing of his painting, to retain or dispose of the right

to reproduce it. But nothing of this nature is found in our

statutes, and the question arises, therefore, how far their general

terms are intended to vary from the practice of the common

law referred to. Is there, or is there not, enough in them to

overcome the presumption that the statutes do not change the

common law, except so far as the intention to do so is ap-

parent? In the absence of something showing an intention to

vary the common law nde, it must be jiresumed to stand. We
do not mean by this that, at common law, the owner of a

painting might not empower some other person than himself

to elect as to publication, or that he might not dispose of the

painting, reserving to himself the right of such election; but

we mean to say that, inasmuch as at the common law this right

is presumably in the i)roj)rietor of the painting, it re(|nires

something more than general ex])res.dons in a statute to safi

isfy the court of an intention to vest the privilege of secur-
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ing a copyright in any other person than the one in whom it

presumably exists. Moreover, the word assigns, on which the

complainant relies, is ordinarily construed as only indicating

the nature of the estate, and its ordinary effect is only to the

extent of declaring that whatever is obtained is of an assign-

able character. Strictly, an authority to assign, or an as.sign-

ment, relates to what already exists, and has no pertinency

to the creation of a right out of another right, as by the

instrument given by Nanjok to the complainant. Such instru-

ments are ordinaiily spoken of as licenses and not assign-

ments, and the holders of them as licensees and not assigns.

This is the common ride under the statutes touching patents,

although they contain a system .so much more elaborated than

those touching copyrights, that it is not safe to reason too

liberally from one to the other. Instruments of this class re-

lating to patents are ordinarily regarded as strictly in gross.

Oliver V. Rumford Chemical Works, 109 U. S. 75, 82.

But the instrument in this case is so strongly expressed that

it must be construed as vesting in the complainant all the light

of publication which Nanjok had, or ever could have, and there-

fore as vesting a full estate, which ivonld pass by succession,

and also be assignable. The instrument having been executed

in Germany, where the technical rules of the common law

touching the particular phraseology required to create more

than a life estate or a personal interest, do not exist, is

especially free from doubt on this score. It cannot be qneis-

tioned that all the right which Nanjok had to publish or repro-

duce passed out of him, and as it was in him assignable and

descendible, it follows necessarily that the same qualities attach

to it as vested in the complainant. It is for this, with other

reasons^.that, as we have already stated, no enibarrassment

arises in this case from the word sole in section 4952 of the

Revised Statutes.

Following out the same line touching the distinction be-
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tween transferring interests already existing and creating new

ones, and between assignments and licenses, it is stated in

Copinger on the Law of Copyright, 3rd ed., page 449, that it

has been decided that a document conveying the sole right to

reproduce a picture in chromos, or in any other form of color

painting, for the term of two years, was not an assignment,

and therefore did not need to be registered; but the learned

author questions this decision. In Lucas v. Cooke, 13 Ch. D.

872, Mr. Justice Fry, of especially large experience and ability

in cases of this character, used, with reference to an instrument

of this nature, the words assignment and license interchange-

ably; and, on the whole, it involves no \dolent presumption to

maintain that section 4952 of the Re^dsed Statutes, in its use

of the word assigns, had no reference to its narrow, technical

meaning to which we have referred.

The English statute, 25 & 26 Viet. c. 68, already referred

to, in designating the persons who may copyright an original

painting, uses only the word author and the words “ and his

assigns”. The word proprietor occurs at various points in the

English copyright acts, but not in this connection; and the

same may be said as to the copyright statutes of the United

States prior to the act of July 18, 1870, c. 230, sec. 86, 16

Stat. 212. The provisions of the statute last named were re-enact-

ed 1iy section 4952 of the Revised Statutes, and further re-

enacted, so far as this point is concerned, by the first section of

the International Copyright Act of March 3, 1891, c. 565, 26

Stat. 1107. As there found, it provides in terms that the “au-

thor” * “or proprietor of any” * “painting” * “and the

assigns of any such person shall, upon complying with the pro-

visions of this chapter, have the sole liberty of printing, re-

printing, publishing, completing, copying, executing, finishing

and vending”. The phraseology of the statute, 25 & 26 Viet. c.

68, might not require^o^ig^ tlie ordinary implications

of the common law, or holdirf^ that the word assigns
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contemplated anyone except the pnrcliaser of the painting itr

self. But section 4952 of the Kevised Statutes, as re-enacted

in the International Copyright Act, in addition to the word

author, uses the word proprietor; and this latter word extends

to paintings as well as to the other matters designated in the

section. By the word author and tlie word proprietor our

statute exhausts everything which the English statute neces-

sarily covers by the word author and the words “or his as-

signs”; and if nothing more was contemplated than is provided

by the English statute, the word proprietor, or the word as-

signs in our statute— one or the other of them—would be

necesarily surplusage and of no effect. The language of our

statute is not only explicit in including author, proprietor

and assigns, but is rendered even more so by the use in the

same connection of the words “upon complying with the pro-

visions of this chapter”. These demonstrate that the assigns,

equally ^vith the author or proprietor, may register and com-

plete the copyright.

Applying the ordinary rules of construction, the court must

ascertain, if it can, why, after using the word proprietor, our

statute also uses the Avord assigns. Certainly this requirement

cannot be met if the Avord assigns is limited to its ordinary

technical meaning, already referred to, or to the holder of the

original painting
;
because all this is covered by the AAmrd pro-

prietor. We therefore cannot escape the conclusion that the

statute requires us to broaden out the class of persons author-

ized to take out a copyright, so as to include others than mere

proprietors of the paintings themselves, having regard ahvays,

of course, to the Avord sole, Avhich the section contains, and to

Avhich Ave luwe already referred. We are unable to perceiAm

the force of all these Avords, unless the statute covers cases of

the precise character of this at bar.

What the complainant claims has been accomplished in this

case, could clearly have been accomplished by first registering
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a copyright, or copyrights with various nationalities, hy Nan-

jok, or in his name, and by his then assigning them absolutely

and -wnthont reservation to the complainant. The result under

those circumstances would have been precisely the same as

the result which the complainant now maintains
;
and certainly

a construction of a statute which avoids this circumlocution,

cannot be unjust or against good sense. On the whole, we

think the complainant rightfully and effectually registered the

copyright, as maintained by him.

So far the history of the legislation in the United States has

not been of much assistance to the court
;
but on the remaining

proposition it proves to be of great value.

The defendant claims that section 4962 of the Revised Stat-

utes is to be read literally, and that being thus read, it requires

the notice to be inscribed on the painting itself, or at least on the

mounting of it. If the defendant is right in this literal reading,

it follows that the statute is satisfied by inscribing the notice

on the original painting, or its mounting, and that all repro-

ductions thereof, whether in engravings, photographs or other

forms, go free from the notice. The Supreme Court lias

said, what must be patent to everyone, that the object of the

statute in this particular is to give notice of the copyright to

the public. Burrotv-Giles Lithographic Company v. Sarony,

111 U. S. 53, 55. The purpose of the statute, therefore,

would wholly fail of accomplishment liy inscribing notice on

the painting only, which presumably passes into some private

collection, entirely out of the view of the general public. This

is so patent that it need not be enlarged upon, and would be

enough of itself to persuade the courts very urgently to look, if

necessary, lieyond tlie mere letter of the statute. Moreover,

the same clause of section 4962 on which the defendant relies,

groups paintings with engravings, jihotographs, chromos and

various other articles which need not be specified
;
and if the

defendant’s construction jiroperly applies to paintings, it would
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seem to follow that it applies to all the other articles named in

the same danse,and that the notice, therefore, should be inscribed

on some original, or quasi original, engraving, photograph or

chromo, and not on the copies thereof Avhich go out to the pulilic.

But the practice as to such articles is distinctly the other way;

and its correctness was expressly recognized in the decision of

the Supreme Court last cited, in which the court said that the

notice is to be given by placing it upon each copy”. Thus

in a single sentence the Supreme Court has torn down the

structure of apparent literalness on which the defendant relies.

An examination of the history of the legislation out of which

section 4962 developed, makes the result entirely clear. The

first statute requiring the inscription of a notice was that of

April 29, 1802, c. 36, 2 Stat. 171. At that time the province

of the copyright laws was narrow, and was divided in that stat-

ute into two fields. Section 1 provided that the copy of the

record of registration required by law to be puljlished in

one or more newspapers, should be inserted on the title page,

or the page immediately following it, of every book, Imt that

in the case of a map or chart certain abbreviated phraseology,

pointed out by the statute, should lie impressed ‘‘ on the face

thereof”. Section 2 extended the copyright privilege to his-

torical and other prints, and required that the same entry im-

pressed on the face of maps and charts, should lie engraved on

the plate, with the name of the proprietor, and printed on every

print. Under this statute it was clear that the notice prescribed

should go out to the public on every copy protected by the

statute, and evidently the engraving of it on the engraver’s

plate was only to make sure that the main purpose of the

statute was accomplished.

The next statute is the act which so long stood as the cojiy-

right code of the United States, that of February 3, 1831, c.

16, 4 Stat. 436. The provisions of that act touching the

question now under examination we reproduce here at length

:
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‘‘Sec. 5. And be it further enacted, That no person shall

be entitled to the benefit of this act, unless he shall give

information of copyright being secured, by causing to be in-

serted, in the several copies of each and every edition published

during the term secured on the title-page, or the page imme-
diately following, if it be a book, or, if a map, chart, musical

composition, print, cut, or engraving, by causing to be im-

pressed on the face thereof, or if a volume of maps, charts,

music, or engravings, upon the title or frontispiece thereof, the

following words, viz: ‘Entered according to act of Congress,

in the year
,
by A. B., in the clerk’s office of the

District Court of ’, (as the case may be).”

This statute somewhat extended the scope of the copyright

privilege, but left the provision on this point entirely clear.

A distinction was made 1iy section 5 between a book, on one

hand, and a “ map, chart, musical composition, print, cut or

engraving”, on the other, but it was only as to the precise

place on which the notice should be insci’ibed,—in the one case

on the title-page, or the page immediately following it, and in

the other on the face, with a provision that in cases of volumes

of maps, charts, music or engravings, it should be on the title

or frontispiece. Except as to the mere place of impressing the

notice, the statute applied without discrimination to all articles

within the scope of the copyright privilege, and looked for

the inscription of the notice on every copy which went out to

the public, and nowhere else. The words “ the several copies

of each and every edition ” ran through and governed every

part of the section. This is so clear that it needs nothing to

be added to the statement of the fact.

i'he next act was that of Angu.4 18, 18oG, c. 1G9, 11 Stat.

138, which contained nothing to be noticed in this connection.

Next came the act of March 3, 18Gb, c. 12G, 13 Stat. 540.

'I’liis is impoi-tant, because it first extended the copyright

})rivilege to pliotogra])hs, and provided that this extension

should enure to the benefit of the authors of photogra])hs
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“upon the same conditions as to the authors of prints and

engravings”. In other words, when photographs first came

into the copyright statutes, they came in under the clear

provisions of the fifth section of the act of 1831, rec|uiring

the inscription of the notice to be on every copy going out to

the puljlic, and nowhere else. That was the law when the

revised code of July 8, 18V0, c. 230, 16 Stat. 198, was adopted.

The provision we are looking for is found in section 97 of that

act. This statute first extended the copyright privilege to

paintings, statues, statnaiy, models and designs, and section 97

was a conse([uent attempt to cover the additional articles hy

condensation of phraseology. It was afterwards incorporated

into section 4962 of the Kevised Statutes, on which the de-

fendant rests.

To this time there had been no indication of any policy ex-

cept that which the Supreme Court, in the citation we have

made, had said was necessary to give the public notice of the

copyright privilege claimed,— a policy which we have already

seen, expres.sly included photographs, maps and charts as well as

books. In this attempted condensation, maps, charts and pho-

tographs were dislocated from the express provision touching

books, and associated with paintings, statues, statuary, models

and designs. As no reason can be suggested for any change

touching maps, charts and photographs, the presumption is that

Congress intended, notwithstanding the awkward phraseology

used, that the law should continue the same as to them; and, if

this presumption stands, it carries with it the same law^ for paint-

ings as for maps, charts and photographs. Lo(jan v. United

States, 144 U. S. 263, 302. The whole section was as follows

:

“Sec. 97. And be it further enacted. That no person shall

maintain an action for the infringement of his copyright unless

he shall give notice thereof by inserting in the several copies of

every edition published, on the title-page or the page imme-
diately following, if it be a book

;
or it a map, chart, musical

composition, print, cut, engraving, photograph, painting, draw-
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ing, chroino, statue, statuary, or model or design intended to be

perfected and completed as a work of the fine arts, by inscribing

upon some portion of the face or front thereof, or on the face of

the substance on which the same shall be mounted, the following

words, viz :
‘ Entered according to act of Congress, in the year

, by A. B., in the office of the librarian of Congress, at

Washington

The words “ several copies of every edition published ” may

well be held to permeate and govern that portion of the section

commencing with the words ‘‘if a map, chart”, etc., as effect-

ively as it does the words “if it be a book”, and the section

may well be construed precisely the same as if the words “ if it

be a book” preceded the words “on the title-page”. The word

“thereof”, in the latter part of the section, may well be held to

refer back to the words “ the several copies” in its early part.

For clearness, we give the section as thus re-arranged :

“ That no person shall maintain an action for the infringement

of his copyright, unless he shall give notice thereof by inserting

in the several copies of every edition published, if it be a book,

on the title-page or the page immediately following, or if a map,
chart, * painting, * by inscribing upon some portion of the

face or front thereof * .”

Under the circumstances, the breaking up and dislocation of

the section into sentences, or phrases, should be held to have

been merely for the purpose of indicating the place where the

notice is to l>e inscribed, according to the subject matter of the

pul)lication, that is to say, on the title page, or on the page im-

mediately following, if it be a book, but, if it be other matter,

on the face, or front; and it should be further held that in all

other particulars the directions of the statute are identical with

reference to each article to which the subject matter relates.

A re-arrangement of clauses, or parts of sentences, is justifia-

ble under the most common circumstances, and is especially

justifiable in order that the statute may not be read contrary

to its plain purpose and the general public policy.
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A careful comparison of this section of the act of 1870 with

the corresponding section of the act of 1831, shows that there

are no other differences, except those of detail required hj^ the

extension of the copyright code, nor any which can affect the

proposition we are considering.

This provision of law, as we liave already said, was re-enacted

without substantial change in section 4962 of the Revised Stat-

utes. It was again re-enacted in the act ofJune 18, 1874, c. 301,

18Stat., 78. The only differences are the option of the shorter

form of notice contained in the latter statute, and a broadening

out of the provision touching the portions of the published arti-

cle on which the notice may be inscribed. No other purpose

in the last enactment was suggested in Jligghis v. Kevfj'eK 140

U. S. 428, in which it is somewhat referred to.

The only remaining act to be considered is that of August 1,

1882, c. 366, 22 kStat. 181. The main purpose of this statute

was to make sure of the accomplishment of one general pur-

pose of the act of 1874. The latter required that the notice be

inscribed on some visible portion of the published articles, while

the act of 1882 expressly permitted it, under some circumstan-

ces, to go on the back or bottom of such articles, although in

some senses the back or bottom might not always be visible

portions thereof. The reading of the act of August 1, 1882,

contains, however, a legislative construction of the prior statutes

on the point which we are considering. The prior statutes in-

cluded designs in the same class with maps, charts, photographs

and paintings. Therefore if, with reference to paintings, the

inscription is to go on the painting itself, it would follow as a

matter of course, that, with reference to models and designs,

under section 4962 of the Revised Statutes, it should appear

on the original models and designs, and not on the articles

put on the market constructed according to them. But the act

of 1882 says in terms, that the manufacturers of designs of

molded decorative articles may put the mark prescribed by stat-
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ute, not on the designs, but “ upon the back or bottom of such

articles”. As the clear purpose of this statute related entirely

to the place where, on any particular article, notice might be

inscribed, and it clearly was not in any way intended to change

the law as to what the inscription shall be impressed on, the

effect of this phraseology cannot be mistaken.

On the whole, while we must admit that the phraseology of

the statute is unfortunate, and might have been more clearly

and positively expressed, we are convinced that, as we have

already said, the differences in the various phrases relate entirely

to the place on which the notice is to be inscribed, according to

the subject matter of the article published, and that, with that

exception, the phrases apply alike to all classes of articles, and

relate entirely to the notices to be inscribed on what goes to the

public in various forms and editions, and that there is no re-

quirement that any shall be inscribed on the painting itself,

more than there is that there shall be an original, or quasi origi-

nal, map, chart, musical composition, print, cut, engraving,

photograph, drawing, chromo, or model or design, to be in-

scribed with the notice, as the defendant claims the painting

in this case should have been inscribed.

The defendant also claims that the words inscribed on the

photograph, namely, “ Copyright, 1892, by Photographische

Gesellschaft ”, give no notice that the painting has been copy-

righted, and imply only that the photograph has been. If this

is so, the fault is that of the statute and not of the complainant,

as he has used exactly the phraseology imposed by law. Un-

doubtedly the statute, if it had not been so condensed, might

have given a form of notice more in harmony with the facts of

cases of this character; but we can see that in this notice there

is enough to give any one who is looking for the truth, and who

desires to avoid infringement, the thread which will lead him

easily to tlie actual condition of the copyright. There is some-

thing in the form of this notice which tends to sustain the con-



58

18 WEK(’KMEISTER V. PIERCE & BUSIIXELL m’f’g CO.

tention of the defendant that it should have been inscribed on

the painting itself, but not enough to overcome the force of the

rules of construction which have led us to the result we have

explained.

We perceive nothing further in the case which requires any

observations from the court.

Decree for the complainant ; complainant to file draft decree

on or before the twenty-fifth instant, and the defendant correc-

tions thereof on or before the first day of September next.






